THe 
RADEMARK REPORTER 


TABLE OF CONTENTS 


Trademarks—The Rationale of Registrability, Hon. Daphne 


Recent Canadian Decisions, Harold G. Fox, Q.C. ............-.-- 

H. R. 8826 Approved 

The Stockholm Congress of the A.I.P.P.I., Stephen P. Ladas 927 
Notes from Other Nations 

Patent Office 

Recent Publications 


List of Other Trademark Articles 


CASE REPORTS 
Pages 938 to 1036 


August, 1958 





UNITED STATES TRADEMARK ASSOCIATION 


An Organization for the Protection of Trademarks and Trade Names 
6 East 45th Street, New York 17, N. Y. 
YUkon 6-5880 


OFFICERS OF THE ASSOCIATION 


Joun L. Esternal President 
DupLEy BROWNE Vice-President R. H. Woop Vice-President 
THACHER H. Fisk Vice-President James E. Curtiss Treasurer 
EpwarD MERKEL Vice-President DorotHy Fry Executive Secretary 
STEWART W. RICHARDS Counsel 
WALTER J. DERENBERG Editor-in-Chief 


BOARD OF DIRECTORS 


James E. Archer American Cyanamid Company 
Charles P. Bauer Union Bag-Camp Paper Corporation 
Edgar S. Bayol The Coca-Cola Company 
Victor D. Broman Union Carbide Corporation 
Dudley Browne American Home Products Corp. 
H. P. Buetow Minnesota Mining & Mfg. Co. 
F, X. Clair Esso Standard Oil Company 
Eunice C. Cox Pet Milk Company 
James E. Curtiss National Biscuit Company 
John L. Esterhai Philco Corporation 
Thacher H. Fisk The Kendall Company 
Cyril F. Hetsko The American Tobacco Company 
MD i I, TR hennsserciceinecionnsenaieaalll California Texas Oil Company Limited 
Robert H. Hosick The Upjohn Company 
Anthony A. Juettner General Mills, Inc. 
Walter F. Kaufman Armstrong Cork Company 
Norman St. Landau Johnson & Johnson 
Sylvester J. Liddy Munn, Liddy, Daniels & March 
Frederick J. Lind Joseph E. Seagram & Sons, Inc. 
H. E. Markley The Timken Roller Bearing Company 
H. R. Mayers General Electric Company 
M. Taylor Mayes The International Silver Co. 
Edward Merkel The Procter & Gamble Company 
Harold S. Meyer The B. F. Goodrich Company 
Patrick H. Murphy General Motors Corporation 
George A. Ordway Eli Lilly and Company 
Louis L. Pettit The Singer Manufacturing Company 
Paul O. Pippel International Harvester Company 
Andrew H. Schmeltz Aluminum Company of America 
Lenore B. Stoughton Rogers, Hoge & Hills 
Duncan C. Taylor Eberhard Faber Pencil Company 
Albert R. Teare Bates, Teare & McBean 
James E. Toomey Kaiser Aluminum & Chemical Company 
Westinghouse Air Brake Co. 

Shell Oil Company 











THE TRADEMARK REPORTER™ 


Part | 


TRADEMARKS—THE RATIONALE OF REGISTRABILITY* 


By Hon. Daphne Leeds 
Assistant Commissioner of Patents 


It has often been said that the law of trademarks is but a 
part of the broader field of unfair competition; and in a competi- 
tive industrial economy such as ours, it may also be said that 
unfair competition is but a part of the still broader field of com- 
mercial law. The law of trademarks, involving, as it does, matters 
of trade identity, product identification, commercial morals and 
business ethics, is not, as sometimes supposed, either allied with 
or related to the law of patents. Indeed, the two are more nearly 
antithetical than alike—the latter dealing with science, technology 
and the useful arts, and the former dealing with the psychology 
of words and symbols in the marketplace. Patents are legal 
monopolies—trademarks are competitive tools. 

This prefatory statement is made in order that the simple 
nature of the application to register and the difficult nature of 
the determination to be made might be put in proper perspective. 


I. THE APPLICATION 


A trademark application must tell the truth; and no applica- 
tion should be filed until the prior registrations in the Patent 
Office have been searched to see whether or not either the same 
mark or one closely resembling it has been previously registered 
for products which might be considered to be in the same line. 

The contents of an application to register are prescribed by 
the Trademark Act of 1946,’ and the prescription is a simple one. 
Generally speaking, all that is required is a verified statement’ 
setting forth (a) the applicant’s name, domicile and citizenship; 
(b) the dates of first use of the mark anywhere and in interstate, 
international or territorial commerce; (c) the common commercial 





* Reprinted by permission from The George Washington Law Review, Vol. 26, 
No. 5, June 1958. 

1. 60 Stat. 427 (1946), 15 U.S.C. 1051 (1952). 

2. Printed forms of applications for individuals, partnerships and corporations are 
available without charge from the Patent Office. 
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name of the product or article on which the mark is in use; (d) a 
description of the method of marking the product or article; and 
(e) that applicant believes himself to be the owner of the mark 
and that no other person has the right to use the mark in inter- 
state, international or territorial commerce either in the identical 
form or in such near resemblance as might be caleulated to deceive. 
The Act also requires that specimens or facsimiles (five in number 
established by rule) showing the mark as used, a drawing of the 
mark for reproduction purposes, and the filing fee of twenty-five 
dollars accompany the verified statement. Omission of any of 
the foregoing will result in delay in receiving a filing date until 
the requirements of the statute are met. 

Although the requirements appear to be quite elementary, the 
difficulties encountered through the years suggest that comment 
on each of the subdivisions above set out may be in order. 


A. Name, Domicile and Citizenship of Applicant 


The name of an applicant, whether an individual, a partner- 
ship, firm or corporation, used in an application should conform 


to that which appears on the specimens or facsimiles; and if there 
is a difference between them, an explanation accompanying the 
application will save considerable time in prosecution. 

If the applicant is an individual, the name which he or she 
uses in conducting the business, together with the business address 
and the identification of the country of which applicant is a citizen, 
must appear at the beginning of the application; and if the busi- 
ness is being conducted under a business style, the letters “d.b.a.” 
(doing business as) and the trade style should immediately follow 
the name. 

If the applicant is a firm or partnership, the name of the firm 
or partnership, followed by the names of each of the members of 
the firm or partners, together with the business address and the 
identification of the country of which each is a citizen, must 
appear at the beginning of the application. 

If the applicant is a corporation, the correct corporate name 
(as it appears in the charter), the State of incorporation, and 
the business address must appear at the beginning of the applica- 
tion. If the corporate address is different from the business 
address, such corporate address, or the address of the resident 
agent, should also appear. 
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If the applicant is a citizen of a country other than the United 
States, the name and address of a person resident of this country 
upon whom notices and process may be served must be included 
in the application. 


B. Dates of First Use 


Use of a trademark may have different meanings to different 
people, but for purposes of an application to register, it has a 
specific technical meaning. First, the mark must be used in trade, 
that is, the product bearing the mark must be one which is com- 
mercially produced and sold under the mark—trafficked in— 
through the usual trade channels in which the same or related 
products move. Such trade may be purely local in character, but 
if there is no trade to earry the mark, there is no trademark.* 
Advertising of a mark is not enough.* Second, before there is 
jurisdiction to register under the Federal law, the product bearing 
the mark must be sold or transported in interstate, international 
or territorial commerce. 

The date upon which the product was regularly sold in its 
ordinary trade channels is the date of first use. The date upon 
which the product bearing the mark was sold or transported in 
interstate, international or territorial commerce is the date of 
first use in commerce. 

The “date of first use” of the mark and the “date of the first 
use in commerce” may or may not be the same; but use in com- 
merce can never antedate first use. It must be borne in mind that 
property rights commence to accrue with the first use im trade, 
and that use in interstate, international or territorial commerce 
is merely a prerequisite to registration. 

The correctness of these required dates and the ability to 
substantiate them’ become quite significant in the event of litiga- 





3. Bates Manufacturing Co. v. Spuntex Mills, Inc., 109 USPQ 148, 46 TMR 660 
(Com’r, 1956); L. & C. Hardtmuth, Inc. v. Koh-I-Noor Pencil Factory, L. § C. Hardt 
muth, National Corp., 101 USPQ 492, 44 TMR 1210 (Com’r, 1954); John H. Woodbury, 
Inc. v. Penaten, Pharmazeutische Fabric Dr. Max Riese § Co., 101 USPQ 496, 44 TMR 
1215 (Com’r, 1954); R. J. Moran Co. v. Gordon, 101 USPQ 206, 44 TMR 861 (Com’r, 
1954) ; The Procter & Gamble Co. v. Jacqueline Cochran, Ine., 102 USPQ 449, 45 TMR 
330 (Com’r, 1954). 

4, Mendes v. New England Duplicating Co., 94 F.Supp. 558, 88 USPQ 62, 41 
TMR 255 (D.C. Mass., 1950); International Electric Co. v. Smith, 105 USPQ 215, 
45 TMR 783 (N.D. Ill., 1955); Borg Warner Corp. v. Easy Washing Machine Corp., 


5. Sears, Roebuck § Co. v. Haymer, 114 USPQ 404, 47 TMR 1407 (Com’r, 1957) ; 
United States Plywood Corp. v. Treib, 114 USPQ 343, 47 TMR 1538 (Com’r, 1957) ; 
Chamberlain v. Metal Craft, Inc., 112 USPQ 139, 47 TMR 408 (Com’r, 1957); Bisceglia 
Bros. Wine Co. v. Globe Distributing Co., 107 USPQ 301, 46 TMR 222 (Com’r, 1955), 
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tion since erroneous dates may form the basis of a charge of 
acquisition of a registration based on false statements.’ The 
application must tell the truth. 


C. Common Commercial Name of Product 


All products and articles of commerce have common commer- 
cial names—genus names and species names. It is the specific 
commercial name—the specie—which should appear in an appli- 
cation. Complicated descriptions of merchandise are not only 
unnecessary but undesirable,’ but the commodity must be suff- 
ciently identified so that competitors and other marketers may, 
upon seeing the application, know both the genus and specie of 
commodity. 

All generally related products upon which a mark presented 
for registration is actually in use may be listed, but those which 
are expected to be added to the line at some time in the future 
may not be.* The listing of articles upon which the mark has not 
been and is not being used may become significant in the event 
of litigation, since it may form the basis of a charge of acquisition 
of a registration based on false statements.® The application must 
tell the truth. 


D. Description of Method of Use 


Depending upon the nature of an article of commerce, the 
trademark may be applied by means of labels attached to its con- 
tainers or to the article itself; by means of a reproduction of the 
mark on packages, wrappers or cartons in which it is shipped; 
by means of nameplates or metal tags attached to it; by means of 





rev’d on other grounds, 108 USPQ 180, 46 TMR 485 (1956); S. Pfeiffer Mfg Co. v. 
Brierley, 107 USPQ 227, 46 TMR 119 (Com’r, 1955); The Procter § Gamble Co. v. 
Jacqueline Cochran, Inc., supra note 3; G. H. Packwood Manufacturing Co. v. Peck’s 
Products Co., 112 USPQ 331, 47 TMR 650 (Com’r, 1957). : 

6. Meyer v. Ludwig Scherk, Inc., 108 USPQ 406, 46 TMR 622 (Com’r, 1956). 

7. Standard Oil Development Co. v. Advance Solvents Corp., 110 USPQ 252, 46 
TMR 1283 (Com’r, 1956) ; California Spray Chemical Corp. v. Osmose Wood Preserving 
Co., 102 USPQ 321, 45 TMR 79 (Com’r, 1954); Ex parte Minneapolis Honeywell 
Regulator Co., 101 USPQ 293, 44 TMR 970 (Com’r, 1954); see also Ekco Products Co. 
v. Bernard Edwards Co., 102 USPQ 396, 398, 44 TMR 1441 (Com’r, 1954). 

8. In re Circus Foods, Inc., F.2d , 116 USPQ 587, 48 TMR 767 (C.C.P.A., 
1958); Meyer v. Ludwig Scherk, Inc., supra note 6; The Procter & Gamble Co. v. 
Jacqueline Cochran, Inc., supra note 3; Reese Chemical Co. v. Lisner, 87 USPQ 121, 
40 TMR 1090 (Com’r, 1950); Star-Maid Dresses, Inc. v. Max Wiesen & Sons Co., 103 
USPQ 149, 45 TMR 215 (Com’r, 1954); Ekco Products Co. v. Bernard Edwards Co., 
supra note 7. 

9. Goldring, Inc. v. Towncliffe, Inc., 102 USPQ 405, 45 TMR 92 (Com’r, 1954), 
aff’d 234 F.2d 265, 110 USPQ 284, 46 TMR 1373 (C.C.P.A., 1956); Meyer v. Ludwig 
Scherk, Inc., supra note 6; Industrial Abrasives Inc. y. Strong, 101 USPQ 420, 44 
TMR 1193 (Com’r, 1954). 
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embossing, printing, impressing, stamping or otherwise repro- 
ducing the mark on the article itself; by means of displays showing 
the mark directly associated with the article at the point of sale; 
or by other usual means of associating the mark with the article. 
The method, mode or manner actually used in making the article 
must be set forth, and the specimen or facsimile submitted with 
the application should represent such method, mode or manner. 
The application must tell the truth. 


E. Applicant’s Assertion of Ownership 


In the ordinary case the requirement that an applicant verify 
that he believes himself to be the owner of the mark and that no 
other person has the right to use the mark in commerce either in 
the identical form or in such near resemblance as might be caleu- 
lated to deceive causes no problem. There are, however, out-of- 
the-ordinary and extraordinary situations which often create 
problems. 

In the out-of-the-ordinary situation the applicant does not 
itself use the mark, but (a) is a holding or parent company, one or 
more of whose subsidiaries use the mark presented for registra- 
tion,’ or (b) applicant has affiliates or associates who manufacture 
or process the product for him under his authority, in accordance 
with his specifications, and under his supervision of the nature 
and quality of the product.’ In these circumstances, where the 
applicant is responsible for the good or bad quality of the product, 
the use of the mark inures to the applicant’s benefit. Such use 
is not in any sense an adverse use, but it is necessary that an 
applicant in either of these situations state in the application that 
he is using the mark through a related company and describe the 
nature of the relationship in such manner as to show that the use 
does inure to, and is for, his benefit. 

In the extraordinary situations, where someone other than 
the applicant has used the same or substantially the same mark 
on the same genus or species of commodities in such a manner 
and for such a period of time as to enjoy rights adverse to appli- 
cant’s rights, the applicant should seek registration based on his 


10. The Perry Knitting Co. v. Meyers, 120 F.Supp. 880, 101 USPQ 176, 44 TMR 
821 (S.D.N.Y., 1954) ; Ex parte United States Steel Corp., 23 USPQ 145, 24 TMR 598 
(Com’r, 1934). 

11. Industrial Abrasives, Inc. v. Strong, supra note 9. See also Ex parte The Pure 
Oil Co., 99 USPQ 19, 44 TMR 306 (Com’r, 1953); Sanford Ink Co. v. Stevens, 102 
USPQ 454, 45 TMR 337 (Com’r, 1954). 
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lawful concurrent use.’ In these circumstances, the application ¢ 
must set forth the name and address of the adverse user, the 1 
mark being used by him, and to the extent of applicant’s knowl- I 
edge, the area of such adverse use, the products in connection ( 
with which such mark is used, the period of use, and the goods ( 
identified by such mark. 

In each of the foregoing circumstances, the application must ( 
tell the truth. 


II. THE EXAMINATION 





Examination of trademark applications is twofold—for form 
and for substance. The first involves compliance with the statu- 
tory requirements for completeness, for consistency between appli- 
vations, specimen and drawing, and for proper ‘execution and 

| verification. The second involves (a) the search, (b) an evalua- 
tion of the previously registered marks in connection with the 
applicant’s mark, (c) an evaluation of the matter presented for 

registration, and (d) an evaluation of such evidence as may be 
submitted by applicant in support of registrability. 


A. The Search 


Upon completion of the examination of the application for 
form, a search is made to ascertain whether or not the mark 
presented for registration so resembles any mark shown in any 
unexpired, uneanceled registration, or in any pending application, 
as to be likely, when applied to the product of the applicant, to 
‘ause confusion, mistake or deception of purchasers. The search 
also includes current trade periodicals in the industrial field of 
the applicant for the same or substantially the same mark and 
for trade terminology which might indicate that the matter pre- 
sented for registration is used by others in a similar manner to 
describe, explain, or for some other purpose. 

The search of registered marks encompasses all classes of 
products for the same marks, phonetic equivalents of applicant’s 
mark, marks which look like applicant’s mark, and marks which 
mean the same thing or stimulate the same mental associations as 
applicant’s mark. Only after the search of marks is completed do 
the products identified in the prior registrations assume signifi- 








‘ 12. Ex parte Chadbourne Hosiery Mills, Inc., 107 USPQ 12, 45 TMR 1386 (Com’r, 
! 1955). 
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cance. , Patent Office classes established for convenience of admin- 
istration are not, and should not be, relied upon as either deter- 
minative or entitled to weight in resolving the question of probable 
confusion. A mark registered for heavy machinery would be 
eliminated if applicant’s mark were used on cosmetics, since it 
is highly improbable that such widely diverse products would 
come from a single producer; but the elimination is based on 
products and not on classification.* 


B. Evaluation of Previously Registered Marks 

Upon completion of the search, it becomes necessary to deter- 
mine whether or not the resemblance of applicant’s mark to any 
registered mark which has been found is such, when the applicant’s 
and the registrant’s products are considered, as to be likely to 
cause consumer confusion or mistake. This determination involves 
first a consideration of the nature of the respective products; 
their usual channels of distribution ;“* the places where the respec- 
tive products are ordinarily sold and the conditions and circum- 
stances ordinarily surrounding their purchase and sale;'* who 
the average purchasers of the respective products are ;"* the degree 


of care ordinarily exercised in purchasing them;"’ and trade or 
industry practices which might have resulted in a “conditioning” 
of purchasers so that they are likely to associate or dissociate 
the respective products.** These considerations will eliminate 
previous registrations of the same, or substantially the same, 
mark from further study when it is concluded that the nature 
of the respective products is such that if they were sold under 





15. Mason, Au §& Magenheimer Conf. Mfg. Co. v. Perk Dog Food Co., 102 USPQ 
302, 44 TMR 1954); Consolidated Cosmetics vy. Neilson Chemical Co., 109 
F.Supp. 500, 96 USPQ 320, 48 TMR 369 (E.D. Mich., 1952). 

14. Kiekhaefer Corp. v. Willys-Overland Motors, Inc., 236 F.2d 423, 111 USPQ 
105, 46 TMR 1377 (C.C.P.A., 1956); Endo Products, Inc. vy. National Package Drugs, 
Inc., 100 USPQ 250, 44 TMR 704 (Com’r, 1954); Maas § Waldstein Co. v. G. B. Lewis 
Co., 114 USPQ 541, 47 TMR 1412 (Com’r, 1957); Brown & Bigelow v. Muench Kreuzer 
Candle Co., 114 USPQ 348, 47 TMR 1540 (Com’r, 1957). 

15. Joseph 8. Finch & Co. v. Western Wine §& Liquor Co., 99 USPQ 145, 44 TMR 
317 (Com’r, 1953); Ex parte Jay Shoe Mfg. Co., 111 USPQ 282, 47 TMR 255 (Com’r, 
1956) ; Cecile Gagnon Co. v. Bourjois, Inc., 225 F.2d 731, 106 USPQ 203, 45 TMR 1339 
(C.C.P.A., 1955). 

16. Ez parte National Tea Co., 111 USPQ 241, 47 TMR 133 (Com’r, 1956); Ex 
parte Lauritzen § Co., 104 USPQ 180, 45 TMR 367 (Com’r, 1955); Radex Corp. v. 
Jordan, 107 USPQ 244, 46 TMR 357 (Com’r, 1955); Maas g§& Waldstein Co. v. G. B. 
Lewis Company, supra note 15. 

17. Kiekhaefer Corp. v. Willys-Overland Motors, Inc., supra note 14; Canada Dry 
Ginger Ale, Inc. v. Greiser, 99 USPQ 482, 44 TMR 552 (Com’r, 1953); L. J. Mueller 
Furnace Co. v. United Conditioning Corp., 99 USPQ 342, 44 TMR 333 (Com’r, 1953), 
aff’d 222 F.2d 755, 106 USPQ 112, 45 TMR 1223 (C.C.P.A., 1955). 

18. Mason, Au §& Magenheimer Conf. Mfg. Co. v. Perk Dog Food Co., supra note 13. 
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the identical mark, purchasers would not be likely to attribute 
common source to them. 

Upon completion of the study of the products, there is left 
for evaluation the marks—applicant’s and those of prior regis- 
trants. This evaluation involves not so much a study of semantics 
as it does psychological reactions—mental associations—resulting 
from the probable impact of the marks upon potential purchasers 
as they encounter the marks on the respective products in their 
usual sales outlets. The evaluation is subjective rather than objec- 
tive—connotations and imagery playing the leading part in the 
determination. This is to say that the same word mark may 
evoke one psychological reaction when seen on one product and 
an entirely different one when seen on another. Under these cir- 
cumstances, purchasers are not likely to think of one upon seeing 
the other; e.g., “snow” might be associated with coldness when 
used in connection with one product and whiteness when used in 
connection with another.’ 

Trademarks may, of course, look so much alike or sound so 
much alike that they would be virtually indistinguishable and 
mistake would be inevitable, but these provide the less difficult 
cases. 

A consciousness of the fallibility of human recollection must, 
of course, be paramount at all times, whether the resemblances 
in marks be primarily visual—look-alikes”—auricular—‘sound- 
alikes”—or psychological—*respond-alikes.” Consumer confusion 
involves, in the final analysis, matters of mistaken identity—and 
the considerations are not unlike those involved in cases of mis- 
taken identity of people. 


C. Evaluation of Mark 


In addition to an evaluation of an applicant’s mark in its 
relation to previously registered marks, an evaluation must be 
made in relation to the statute. 

The first fundamental question is: Is it used as a trademark? 
Is it a word, name, symbol or device, or any combination of any 
of them, used by applicant to identify his products and distinguish 
them from those of others—or is it used as the name of the 
product or in a manner merely to describe the product? If the 
matter presented for registration is used only in a “denominative” 


19. Clinton Foods, Inc. vy. Premium Potato Products, Inc., 106 USPQ 378, 45 TMR 
1505 (Com’r, 1955). 
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or “denotative” sense, it is not used as a trademark.” To put the 
question another way: Is the matter presented for registration 
used as an adjective—a brand name—or only as a noun—a product 
name, even though coined or arbitrary? If the former, it is used 
as a trademark. If the latter, it probably is not so used. 

Having determined that the matter presented for registration 
is a trademark, a second fundamental question must be asked: 
Is registration prohibited by the terms of the statute? Registra- 
tion is prohibited if the mark consists of or comprises immoral, 
deceptive or scandalous matter; matter which may disparage or 
falsely suggest a connection with persons, living or dead, institu- 
tions, beliefs, or national symbols, or bring them into contempt 
or disrepute; the flag or coat of arms or other insignia of the 
United States or of any State or municipality or any foreign 
nation, or any simulation thereof; a name, portrait or signature 
identifying a particular living individual except by his written 
consent; the name, signature or portrait of a deceased President 
of the United States during the life of his widow, if any, except 
by written consent of the widow; or a mark which so resembles 
a mark registered in the Patent Office or a mark or trade name 
previously used in the United States by another and not aban- 
doned, as to be likely, when applied to the goods of the applicant, 
to cause confusion or mistake or deception of purchasers. 

In addition, registration is prohibited if a mark is, when 
applied to an applicant’s product, (a) merely descriptive of the 
product, (b) primarily geographically descriptive or deceptively 
misdescriptive of the product, or (c) primarily merely a surname, 
except when a prima facie showing is made that the mark has 
been so used by applicant that it in fact identifies and distinguishes 
his goods—has become distinctive of them—has acquired a sec- 
ondary meaning in relation to them. 


1. Descriptive or Deceptively Misdescriptive 
“Mere descriptiveness” is susceptible of different interpreta- 
tions, but generally speaking, some of the questions involved are: 
Does the mark immediately tell the potential purchaser only what 





20. Ez parte Pro Capa Products, Inc., 109 USPQ 421, 46 TMR 1140 (Com’r, 1956) ; 
Ex parte Volkening, 110 USPQ 138, 46 TMR 1165 (Com’r, 1956); Ex parte Mead 
Johnson & Company, 111 USPQ 286, 47 TMR 258 (Com’r, 1956); Ex parte Seaboard 
Chemical Co., Inc., 111 USPQ 226, 47 TMR 253 (Com’r, 1956); The Procter g& Gamble 
Company v. J. R. Watkins Company, 115 USPQ 228, 48 TMR 368 (Com’r, 1957); In re 
Cooper, F.2d , 117 USPQ 396 (C.C.P.A., 1958). 
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the goods are, or what their function is, or what their character- 
istics are, or what their use is, or is it likely to tell the potential 
purchaser that the goods and other related or associated goods 
marked with the same word or term come from a single producer? 
In other words, is its immediate and only effect to describe, or 
does it function as a mark identifying and distinguishing appli- 
eant’s goods? If the former, it is “merely descriptive” within the 
meaning of the statute. If the latter, it is not “merely descrip- 
tive.” ”! 

Another question is: Is the word, or term (or its phonetic 
equivalent) in common usage in the trade or elsewhere as a 
description of the same or related goods? If so, it is “merely 
descriptive” ; if not, it is not.* 

Still another question is: Would it be a normal and natural 
use of the English language to use the word or term in describing 
the article in connection with which it is used, or would use of 
the word or term for this purpose be abnormal and unnatural? 
If the former, it is “merely descriptive”; if not, it is not.** 


It is important to note that “deceptive” marks are unregis- 
trable, whereas “deceptively misdescriptive” marks may be regis- 
’ . e re 


trable if a secondary meaning is shown. Although one court has 
expressed in dictum doubt that a mark which is deceptively mis- 
descriptive may properly be registered even if it is distinctive 
of an applicant’s goods,” it now seems settled that such a mark 
may be registered.” The distinction between a “deceptive” mark 
and a “deceptively misdescriptive” mark, within the meaning of 
the prohibitory provisions of the statute, seems to be that if pur- 
chasers are moved by the misdescriptive word or term to buy 
the product expecting to get the misdescribed product, the mark 
is “deceptive”; but if purchasers buy the product because it has 
given satisfaction and they do not care whether or not it contains 
or is the misdescribed product, the mark is “deceptively mis- 
descriptive.” *° 

Evidence constituting a showing of distinctiveness—secondary 
meaning—will be discussed in a later section of this paper. 





21. Ez parte Heatube Corp., 109 USPQ 423, 46 TMR 1144 (Com’r, 1956). 

22. Id. at 425. 

23. Ex parte Nixdorff Krein Mfg. Co., 115 USPQ 362, 48 TMR 529 (Com’r, 1957). 

24. Schulmerich Electronics, Inc. v. J. C. Deagan, Inc., 202 F.2d 772, 97 USPQ 141, 
43 TMR 735 (C.C.P.A., 1953). 

25. Gold Seal Co. v. Weeks, 129 F.Supp. 928,105 USPQ 407, 45 TMR 1075 (D.C., 
D.C. 1955), aff’d 230 F.2d 832, 108 USPQ 400 (C.A., D.C., 1956). 

26. Id. at 411. 
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2. Primarily Geographically Descriptive or Deceptively Misdescriptive 


Unlike the earlier statutes which prohibited registration of 
geographical names and terms as such, except under the so-called 


ten-year proviso, the present Act prohibits registration only if 
the name or term is “primarily geographically descriptive or 
deceptively misdescriptive” of the goods. Although there have 
been fewer decisions interpreting this provision than in the case 
of descriptive words or terms, it would appear that the two provi- 
sions of the statute are so analogous that the interpretations are 
likely to be the same, and the matter is so treated here. 

In determining whether or not a mark is primarily geo- 
graphically descriptive when applied to the goods, one need only 
ask: Is it the name of the place or region from which the goods 
come? If the answer is in the affirmative, the mark is primarily 
geographically descriptive as applied to the goods.” If not, it is 
not. 

In determining whether or not a mark is geographically 
deceptively misdescriptive when applied to the goods, one need 
only ask: Is it a geographical name or term which is likely to 
suggest that the product comes from the place or region named 
by the mark?** If the answer is in the affirmative, the mark is 
“deceptively misdescriptive.” Are purchasers likely to care 
whether or not the product comes from the place or region which 
the mark identifies?” If the answer is in the negative, the mark 
is “deceptively misdescriptive”; but if the affirmative, it is “decep- 
tive” and unregistrable under another provision of the Act. This 
is to say that if a locality identified by a geographical name or 
term is known or noted for the production of goods in the category 
of applicant’s, or for components of such goods, and purchasers 
are moved by the geographical name to buy the goods in the belief 
that they originate in the locality named, the geographical name 
or term is “deceptive” as applied to the goods. 








27. Minnesota Mining & Manufacturing Company v. Minnesota Linseed Paint Com- 
pany, 229 F.2d 448, 108 USPQ 314, 46 TMR 470 (C.C.P.A., 1956). 

28. Consolidated Cigar Corporation vy. Liverant, 106 USPQ 333, 45 TMI 
(Com’r, 1955) ; National Lead Company v. Wolfe, 223 F.2d 195, 105 USPQ 462, 

963 (C.A. 9, 1955). 

29. Madera Bonded Wine & Liquor Company v. R W L Wine & Liquor Company, 
Inc., 100 USPQ 173, 44 TMR 529 (Md. Cir. Ct., No. 2 1954); but see Ex parte London 
Gramophone Corp., 98 USPQ 362, 44 TMR 96 (Com’r, 1953) ; cf. Gold Seal Co. v. Weeks, 
supra note 15. 
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3. Primarily Merely a Surname 


The draftsmen of the statute included a prohibition against 
registering words which are “primarily merely” surnames—per- 
haps on the theory that many people have the same surnames 
and every man is entitled to use his own name in his own business. 
There is, however, no theory or stated law which holds that a man 
may use his own surname as a trademark after another has so 
used the same name as a trademark identifying and distinguishing 
his products, and thereby cause public confusion and deception. 

The matter of determining whether or not a mark is primarily 
merely a surname requires the establishment of a subjective test* 
which may provide some inconsistencies in administration, but 
it is observed that a showing of distinctiveness of surnames— 
being proper names, in any event, identifying and distinguishing 
people—is a relatively simple one to make. 

The test may be simply stated as follows: Is the mark only 
a surname apt to be recognized only as such when it appears on 
the product? If so, it is primarily merely a surname. 

Is the mark in fact a surname which has other common mean- 


ings or associations? If so, it is primarily but not merely a 


surname. 

Is the mark in fact a surname which is not apt to impress 
purchasers in a manner which causes them to think it is a sur- 
name? If so, it is merely but not primarily a surname." 

In the final analysis, the test is: What is the primary signifi- 
cance of the word to the purchasing public and what are the asso- 
ciations of average purchasers likely to be when they see the 
word as a trademark on a product? 


III. EVALUATION OF EVIDENCE 


When a word or term for which registration is sought appears 
to be merely descriptive, or deceptively misdescriptive, or pri- 
marily geographically descriptive, or primarily geographically 
misdescriptive, or primarily merely a surname when applied to 
the applicant’s product, an applicant may submit evidence to 
show that the word or term has been so used for such a period 
of time and in such a manner as to have achieved trademark 
stature—i.e., it, in fact, identifies the applicant’s product and 


30. Ex parte Rivera Watch Corp., 106 USPQ 145, 45 TMR 1123 (Com’r, 1955). 
31. Schnefel Bros. Corp. v. Crosston, 102 USPQ 442, 45 TMR 319 (Com’r, 1954). 
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distinguishes it from products of others. Simply stated, the two 
questions which are paramount in these cases are: What has 
applicant done with the word or term—and what is the probable 
result of what he has done? Much time and energy are saved and 
argument is avoided if evidence tending to answer the questions 
is filed simultaneously with the application. 

The evidence in these cases usually takes the form of affidavits, 
although depositions may be taken for the purpose of establishing 
the facts, or depositions or testimony taken in one or more other 
cases, either in the Patent Office or the courts, may be filed. 

Since commercial impressions and trademark—or brand 
name—recognition are created largely by use and advertising of 
the mark in connection with the product, an affidavit setting forth 
the annual or total value of sales under the mark, the geographical 
extent of sales, the annual or total advertising expenditures in 
publicizing the mark and promoting sales under it, and the adver- 
tising media used, together with tear sheets or other samples 
typical of such advertising, is entitled to weight.* 

Evidence of trademark recognition in trade journals or other 
periodicals is entitled to weight.** 

Evidence of what purchasers think upon seeing the mark on 
the product is entitled to weight, when such evidence is procured 
without first conditioning the minds of the persons providing such 
evidence.™* 

The weight to be given evidence of secondary meaning may, 
however, vary when it is considered in conjunction with and in 
the light of the exhibits in the case—labels, advertisements, bro- 
chures and the like which an applicant has used, and periodicals, 
patents and other publications in which the word or term appears. 
When the evidence shows that the word or term is and has been 








32. In re Hollywood Brands, Inc., 214 F.2d 139, 102 USPQ 294, 44 TMR 1425 
(C.C.P.A., 1954); Ex parte Bemis Bros. Bag Co., 100 USPQ 194, 44 TMR 694 (Com’r, 
1954); Ha parte Pillsbury Mills, Inc., 99 USPQ 474, 44 TMR 459 (Com’r, 1953); Ex 
parte The National Machinery Co., 100 USPQ 67, 44 TMR 597 (Com’r, 1953) ; Ex parte 
James H. Forbes Tea & Coffee Co., 100 USPQ 164, 44 TMR 684 (Com’r, 1954). 

33. Ex parte Stowe-Woodward, Inc., 100 USPQ 310 (Com’r, 1954); Ea parte 
Bemis Bro. Bag Company, supra note 32; Ex parte The National Machinery Co., supra 
note 32. 

34. Ez parte Stowe-Woodward, Inc., supra note 53; Ex parte The National Ma- 
chinery Co., supra note 33; Ex parte James H. Forbes Tea §& Coffee Co., supra note 
32; Ex parte Bemis Bro. Bag Co., supra note 32; Ex parte Pillsbury Mills, Inc., supra 
note 32. See also Bavarian Brewing Co., Inc. v. G. Heileman Brewing Co., 107 
USPQ 245, 46 TMR 359 (Com’r, 1955); Sprague Electric Co. v. Erie Resistor Corp., 
101 USPQ 486, 44 TMR 1203 (Com’r, 1954). 
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used only to deseribe,*® or only as a style number,” or only as the 
name of the article,*’ registration will be denied on the ground 
that the record fails to show that the word or term is distinctive 
of applicant’s goods. 

Here, again, the test is a subjective one—what is the probable 
effect on the minds of purchasers of the applicant’s actions in the 
light of all the facts and circumstances? 


IV. CONCLUSION 


Property rights in trademarks are created by using the mark 
in trade and not by registration. Registration, however, consti- 
tutes notice of the registrant’s claim of ownership and creates 
valuable legal presumptions.** And registration amounts to the 
recognition of the existence of property rights based upon the 
facts represented to the Patent Office in the application. The 
advantages of registration, therefore, are manifest. 

It is the purpose of this paper to set forth the general guide- 
lines and tests of registrability which are useful in the great 
proportion of cases, with the thought that a better understanding 
of the underlying philosophy represented by decisions in cases 
involving registrability might provide a basis for prognosis by 
applicants and their counsel and expedite the prosecution of appli- 
cations to register. No attempt is made to encompass the unusual, 
each of which might form the basis of another paper, but if the 
existing interpretations of the statute in connection with regis- 
trability in the preponderance of applications filed are rationalized 
in a simple manner as has been essayed here, the legal profession 
and the business community might well be served. 

In summary, two admonitions are controlling at all times: 
(1) the application must tell the truth; and (2) registrability must 
be determined on the basis of the facts presented in connection 
with each application. 





35. General Dry Batteries, Inc. v. Ray-O-Vac Co., 104 USPQ 347, 45 TMR 588 
(Com’r, 1955). 

36. Ex parte The Esterbrook Pen Co., 109 USPQ 368, 46 TMR 899 (Com’r, 1956). 

37. Infilco Inc. v. Chicago Pump Company, 110 USPQ 204, 46 TMR 1258 (Com’r, 
1956) ; Giddings § Lewis Machine Tool Co. v. The Bullard Co., 111 USPQ 46, 47 TMR 
97 (Com’r, 1956). 

38. California Spray-Chemical Corp. v. Osmose Wood Preserving Co. of America, 
Inc., 102 USPQ 321, 45 TMR 79 (Com’r, 1954) ; Esquire, Inc. v. The County Squire Pub- 
lishing Corp., 107 USPQ 149, 46 TMR 205 (Com’r, 1955); Iowa Farmers Union v. 
Farmers’ Educational Union, 247 F.2d 809, 114 USPQ 382, 47 TMR 1492 (C.A. 8, 1957). 
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RECENT CANADIAN DECISIONS 
By Harold G. Fox, Q.C.* 


Since I last reported on current trademark decisions in 
Canada’, the courts of this country have been little troubled with 
opportunities to contribute to the jurisprudence on the subject. 
There has been only one judgment handed down in a litigious 
proceeding and this, indeed, was concerned more with the law of 
contract than that of trademarks or unfair competition. In J/unn 
& Steele Inc. v. Siscoe Vermiculite Mines Ltd.’ approval was given 
to the principle established by the House of Lords’® that a person 
cannot accept a benefit under an instrument without at the same 
time conforming to all its provisions and renouncing every right 
inconsistent with them. The plaintiff in that case was the owner 
of the trademark micarm applied to processed vermiculite ore. 
It entered into an agreement with the defendant for the supply 
to it of ore for processing according to techniques communicated 
to it by the plaintiff, the resultant product to be sold in association 
with the trademark. By the terms of the contract and through 
arrangements made by the plaintiff, the defendant obtained its ore 
from a third party, paying the plaintiff a royalty on each ton of 
ore processed and sold in association with the trademark. It was 
a term of the agreement that, if the price of the ore should be 
higher than that stipulated in the agreement, the defendant should 
be at liberty to refuse to pay the higher price and cancel the 
agreement. The mine from which the ore was supplied to the 
defendant was later sold to another company which charged the 
defendant a higher price for the ore. The defendant continued 
to process the ore and to market it in association with the trade- 
mark micaFiL, but refused to pay the plaintiff the agreed royalty, 
on the ground that the parties had subsequently agreed orally to 
vary the contract to that extent. The Chief Justice of the High 
Court of Ontario had no difficulty in deciding that the defendant, 
having taken the position that the contract was in force subject 
to variation, had placed on it the onus of proving that the plaintiff 
had agreed to the alleged variation. This onus it had failed to 





* Member of the Toronto, Ontario Bar; Associate Member U.S.T.A. 

1. See 47 TMR 1034. 

2. (1957), 17 Fox Pat.C.55. 

3. See Pitman v. Crum Ewing (1911), App. Cas. 217 at 233, per Lord Shaw; 
Lissenden vy. C.A.V. Bosch Ltd. (1940), App. Cas. 412 at 417, 418, per Lord Maugham. 





918 THE TRADEMARK REPORTER Vol. 48 T. M. R. 











discharge. The defendant could not, therefore, be permitted to 
reprobate the contract and approbate it at the same time by taking 
all the benefits under it while paying nothing in return. 

It will, of course, be noted that there was a licensing of the 
trademark which probably caused its invalidity. But in his rea- 
sons for judgment the learned Chief Justice did not discuss the 
question of validity and apparently this was not in issue, the case 
proceeding entirely on contract. 

The Registrar of Trade Marks has continued to add to the 
jurisprudence by a considerable number of decisions in the course 
of opposition proceedings. These, so far as they relate to a simple 
decision whether or not a mark offered for registration is confus- 
ing with a mark already registered, are summarized in the follow- 
ing list. (See pages 919 and 920.) 

In addition to the cases summarized in the foregoing tables 
several of the Registrar’s decisions are of interest additional to 
the question of whether one mark is confusing with another. 

The question of descriptiveness was discussed by the Regis- 
trar in several cases. In the Nestlé case,* where he held that the 
word LACTOMIN is not confusing with LacroceNn, both being used 
in association with modified milk, he pointed out that a combina- 
tion of descriptive letters is not to be accorded as great a weight 
when considering confusing similarity as words or combinations 
of letters that are purely arbitrary. Thus, these two words, when 
considered as a whole, are sufficiently distinctive and different to 
avoid confusion owing to the descriptive character of the prefix 
Lac and the common usage of Lac and Lact as parts of trademarks 
applied to nutritional pharmaceutical preparations. 

In L. J. La Pensee & Co. v. The Strathmore Co.’ the Registrar 
ruled that the words maaic sLaTE, the word sLaTE being disclaimed, 
was not descriptive of apparatus for temporarily receiving written 
impressions. 

In Dominion Rubber Co. Ltd. v. Smith Mfg. Co. Ltd.® the 
Registrar held that the word cusH-N-TRED as applied to cushioning 
material for rugs and carpets, being a mere misspelling of the 
words CUSHION TREAD, was clearly descriptive and therefore un- 
registrable. This follows the well-known line of decisions on the 
point, as for example: 





4. The Nestlé Co. Inc. v. Mead Johnson §& Co. (1957), 17 Fox Pat.C.70. 
5. (1957), 17 Fox Pat.C.78. 
6. (1957), 17 Fox Pat.C.77. 
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STAZ-ON, SHUR-ON, for spectacles—Kirstein Sons & Co. v. Cohen 
(1903), 39 S.C.R. 286; 


sHuR-crop, for fertilizer—Bowker Fertilizer Co. v. Gunns Ltd. 
(1916), 16 Ex.C.R. 520; 


SEA-LECT, for sea food—Fisher v. British Columbia Packers Ltd. 
(1945), 5 Fox Pat.C. 50; 


TAYSTEE, for baking products—Rowland ¢& O’Brien v. Registrar of 
Trade Marks (1951), 11 Fox Pat.C. 
223. 


In the Dominion Rubber case the Registrar also based his deci- 
sion on dissimilarity of wares, those of the applicant being cushion- 
ing material for rugs and carpets and those of the opponent being 
boots and shoes. The relationship of wares also formed the basis 
of another of the Registrar’s decisions in which he held that the 
use of the trademark sup in association with fresh vegetables, 
fresh fruits and frozen berries would inevitably cause confusion 
with the same trademark registered for use in association with 
jelly powders, dessert powders and dessert preparations.’ This 
is in gratifying contrast to the decision of the Supreme Court 
of Canada in Dastous v. Matthews Wells Co.,* in which it was held 
that canned chicken products including chicken sandwich spread 
on the one hand and jams, jellies, pickles, sauces and vinegar on 
the other hand, were not similar wares. It will be recalled that 
the Dastous case was cited by the Trade Mark Law Revision Com- 
mittee in its Report® as exemplifying the need for reform of 
Canada’s trademark statute. As a result, the present Trade Marks 
Act*® defines confusing trademarks as those likely to lead to the 
belief that the wares or services associated with them emanate 
from the same source, whether or not such wares or services are 
of the same general class. It is gratifying to see the Registrar 
coming to such a rational conclusion on the basis of the statutory 
provisions and even more gratifying to see that those provisions 
have had the intended effect of rendering obsolete the Supreme 
Court’s decision in the Dastous case. 

The decision in Canada Packers Ltd. v. Capital Packers Ltd.’ 
is interesting as being the first case in which, in accordance with 





Shirriff-Horsey Corporation v. Bud Incorporated (1957), 17 Fox Pat.C.76. 
(1950) S.C.R. 261, 10 Fox Pat.C.1. 

See FOX, CANADIAN LAW OF TRADE MARKS, 2nd ed., 1956, p. 1164. 

Sec. 6. 

(1957), 17 Fox Pat.C.66. 
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sections 6(3) and 6(3)(c) of the Trade Marks Act, registration of 
a proposed trademark has been refused on the basis that it was 
confusing with a trade name previously used in Canada by a 
person other than the applicant. The two decisions in General 
Paint Corporation of Canada (1950) Ltd. v. Cowdy” are of inter- 
est in view of the Registrar’s decision that a mark offered for 
registration must be compared individually with an opponent’s 
registered marks and not with those marks considered collectively 
as a family. It was partly on this basis that the Registrar allowed 
registration of the words MONOCHROME and MONO 32 over the oppo- 
sition of the registered owner of the trademarks MONAMEL, MONA- 
SEAL, MONAGLO and mona, and partly on the basis that, even con- 
sidered as a family of mona marks, it was not an exclusive family 
because of the existence on the register of other marks containing 
the prefix Mono. 

The question of prior use as a ground for opposition was 
advanced in several cases. In Neodrog v. Intra Medical Products 
Ltd.* the opponent had registered the trademark ETAPHYLLINE. 
The applicant applied for registration of the word ETHOPHYLLINE 
and, on being opposed by the owner of the previously registered 
mark, advanced the contention that, under 16(1)(a) of the Trade 
Marks Act, its right to secure registration was not affected by 
the opponent’s registration because when that registration was 
effected the applicant had previously used its mark which was 
now held to be confusing with the registered mark. But, as the 
Registrar pointed out, section 16(1)(a) provides that an applicant 
who has filed an application for registration of a trademark “that 
is registrable” is entitled to secure its registration. The applicant 
had filed an application for registration of a mark that was not 
registrable by reason of the prior registration of the opponent, 
as provided in section 12(1)(d) and, therefore, was not a person 
entitled to registration. This does not, however, indicate that the 
registered mark was valid, which obviously it was not. It only 
accentuated the locus standi of the opponent to maintain an objec- 
tion based upon a prior registration. On the facts of the case the 
only recourse open to the applicant was to move, under section 56, 
for expungement of the opponent’s registration on the ground 
that it was not the person entitled to registration as provided in 
section 16(1)(a) of the Act. This the applicant would be entitled 


12. (1957), 17 Fox Pat.C.67 and 69. 
13. (1958), 17 Fox Pat.C.145. 
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to do because the prior use put forward as invalidating the regis- 
tration was at the instance of that prior user as provided in sec- 
tion 17. This principle is illustrated by the Registrar’s decision 
in L. J. La Pensee & Co. v. The Strathmore Co. in which an oppo- 
sition based on prior use by a third party was rejected on the 
basis that an opposition on this ground can only be made at the 
instance of the person making such prior use or his successor in 
title. The decision in Cliff McKay Limited v. The Canadian Broad- 
casting Corporation™ is illustrative of a case of prior use put 
forward by the person who was alleged to be the user. It is also 
of interest as showing the fact that service marks are beginning 
to acquire some importance under the new Act, the trademark 
here being used in association with an entertainment production 
communicated by television. The decision is also of considerable 
interest in that the Registrar held that there was no evidence 
of licensing which would invalidate the applicant’s mark even 
though the opponent, subsequent to its adoption and use by the 
applicant, had used the mark with the knowledge and acquiescence 
of the applicant. 

There are several cases involving trademark matters pres- 
ently standing for judgment in the Exchequer Court of Canada. 
In so far as they may serve as a guide to the interpretation to be 
placed by the court on the new Trade Marks Act their publication 
is awaited with interest and concern. 





14. (1957), 17 Fox Pat.C.78. 
15. (1957), 17 Fox Pat.C.64. 





THE TRADEMARK REPORTER 








H. R. 8826 APPROVED 


H. R. 8826 which amends the Trademark Act of July 5, 1946, 
was approved by President Eisenhower on Atigust 8, 1958. The 
Bill amends Section 17, et al. (15 U.S.C. 1067 et al.) by creating a 
three-man Trial and Appeal Board in trademark matters in the 
U. S. Patent Office. Section 17 of the Act as passed in 1946 pro- 
vided that in every case of interference, opposition to registration, 
application to register as a lawful concurrent user or application 
to cancel the registration of a mark, the Commissioner shall give 
notice to all parties and shall direct the examiner in charge of 
interferences to determine and decide the respective rights of 
registration. Under the amendment to the Act just approved by 
the President, Section 17 has been amended by striking the words 
“The examiner in charge of interferences” and substituting in 
lieu thereof—‘A Trademark Trial and Appeal Board”’—and by 
adding the following paragraph: 


“The Trademark Trial and Appeal Board shall include the 
Commissioner, the Assistant Commissioners, and such Patent 


Office employees, designated by the Commissioner and whose 
qualifications have been approved by the Civil Service Com- 
mission as being adequate for appointment to the position 
of examiner in charge of interferences. Each case shall be 
heard by at least three members of the Board, the members 
hearing such case to be designated by the Commissioner.” 


This Bill substitutes a single Patent Office hearing (before 
the above mentioned three-man Trademark Trial and Appeal 
Board) for the present two-stage procedure in inter partes trade- 
mark matters of an initial hearing before the Examiner of Trade- 
mark Interferences and thereafter an appeal to the Assistant 
Commissioner. In the case of ex parte trademark appeals, the 
three-man board will take the place of the Commissioner acting 
through the Assistant Commissioner in charge of trademarks. 

The Act became effective on the date of approval, August 8, 
1958. It will apply to ex parte appeals taken to the Commissioner 
prior to the date of approval which have not been heard. It will 
not apply to any such appeal which has been heard or decided. 
In such event further proceedings will be had as though the Act 
had not been passed. In inter partes cases it will apply to such 
eases which were instituted prior to the date of approval but 
which had not been heard by an Examiner of Interferences. It 
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will not apply to any such inter partes case which had been heard 

or decided by an Examiner of Interferences. Where a case has 

been heard or decided by an Examiner of Interferences, further 

proceedings will be had as though the Act had not passed. 
Following is the full text of the amendment: 


H. R. 8826 


An Act to amend the Act entitled ‘An Act to provide for 
the registration and protection of trademarks used in com- 
merece, to carry out the provisions of international conven- 
tions, and for other purposes,” approved July 5, 1946, with 
respect to proceedings in the Patent Office. 


Be it enacted by the Senate and the House of Representa- 
tives of the United States of America in Congress assembled, 
That the Act entitled “An Act to provide for the registration 
and protection of trademarks used in commerce, to carry 
out the provisions of international conventions and for other 
purposes,” approved July 5, 1946 (60 Stat. 427), is amended 
as follows: 


(a) Section 17 (15 U.S.C. 1067) is amended by strik- 


ing the words “the examiner in charge of interferences” 
and substituting in lieu thereof ‘a Trademark Trial and 
Appeals Board,” and by adding the following paragraph 
at the end thereof: 


“The Trademark Trial and Appeal Board shall 
include the Commissioner, the Assistant Commis- 
sioners, and such Patent Office employees, designated 
by the Commissioner and whose qualifications have 
been approved by the Civil Service Commission as 
being adequate for appointment to the position of 
examiner in charge of interferences. Each case shall 
be heard by at least three members of the Board, 
the members hearing such case to be designated by 
the Commissioner.” 


(b) Section 20 (15 U.S.C. 1070) is amended (1) by 
striking the words “Commissioner in person” and sub- 
stituting in lieu thereof “Trademark Trial and Appeal 
Board”; (2) by striking the words “of interferences or”; 
and (3) by changing the word “fees” to “fee.” 

(c) Section 21 (15 U.S.C. 1071) is amended (1) by 
inserting after the word “Commissioner” first occurrence 
in the first sentence, the words “or the Trademark Trial 
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and Appeal Board,” and (2) by striking the word ‘“Com- 
missioner” in the proviso in the first sentence and sub- 
stituting in lieu thereof “Trademark Trial and Appeal 
Board.” 


(d) Section 24 (15 U.S.C. 1092) is amended (1) by 
striking the words “examiner in charge of interferences, 
who” in the third sentence and substituting in lieu thereof 
“Trademark Trial and Appeal Board, which” and (2) by 

. . és . or 2 
striking the word “examiner” in the fourth sentence and 
substituting in lieu thereof the word “Board.” 


(e) Section 31 (15 U.S.C. 1113) is amended (1) by 
striking the words “to the Commissioner” in the phrase 
‘on appeal from an examiner in charge of the registration 
of marks to the Commissioner, $25,” and (2) by striking 
the phrase “on appeal from an examiner in charge of 
interferences to the Commissioner, $25.” 


Sec. 2. The provisions of this Act shall be subject to 
Reorganization Plan No. 5 of 1950 (64 Stat. 1263). 


See. 3. This Act shall take effect on approval; it shall 
apply to ex parte appeals taken to the Commissioner prior 
to the date of approval which have not been heard but shall 
not apply to any such appeal which has been heard or decided 
in which event further proceedings may be had as though this 
Act had not been passed; it shall apply to inter partes cases 
instituted prior to the date of approval which have not been 
heard by an examiner of interferences, but shall not apply 
to any such case which has been heard or decided by an 
examiner of interferences in which event further proceedings 
may be had as though this Act had not passed. 
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THE STOCKHOLM CONGRESS OF THE A.I.P.P.I. 
By Stephen P. Ladas* 


At the end of last May, the International Association for the 
Protection of Industrial Property (A.I.P.P.1.) held its Congress 
at Stockholm. Nearly one thousand members and their families 
went to the beautiful city of the North and enjoyed the warm 
hospitality of the Swedish Group. The working sessions of the 
Congress were fully attended and excellently conducted with 
facilities for simultaneous translation. The American Group was 
more numerous than at any previous Congress with the exception, 
of course, of the Washington Congress in 1956. Ninety Americans 
(members and their wives) were present. A luncheon meeting of 
the American Group preceded the first session of the Congress 
and a private meeting was held at the end of each session to dis- 
cuss the day’s results and to prepare for the next day. 

We were privileged to have with us at Stockholm our Com- 
missioner of Patents, Mr. Robert C. Watson and Mrs. Watson. 
The Commissioners of other countries, such as Denmark, Finland, 
France, Germany, Great Britain, Ireland, Netherlands, Norway, 
Sweden and Switzerland, also attended. 

The Resolutions adopted at the Congress, with a single excep- 
tion, were in conformity with the American Group’s views. In 
fact, in some instances, we succeeded in having the Congress mod- 
ify previous positions and adopt the American Group’s proposals. 

The agenda of the Stockholm Congress was not particularly 
large. It was mainly concerned with clearing up a number of 
subjects in contemplation of the Lisbon Conference for revision 
of the International Convention. It also started preliminary work 
on certain basic subjects which will require considerable study in 
the years to come. 

It is desired here to discuss the work of the Congress with 
respect only to trademarks and indications of geographical source 
of origin and also some questions of general scope. 

With regard to trademarks, the Stockholm Congress dealt 
only with two items. The first was the proposal originally made 
by the American Group for amendment of Article 5 of the Inter- 


* Partner in the firm of Langner, Parry, Card & Langner, New York; member of 
Executive Committee of A.I.P.P.I.; secretary of the International Patent and Trade- 
mark Association; chairman of the International Commission on Industrial Property 
of the International Chamber of Commerce. 
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national Convention with respect to non-user. This Article now 
provides in Paragraph C(1) as follows: 


“Tf in a country the use of a registered mark is compulsory, 
the registration can be cancelled only after a reasonable 
period, and if the interested party cannot justify the causes 
of his inaction.” 


The American Group felt that the words “after a reasonable 
period” were too indefinite and each country was feft, in effect, 
free to determine how much time the proprietor was permitted 
not to use his registered trademark before this was to be deemed 
forfeited by reason of non-user. The fact is that the period varies 
from one year to five years, depending on the law of each country. 
It was suggested that it be made definite that a term of five years 
be allowed for the registered proprietor of a trademark to comply 
with the user requirements of the law. On the other hand, how- 
ever, the American Group suggested that this cause of forfeiture 
of a trademark for non-user should not be confused with aban- 
donment of a trademark since, when this was proved, it should 
be possible to move to expunge the mark from the Register, re- 
gardless of time element. The Congress in Stockholm approved 
the American proposal for the fixation of a period for non-user 
but felt that the question of abandonment was a different subject 
and required further study to permit of the drafting of a text 
which would have a clear meaning under the law of the various 
countries. Accordingly, the following Resolution was adopted by 
the Congress: 


“The Congress: 


(1) expresses the wish that Article 5C(1) of the Convention 
of Union be amended as follows: 


‘In countries where the use of a registered trademark 
is compulsory, registration cannot be cancelled for 
non-use until after the lapse of five consecutive years 
of non-use running from the date of registration or, 
in the case of use after the registration, from the 
last use. In both eases, the cancellation may not be 
ordered unless the interested person cannot justify 

the causes of his inaction.’ 
(2) invites the Executive Committee to proceed to the study 
of the proposal of the Group of the United States of 
America under which the registration of a trademark 
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could be cancelled at any time upon proof of abandon- 
ment. 


(3) deems that there is no reason to extend the provisions 
of Article 5C(1) of the Convention of Union to unregis- 
tered trademarks. 


At the Washington Congress the International Executive 
Committee was asked to study the question of the possibility of 
inserting in the Convention a definition of trademark, which would 
have the effect of harmonizing the law of the various countries 
and making easier the application of Article 6 of such Conven- 
tion, which provides that a mark registered in the home country 
must be accepted to registration in the other countries, subject 
to the exceptions specified therein. In pursuance to this Resolu- 
tion at Washington, several National Groups submitted very inter- 
esting Reports on the concept of trademark under their law. Such 
a Report was also submitted by the American Group. The Stock- 
holm Congress felt encouraged as a result of these Reports and 
requested the Executive Committee to appoint a special Commis- 
sion with a view to advancing this study. 

With respect to indications of geographical source of origin, 
the Congress at Stockholm approved, in effect, the Resolutions 
which were adopted by the International Executive Committee in 
Oslo in 1957. The effect of these was twofold. First, the define 
in the Convention two distinct notions—that of indication of geo- 
graphical source and that of appellation of origin, and the defini- 
tions adopted are as follows: 


(a) The indication of geographical source of origin is a direct 
or indirect indication of the place (country, region, local- 
ity, ete.) from which a product or a merchandise origi- 
nates. 


Appellations of origin constitute a particular category 
of indications of geographical source. The appellation 
of origin of a product is the geographical name of the 
place (country, region, locality, ete.) where the product 
is cultivated, manufactured or produced in any other 
manner, to the extent that it derives its qualities or its 
reputation from the soil, the climate, the traditional 
usages, or the teenhiques of the place in question. 


It is proposed that these definitions be inserted in the Convention. 
On the other hand, and in accordance with the American proposal, 
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the Congress voted to change Article 10 of the Convention. This, 
as now worded, reads as follows: 


“The Stipulations of the preceding Article shall be applicable 
to every product which may falsely bear as indication of 
origin the name of a specified locality or country when such 
indication shall be joined to a trademark of a fictitious char- 
acter or used with intent to defraud.” 


This text, in effect, does not condemn false indications of 
origin except when there is added to them a false or fictitious 
name. The Resolution of the Stockholm Congress proposes to 
change this text as follows: 


“Any use, whether direct or indirect, of a false or misleading 
indication concerning the source of a product or the identity 
of the producer, manufacturer or dealer, shall, besides being 
subject to the seizure provided for in Article 9, be forbidden 
and suppressed in all countries of the Union.” 


The French Group had also proposed a project of Arrange- 
ment for international registration of appellations of origin. The 
Congress refused to approve of this, at least for the time being, 
and sent it back to the International Executive Committee for 
further study. 

Two subjects of general scope were also dealt with and re- 
solved by the Stockholm Congress. One concerns the prolongation 
of all terms expiring on a holiday. It was resolved that the follow- 
ing Stipulation be inserted in the Convention: 


“Tf the last day of a term established by the national legisla- 
tions or by International Conventions for payment of a tax 
or for fulfillment of a formality concerning the obtaining or 
the preservation of a right of industrial property expires on 
a Sunday, on a legal holiday, or on a day upon which the 
Office charged with collecting the tax or the Office where the 
formality must be fulfilled is closed, the term shall be pro- 
longed until the next following day upon which the Office is 
open.” 


Lastly, the Congress dealt with the very important problem 
of integral application of the stipulations of the Convention. As 
is well-known, there have been many instances where a country 
has ratified the revised text of the Convention but has not amended 
its law so as to give effect to these stipulations of the Convention. 
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It was felt necessary that the Convention should contain the defi- 
nite obligation of every country to bring its law into conformity 
with the Convention at the time it ratifies the latter. The Amer- 
ican Group strongly urged this proposal and referred, particu- 
larly, to the provision which was adopted in the text of the 
Universal Copyright Convention. It was unanimously agreed at 
Stockholm that Article 17 of the Convention be replaced by the 
following provision: 


“(1) Each State party to this Convention undertakes to adopt, 
in accordance with its Constitution, such measures as 
are necessary to ensure the application of this Conven- 
tion. 


It is understood, however, that at the time the instru- 
ment of ratification, adherence or accession is deposited 
on behalf of any State, such State must be in a position, 
under its domestic law, to give effect to such provisions 
of the Convention as are self-executing.” 


All of these Resolutions of the Stockholm Congress, as well 
as other Resolutions relating to patents and designs, will be 
urged for adoption at the Diplomatic Conference for Revision 
of the Convention, which is meeting at Lisbon on October 6, 1958. 
It should be noted that the A.I.P.P.I., as well as the International 
Chamber of Commerce, have been invited to send observers to 
the Lisbon Conference, and their representatives will have the 
right to take part in the discussions and make proposals at this 
Conference, although they have no right to vote. It is expected 
that these two Organizations, which have long labored in this 
preparatory work for revision of the International Convention, 
will be helpful in the work of the Conference. 
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NOTES FROM OTHER NATIONS 
Edited by Marcel Deschamps 


Australia 
New Trademarks Act 
The Australian Trademarks Act, 1955, finally came into oper- 
ation on August 1, 1958. Among the more important new provi- 
sions are the following: 


(1) Defensive marks are now registrable and marks which 
are not prima facie distinctive, but capable of acquiring 
distinctiveness, are registrable in Part B of the Register. 
Use by a licensee may be taken into account for the pur- 
pose of proving acquired distinctiveness, provided an 
application is filed for entry of the licensee as a Regis- 
tered User. 

An action for cancellation of a registration on the ground 
of non-use may now be brought before the Registrar 
instead of, as previously, before the High Court. 


(4) The new British classification has been adopted. 


Colombia 
Classification Definitive of Rights 

An American company, proprietor of a 1934 registration 
for MAIDEN FORM covering brassieres and certain other specified 
goods in Class 16, applied for cancellation of a registration granted 
in 1954 to two Colombian citizens covering MAIDENFORM in respect 
of certain specified goods in Class 15, including underwear. The 
action was rejected by the Cireuit Court at Bogota and the Su- 
perior Court of the Judicial District of Bogota affirmed the deci- 
sion below, holding, inter alia: (1) Since brassieres fall into 
Class 15, rather than Class 16, the American company had no 
protection for brassieres under its Class 16 registration, despite 
the fact that brassieres were specifically included in the terms 
of its registration. (2) A trademark registration affords protec- 
tion against infringements only on goods falling into the class 
or classes covered by the registration and not on similar goods 
falling into other classes. (3) The American company could not 
rely on its many years of public and notorious use of the mark 
on brassieres in Colombia to support the cancellation action be- 
cause, although the Colombian law recognizes rights arising out 
of prior use in the absence of registration, such rights are ex- 
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hausted when the mark is registered, at which time the trademark 
owner is relegated to his rights flowing from registration. 










Germany (Federal Republic) 






Registrability of French-Sounding Marks for Toilet Goods 

At the insistence of certain members of the German cosmetics 
industry, a body of jurisprudence has grown up in Germany pro- 
hibiting the registration of French-sounding trademarks for cos- 
metics and similar goods not of French origin. A recent decision 
of the Appeal Senate of the German Patent Office may act to 
confine this trend within certain limits. An application for the 
trademark LABELL was filed in respect of cosmetics and toilet 
goods and rejected on the ground that the mark was deceptive. 
In reversing the Examiner, the Appeal Senate held that, although 
the mark was phonetically equivalent to the French expression 
“la belle,” the mark would not normally carry a French connota- 
tion and would therefore not mislead the public into considering 
goods bearing the mark to be of French origin. 


















Great Britain 





Opposition Based on Applicants’ Course of Conduct 

An application for Gro-puP in respect of “food for dogs” by 
Gaines Animal Foods Ld. was rejected by the Assistant-Comp- 
troller, acting for the Registrar, upon opposition of the Kellogg 
Company, owners of the same mark in the United States. It was 
held that the relatively small quantities of dog food imported into 
Great Britain before the war under the Gro-pup mark for test 
purposes, and the continued advertising of the mark in American 
magazines circulating in Great Britain, had failed to establish 
for the opposers’ mark in Great Britain a reputation sufficient 
to defeat the application. Nevertheless, the Assistant-Comptroller 
refused the application in the exercise of his discretion, because 
of the applicants’ unexplained adoption of Garnes, another well- 
known American mark for dog food, as part of their trading name 
and their past attempts to obtain registration of such additional 
American dog food marks as parp and RIVAL. 


(1958) R.P.C. 312. 
























Hungary 
Assignment Without Good Will 


A cooperative marketed certain chemical products under 
three trademarks which had previously been used by one of its 
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members. Upon dissolution of the cooperative, the originator of 
the marks had them registered in his own name and continued 
to use them in his own private business. However, the marks 
also continued to be used by a new cooperative, to which the old 
cooperative had assigned certain of its assets, including the right 
to use the marks. The new cooperative brought action for cancella- 
tion of the registrations and the registrant, who had been a 
member of the old, but was not a member of the new cooperative, 
counter-sued for an injunction prohibiting the use of the marks 
by the new cooperative. 

The Court at Budapest held for the registrant in both actions 
on the ground that, since the old cooperative had not assigned 
its entire business to the new cooperative, the assignment of the 
trademarks was invalid, but did not throw the marks into the 
public domain. Hence the owner of the registrations was entitled 
to the exclusive use of the marks. 

In its opinion, the Court commented that there existed a cer- 
tain amount of competition between private business on the one 
hand and state enterprises and cooperatives on the other and 
that, in the regulation of such competition, it was in the public 
interest for the state to accord protection to trademarks, consider- 
ing the increasing importance of trademarks in the economic life 
of the country. 

Inherent Registrability 

The following registrations have been canceled by the Patent 
Office because of the descriptive character of the marks: anrTI- 
NEURALGICA, RAPID, AMYLNITRIT for pharmaceutical preparations. 
For the same reason, an application for croquertina for a food 
product has been rejected and protection has been refused in 
Hungary for the following international registrations: ANTIPASMOL 
and stTERILON for pharmaceuticals, ampiisust for brassieres, 
FIBERKRAFT for reinforced paper and cardboard and HERCULES 
twist for textile fabrics. 

A registration on PNs was canceled on the ground that the 
mark consisted only of three letters and was therefore non- 
distinctive. For the same reason, protection was refused in Hun- 
gary for international registrations on F 1895, PH 56, C 39, C 49 
and C 50. 

Because of their geographic nature, the following inter- 
nationally registered marks were refused protection in Hungary: 
HUNGARIA, EUROPA, SIENNA and STADT ZURICH. 
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Well-Known Marks 


A national registration on NovoMALT in respect of food prod- 
ucts was ordered canceled under Article 6 bis of the International 
Convention on the ground that the mark was confusingly similar 
with ovoMALTINE, which was well-known in Hungary to be a mark 
used by a Swiss firm on similar goods. 


Poland 

The Polish College of Patent Agents has been dissolved and 
Polish Agents are again handling Patent, Trademark and other 
Industrial Property matters on their own account. 


Union of South Africa 
Opposition 


Peter Jakubowicz (Proprietary), Limited, applied for regis- 
tration of peTERJAyY as a trademark for articles of clothing. Oppo- 
sition was filed by the owner of a prior registration on THE JAY 
FINISH in respect of knitted underwear and outerwear on the 
grounds that the two marks were confusingly similar and that 
the mark applied for, consisting merely of the two surnames 


, 


“Peter” and “Jay,” was unregistrable. 

The Registrar found against the opposers on the first ground 
and for them on the second ground and, on the basis that most 
of the costs incurred by the applicants in contesting the opposition 
related to the issue of confusion, ordered the applicants to pay 
one-third of the opposers’ costs and the opposers two-thirds of 
the applicants’ costs. 


Decision of the Registrar, dated April 18, 1958. 
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PATENT OFFICE 


Trademark Statistics 
Cumulative 
January—J uly 
1958 1957 


Applications filed 3,238 12,63 
Registrations issued 
Principal Register 8,113 9,719 
Supplemental Register 452 617 


8565 10,336 


Renewals 1,779 2,094 


See. 12(c), publications 217 444 
See. 8, affidavits filed 7,144 7,376 


See. 8, cancellations 2,925 4,023 


Cancellations, other 7 


RECENT PUBLICATIONS 


Mopern AMERICAN AntitTRUST Law. A Guide to its Domestie and 
Foreign Application. By Heinrich Kronstein, John T. Miller, 
and Ivo EF. Schwartz. New York, Oceana Publications, 1958. 
Pp. 319. $7.50. 

This book was prepared under the auspices of the Institute 
for International and Foreign Trade Law of the Georgetown 
Law Center, Washington, D. C. It is divided into ten chapters 
dealing with current antitrust problems. Trademarks in foreign 
commerce are discussed in the chapter: Restraints in Inter- 
national Trade. 

InpustTRIAL Property Protection Asroap. With Texts of Inter- 
national Conventions. Prepared by Irene V. Wright. World 
Trade Information Service, Part 2: Operations Reports, No. 
58-41. Washington, D. C., Dept. of Commerce, Bureau of For- 
eign Commerce, 1958. Pp. 22. 10 cents. 


Wuat THE BusINESSMAN SHOULD Know Asout Patents AND TRADE- 
MARKS. By Bartholomew Diggins and Robert E. Le Blanc. 
Washington, D. C., Public Affairs Press, 1958. Pp. 38. $1.00. 





* Not available. 








Vol. 48 T. M. R. LIST OF OTHER TRADEMARK ARTICLES 








LIST OF OTHER TRADEMARK ARTICLES* 
ARTICLES 


ALP 2 As 
A Special Number Published on the Occasion of the 23rd Congress of the A.I.P.P.L., 
May 26th—May 31st, 1958. Pp. 42. 

Brunei. 
Trade Marks Enactment of 1956, effective July 1, 1957. (Patent and Trade Mark 


eS hed 


Review, Vol. 56, March—May, 1958, pp. 151-166; 199-206; 228-237.) 


Dunner, Donald R. 
The Effect of the Lanham Act on Intrastate Activities. (Journal of the Patent 
Office Society, Vol. 40, No. 6, June 1958, pp. 379-386. ) 

Filipiuk, W. 
The “Canadian Admiral” Case—Canada’s Law of Unfair Competition. (University 
of Toronto, Faculty of Law Review, Vol. 16, Nos. 1 & 2, April, 1958,, pp. 109-118.) 
Canadian Admiral Corp. Ltd. v. Rediffusion Inc. 


Gans, Walter J., Jr. 

Promoting New Company Name? Hit the Target Hard and Fast. (Industrial Mai 
keting, July, 1958, pp. 48-50.) 

Discusses change from “Southern States Iron Roofing Company” to “Reynolds Alumi- 
num Supply Company.” 

Great Britain. 

Geneva Conventions Act, 1957. (Patent and Trade Mark Review, Vol. 56, No. 8, 
May, 1958, pp. 227-228.) 

Lougheed, A. W. 

Wanted—Common Names for Pesticides. (Canadian Patent Reporter, Vol. 29, No. 3, 
July, 1958, pp. 45-48. ) 

National Chemical & Mfg. Company. 

King-Size Sales Job: Launching 50 New Products, All at One Time. (Sales Man 
agement, June 20, 1958, pp. 69-72.) 
Selling 50 LUMINALL paint products. 

Spain. 

Trademarks, Law and Practice. Madrid, Casa Agustin Ungria, June, 1958. Pp. 43. 
In French and English. 

Sweden. 

Draft Swedish Trade Marks Act. (N I R, Nordiskt Immateriellt Rattsskydd, Vol. 
27, No. 1, 1958, pp. 20-30.) 
Translated by Claes Uggla. 

Taylor, Donald A. 

Certification Marks—Success or Failure? (Journal of Marketing, July, 1958, pp. 
39-46.) 

Westinghouse Electric Corporation. 

Westinghouse Ad Series Offers Public a Varied Choice of Corporate Images. 
(Printers’ Ink, July 4, 1958, pp. 40, 44.) 

Wilson & Company. 

For 2,000 Products: A Single Trademark. (Modern Packaging, June, 1958, pp. 
126-128.) 

Wilson & Company’s company-wide packaging overhaul of packaging to meet chang 
ing marketing conditions. 

World Trade Information Service. Washington, Dept. of Commerce, Bureau of Foreign 
Commerce. Part 2: Operations Reports. Trademark information is included in the 
following reports: No. 58-42—Australia; No. 58-38—Federation of Rhodesia and 
Nyasaland; No. 58-40—France; No. 58-34—United Kingdom; No. 58-4—Venezuela. 


* Copies of these articles are available for reference in the Association’s library. 
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Part Il 


SIMONIZ COMPANY v. STUMPMIER, doing business as 
SPARKON PRODUCTS COMPANY 


No. 54 C 1671 — D.C., N. D. Ill, E. Div. — December 16, 1957 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
SILKINIZE is likely to be confused with SIMONIZ, goods being automobile polishes 
and related products. , 
BE LUSTER WISE—SILKINIZE is likely to be confused with SIMONIZ and MOTORISTS 
WISE SIMONIZ, goods being automobile polishes and related products. 


Action by Simoniz Company v. Edwin Stumpmier, doing business as 
Sparkon Products Company, for trademark infringement. Judgment for 
plaintiff. 

Robert F. Hanley, Thomas H. Morsch, and Crowell & Leibman, of Chicago, 

Illinois, for plaintiff. 

Jack 8S. Krakauer, of Chicago, Illinois, for defendant. 


HorrMAN, District Judge. 


FINDINGS OF Fact 


1. The plaintiff, Simoniz Company, is a Delaware corporation, its 
principal place of business being at 2100 South Indiana Avenue, Chicago, 
Illinois. The defendant, Edwin Stumpmier, is a resident of Illinois, doing 
business under the style and trade name, Sparkon Products Company, with 
a principal place of business at 5316-18 Broadway in Chicago, Illinois. 


2. In May of 1918, the trademark stmoniz was adopted for a paste 
wax and a paste cleaner for automobiles. The trademark stmoNniz has been 
continuously used ever since that date on said products and from time to 
time the use of said trademark has been expanded to cover additional 
products in the automotive and household fields. Plaintiffs products featur- 
ing the trademark or trade name sIMONIZ now include a paste wax for 
cars, a paste cleaner for cars, a combination cleaner and wax for cars, 
a liquid car wax, a liquid car cleaner, a combination liquid car cleaner 
and wax, a car wash, a tire cleaner, a tar remover, a rubbing compound, 
chrome and metal cleaners, a liquid furniture polish, a paste furniture 
wax, a rug and upholstery cleaner, a vinyl sponge, a paste floor wax, a 
variety of liquid floor waxes and polishes, a floor cleaner and a drain 
cleaner. 


3. SIMONIZ has been registered in the United States Patent Office. 
Said registrations are No. 137,701 dated November 30, 1940; No. 561,771 
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dated July 22, 1952; No. 563,837 dated September 9, 1952; No. 563,838 
dated September 9, 1952; and No. 628,491 dated June 12, 1956. 


4. In 1923 the slogan and trademark MOTORISTS WISE SIMONIZ was 
adopted for automotive products and said trademark has been used con- 
tinuously ever since. MOTORISTS WISE SIMONIZ has been registered in the 
United States Patent Office. Said registrations are No. 548,858 dated 
September 25, 1951, and No. 580,021 dated September 15, 1953. 


5. Sinee 1918 the total sales of products bearing the trademark 
SIMONIZ have exceeded $125,000,000. In 1950 and in each year since 1950 
plaintiff has sold annually more than $5,000,000 of its products bearing 
the trademark stmoniz. Plaintiff’s products bearing the trademark SIMONIZ 
have been sold throughout the United States and throughout most of the 
world. 


6. Since 1918 in excess of $30,000,000 has been expended to advertise 
products bearing the trademark or trade name SIMONIZ in nationally circu- 
lated magazines and newspapers, on television and radio, and by means 
of billboards, signs and various display pieces. In 1950 and in each year 
since 1950, plaintiff has spent in excess of $1,000,000 annually in adver- 
tising its products. 


7. Plaintiff maintains a large, well-equipped laboratory to develop 
new products, to improve existing products and to insure the uniform and 
high quality of all of its products. Plaintiff’s trademarks srmmoNniz and 
MOTORISTS WISE SIMONIZ have acquired a valuable reputation and good will, 
identifying plaintiff’s products and symbolizing their uniformly high 
calibre and quality. 


8. Plaintiff maintains a vigilant policing program to protect its trade- 
marks by searching out and taking action against all infringers. Whenever 
plaintiff has encountered another trademark with the prefix “s-i’ and 
ending with “n-i-z-e” or “n-i-z,” it has taken appropriate action. This 
program has been successful. 


9. Asa result of the foregoing stmoNniz has become a strong and world 
famous trademark. 


10. In 1950 defendant began to manufacture and sell various cleaning, 
polishing and waxing preparations bearing the trademark sILKINIzE. He 
has continued to use SILKINIZE and expanded this use so that it now 
appears on an automobile polish, a machine cleaning compound, a chrome 
and metal cleaner, a semi-liquid white wall cleaner, a spray-on whitewall 
cleaner, a wood polish, a refrigerator cleaner and polish, an auto cleaner 
and polish, a car door rubber squeak silencer, a tar and wax remover, 
a plastic, leather and leatherette upholstery cleaner, a cloth and fabric 
upholstery cleaner, a special machine cleaning compound, a black rubber 
dressing and an auto paste wax. 
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11. In 1952 defendant began to use the slogan BE LUSTER WISE— 
SILKINIZE in connection with a number of his automotive products. 


12. Defendant’s products bearing the trademark SILKINIZE and the 
slogan BE LUSTER WISE—SILKINIZE have been sold in Illinois, Wisconsin, 
Michigan, Ohio and Missouri and other states. 


13. The stmoniz products of plaintiff and the SILKINIZE products of 
defendant are in competition and are in part distributed through the same 
channels of distribution to the same class of consumers. 


14. Plaintiff offered evidence of a consumer reaction test which evi- 
dence included the testimony of the planner, the supervisor and all of 
the interviewers in the test including the work sheets, reports, tabulations 
and all of the papers used in or prepared during the test, all of which 
were offered in evidence. The results of the test were that, at one location, 
when the 250 men interviewed had actually been shown the trademark 
SILKINIZE, 24% of them said they had been shown srmoniz. At the other 
location 18% of the 250 men interviewed there said they had been shown 
SIMONIZ. The proof as to this test was received in evidence and the test 
and its results were worthy of and given some consideration. 


CONCLUSIONS OF Law 


1. This Court has jurisdiction under the Lanham Trademark Act of 
1946 to enjoin the infringement of plaintiff’s said trademarks by defendant. 
60 Stat. 427, et seq. (1946), U.S.C. 1051 et seq. 


2. The trademarks SIMONIZ and MOTORISTS WISE SIMONIZ and the 
aforesaid registrations therefor are valid, subsisting and in full foree and 
effect and are owned by plaintiff. 


3. Defendant’s use of SILKINIZE constitutes unfair competition and 
infringes plaintiff’s trademark stmoniz so that confusion is likely to result 
unless injunctive relief as prayed for by plaintiff is granted by this Court. 


4. Defendant’s use of BE LUSTER WISE—SILKINIZE constitutes unfair 
competition and infringes plaintiff’s trademarks SIMONIZ and MOTORISTS 
WISE SIMONIZ so that confusion is likely to result unless injunctive relief 
as prayed for by plaintiff is granted by this Court. 


5. Plaintiff is entitled to a permanent injunction, enjoining defendant 
from directly or indirectly using in any manner the word SILKINIZE and 
the solgan BE LUSTER WISE—SILKINIZE or either of them or any variations 
of them. 
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THE OAKFORD COMPANY v. THE KROGER 
COMPANY et al. 


No. P-1707 —D. C., S. D. Ill., N. Div. — December 18, 1957 








COMMON LAW TRADEMARKS—CONCURRENT MARKS 
EFFECT OF REGISTRATION—THE PRINCIPAL REGISTER—NOTICE 

A federal registration issued to one party does not divest another, who pre- 

viously used the same mark in a limited area, of the rights created by such use. 








Moreover, notwithstanding such registration, the prior user has the exclusive right 





to use the mark in its trading area. 
The right to a federal registration and the right to use the mark in a particular 
area are separate and distinct from one another; the right to use the mark in a 
particular area does not flow from the right to such registration. 
REGISTRABILITY—SECONDARY MEANING MARKS 
The elements generally considered in determining whether a mark has acquired 







a secondary meaning are the length of use, the nature and extent of advertising 
and the efforts taken to promote a public consciousness thereof in connection with 







a particular product. 
REMEDIES—UNFAIR COMPETITION—DEFENSES 
Laches is not a bar to an injunction restraining future infringements although 






it will be a bar to the recovery of profits and damages. 
REMEDIES—UNFAIR COMPETITION—SCOPE OF RELIEF—TERRITORIAL LIMITATIONS 
In an action involving as plaintiff one who had used the mark BLUE RIBBON for 





grocery products, including paper products, in a limited area of Illinois and lowa 
prior to any use by the defendant of the same mark on similar products, an injune- 
tion was issued to restrain the latter from using the mark in said area, notwith- 
standing its use of the mark there for a period of years and its acquisition of a 


federal registration. 








Action by The Oakford Company v. The Kroger Company and Rush- 
more Paper Mills, Inc., for trademark infringement and unfair competition 
in which Rushmore Paper Mills, Inc., counterclaims for trademark infringe- 
ment. Judgment for plaintiff. 






Kavanagh, McLaughlin & Bond, of Peoria, Illinois, and Loftus, Lucas «& 
Hammand, of Chicago, Illinois, for plaintiff. 

Miller, Westervelt, Johnson & Thomason, of Peoria, Illinois, for The 
Kroger Company. 

William A. Snow, of Chicago, Illinois, for Rushmore Paper Mills, Inc. 











MERCER, District Judge. 

This is an action for trademark infringement and unfair competition 
arising out of the Kroger Company’s sale of BLUE RIBBON paper napkins 
manufactured by its co-defendant, Rushmore Paper Mills, Inc. The defen- 
dant Rushmore counterclaims for infringement of its United States Trade- 
mark Registration No. 391,733 by plaintiff, The Oakford Company. The 
plaintiff is an Illinois corporation with its principal place of business in 
Peoria, Illinois, and defendant and counterclaimant, Rushmore Paper 
Mills, Inc., is a corporation of the State of New York, having an office and 
principal place of business at Gouverneur, New York. 
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The complaint alleges that plaintiff is engaged in the operation of a 
business which was founded in the City of Peoria, Illinois, in or about the 
year 1868 and has been in continuous operation since that time; and further 
alleges that the words BLUE RIBBON were adopted as a trademark by the 
plaintiff’s predecessor, Oakford and Fahnestock, in or about the year 1891 
and plaintiff and its predecessor have since that time continuously used 
said words BLUE RIBBON as a trademark on a great variety of quality 
grocery products sold and delivered by them and have since the year 1928 
or 1929 also used said words BLUE RIBBON to identify the members of an 
association of retail grocery stores sponsored and supplied by them, and 
through it their BLUE RIBBON grocery products have been sold to the pur- 
chasing public; that at the present time plaintiff uses said words BLUE 
RIBBON on more than 200 such grocery products and to identify the approxi- 
mately 200 members of an association of retail grocery stores which sells 
plaintiff’s BLUE RIBBON products. That by reason of such long and exten- 
sive use by plaintiff and its predecessor, and by reason of the plaintiff’s 
commercial advertising program the trademark BLUE RIBBON has long been 
and is now widely and generally known throughout the area served by 
the plaintiff and the approximately 200 retail stores supplied by it as iden- 
tifying the plaintiff and its grocery products. It is further alleged that 
plaintiff's predecessor adopted the words BLUE RIBBON as a trademark for 
paper products customarily offered for sale in retail grocery stores at 
least as early as 1904 and plaintiff and its predecessor has since used said 
words BLUE RIBBON as a trademark on a variety of such paper products 
including writing tablets, toilet paper, napkins, paper envelopes, playing 
eards and paper towels. 

That prior to the filing of this action but long after plaintiff and its 
predecessor had adopted, used and popularized the trademark BLUE RIBBON 
and created a demand for plaintiff’s BLUE RIBBON grocery products, inelud- 
ing paper products customarily offered for sale in retail grocery stores, 
the defendant, through retail grocery stores began the sale of and is 
continuing to sell paper products bearing the mark BLUE RIBBON, particu- 
larly paper napkins supplied by Rushmore Paper Mills, Inc., a New York 
corporation. 

Plaintiff further alleges that the defendant’s sale of paper products 
bearing mark of BLUE RIBBON is likely to cause confusion, mistake or decep- 
tion of purchasers as to the source of origin of said products and consti- 
tutes an infringement of plaintiff’s trademark rights and unfair competi- 
tion. The complaint invites the Rushmore Paper Mills, Inc., to join as a 
party defendant and Rushmore Paper Mills, Inc., has accepted the invita- 
tion and has filed an answer and counterclaim. The complaint seeks an 
injunction restraining the defendants from further infringement and seeks 
damages. 

The counterclaim alleges that the defendant, Rushmore Paper Mills, 
Inc., directly and through its related companies, since 1909 has been and 
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continues to be engaged in the manufacture, sale and distribution of paper 
products such as toilet tissue, toilet paper, paper towels, paper napkins, 
waxed paper and similar items; that the paper products manufactured and 
sold by defendant are distinctive and of high quality and that said products 
are identified by the trademark BLUE RIBBON and that its trademark BLUE 
RIBBON was registered in the United States Patent Office on March 6, 1934, 
Registration No. 319,733, and that this registration was republished under 
the Trademark Act of 1946, 15 U.S.C. § 1051 et seq., on May 10, 1949; 
that the defendant Rushmore is still the owner of said trademark and 
registration and that said trademark and registration is valid, subsisting, 
unrevoked and uncancelled. 

It is further alleged that the defendant, Rushmore, has expended 
large sums of money in advertising its paper products under its trademark 
which has been employed extensively by defendant to identify its products 
and said trademark has been illustrated, advertised and displayed exten- 
sively at substantial cost to the defendant with the result that said trade- 
mark now represents vast good will and has consequently become of great 
value to the defendant Rushmore in its continued manufacture and sale 
of its paper products. The counterclaim alleges that the use of said trade- 
mark by plaintiff is likely to cause confusion or mistake or deceive pur- 
chasers as to the source of origin of such goods, it being alleged that 
Rushmore products are sold under said trademark throughout the United 
States, including the State of Illinois, and alleges an infringement and 
seeks injunctive relief and damages. The counterclaim alleges as a further 
defense that the plaintiff is estopped to assert its claim against defendants 
because it is guilty of laches in asserting its claim, having had long prior 
knowledge of defendant’s manufacture and sale of its paper products bear- 
ing the trademark BLUE RIBBON. Jurisdiction of this Court is grounded on 
diversity of citizenship. 

The basic question presented by the complaint and counterclaim is 
whether the plaintiff, Oakford, or the defendant, Rushmore, has the 
exclusive right to use the trademark BLUE RIBBON on paper products within 
the market area served by the plaintiff, said area being a large number 
of counties in Northern Illinois, outside of Cook County area, and counties 
in Western, Central and Eastern Illinois, and a limited area in Eastern 
Iowa. The right of the defendant Rushmore to use the mark on paper 
products outside of this particular market area is not challenged and is 
not an issue in this case. 

The evidence relative to trademark use establishes that plaintiff’s 
predecessor, Oakford and Fahnestock, adopted BLUE RIBBON as a trademark 
for canned vegetables and fruits, in May, 1891 and obtained a United 
States Trademark Registration covering the use of the mark on such 
goods on June 21, 1892. By August 26, 1913, it had obtained three addi- 
tional Federal registrations covering BLUE RIBBON as the trademark for 
some 70 different grocery products and that it actually used the BLUE 
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RIBBON mark on a substantial number of additional grocery products not 
specified in any of its federal registrations, and that plaintiff continued to 
extend its use to other products and by January, 1954, the trademark was 
being used by it on more than 200 different grocery items. 

The evidence further discloses that Oakford and Fahnestock had 
extended its use of the BLUE RIBBON mark to roll paper, toilet paper, pencil 
and ink tablets as early as August 15, 1898. Plaintiff’s predecessor was 
using the BLUE RIBBON trademark on ruled ink tablets by May 27, 1904; 
on toilet paper and tablets, in 1910. This proof was established by cost 
book pages; by a series of witnesses employed by plaintiff’s predecessor 
prior to the year 1904, it appearing that the witnesses were actually on 
the road selling from cost books. These cost book pages together with 
invoices, inventory sheets, order forms, sales tabulation sheets, labels, 
newspaper advertisements and handbills, all of which were introduced in 
evidence by plaintiff, established that plaintiff and its predecessor have 
continuous used the BLUE RIBBON trademark on a variety of paper products 
of the type customarily offered for sale in retail grocery stores since prior 
to July, 1912, which is the earliest date of use of the mark claimed by the 
defendant, Rushmore. 

The documentary evidence of plaintiff further establishes that there 
has been a continuous use of BLUE RIBBON as a trademark for toilet paper 
since 1910; for paper tablets from 1904 to 1949; on roll paper from 1911 
to 1945; on paper napkins since 1937; on paper towels since 1938; on paper 
envelopes from 1914 to 1917; on playing cards in 1927 and 1928; and on 
wax paper since 1939. In addition is the testimony of C. W. Farber, the 
operator of a retail grocery store in Geneseo, Illinois, who testified that 
he had been handling BLUE RIBBON groceries and paper products supplied 
by plaintiff and its predecessor continuously since 1905. The witness, Otto 
Jeck testified that he had been selling such toilet paper for plaintiff and 
its predecessor continuously since 1910. Other witnesses also testified that 
they were employees of the plaintiff and that during certain periods they 
had stocked, shipped or sold paper products bearing the trademark BLUE 
RIBBON, the said witnesses so testifying and period testified to being as 
follows: Samuel E. Green, 1898 to 1923; H. R. Shofe, 1901 to 1919; 
Stephen Eades, 1902 to 1954; A. W. Oakford, 1903 to 1946; Roy Hamil, 
1903 to 1939; Maynard Hawkins, 1910 to 1914; Benjamin C. Ellis, 1910 to 
1957 ; Clyde R. Brewer, 1911 to 1938; and C. C. Oakford, 1924 to 1947. 

The evidence also establishes that in 1929 plaintiff’s predecessor began 
using its BLUE RIBBON trademark to identify the members of an association 
of retail grocery stores sponsored and supplied by plaintiff’s predecessor ; 
that there were more than 400 stores in this association at the time of its 
formation and that this number subsequently increased to more than 600 
stores; that the location of these stores as shown on Plaintiff’s Exhibit 131 
defines the market area served by the plaintiff. The BLUE RIBBON signs 
which identified the member-stores of this association were furnished each 
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week along with posters and other promotional material advertising the 
plaintiff's BLUE RIBBON groceries and paper products. Posters and hand 
bills were also used and the BLUE RIBBON stores were publicized through 
weekly advertisements in the Peoria newspapers and occasional advertise- 
ments in other publications such as the Prairie Farmer and American 
Family magazines. Semi-annual BLUE RIBBON DAYs were also promoted by 
plaintiff and its predecessor. 

The evidence further discloses that extensive advertising was used 
through media located in and directed at the market area served by 
plaintiff. Advertisements had been carried weekly by the Peoria news- 
paper since 1926. Additional advertising had been used since 1928 and 
in a number of instances BLUE RIBBON paper products were featured in the 
weekly BLUE RIBBON stores advertisements as well as an advertisement of 
grocery items. The plaintiff expended approximately $90,000 for these 
weekly advertisements in the 10-year period, 1945 through 1954. Radio 
advertisement has been used in Peoria since August of 1932. The com- 
mercial announcements featured the plaintiff Oakford’s BLUE RIBBON and 
AMERICA’S CUP, these announcements having been delivered daily over 
Radio Station W. M. B. D. In addition to the newspaper and radio adver- 
tising, plaintiff also used bus and street car cards, some of which were in 
use as early as 1920. Courtesy benches and billboard advertising was also 
employed. Advertising schedules, being a part of the record, reveal that 
plaintiff expended in excess of $80,000 in the 5-year period from 1950 
through 1954 for advertising purchased through an advertising agency, 
this amount being in addition to the $90,000 advertising expense heretofore 
referred to. The advertising of BLUE RIBBON trademark was also promi- 
nently displayed on plaintiff’s trucks and buildings; on napkins distributed 
to churches and lodges; on displays and demonstrators in retail groceries 
located throughout the plaintiff’s market area, this use being as far back 
as 1915. 

All of the testimony above set forth, in the opinion of the Court, 
affords convincing proof that the long use and extensive advertising of 
the trademark BLUE RIBBON by plaintiff and its predecessor, have caused 
BLUE RIBBON to become known in the market area served by the plaintiff 
as identifying the plaintiff and its paper products as well as food products. 
Numerous grocers engaged in the retail grocery business in Peoria testified 
that they had never heard of any product bearing the trademark BLUE 
RIBBON other than the products of plaintiff and its predecessor. The periods 
involved in the testimony of these retail grocers cover a period since the 
year 1905. 

As to the trademark by the defendant, the testimony indicates that 
Rushmore has continuously used BLUE RIBBON as a trademark on paper 
products sold by it from the time of its formation in 1912 and its use of 
the mark on toilet paper as early as 1914 and in the following years on 
a variety of other paper products, including waxed paper, paper towels, 
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and napkins. The defendant’s evidence shows a sale in the plaintiff’s 
market area as heretofore described, on April 16, 1938, on which date a 
shipment of Rushmore’s BLUE RIBBON wax paper having a value of $7.20 
was made to the T. M. Gibble Company of Clinton, Iowa. During an 8 to 
10-year period following this sale the evidence shows sales to purchasers 
in Danville, Springfield, and Peoria, Illinois. The sale in Peoria consisted 
of 215 cases of BLUE RIBBON napkins sold to Kroger Company in 1940, and 
15 cases of BLUE RIBBON kitchen towels sold to F. W. Woolworth during 
the period 1943 to 1945. It was not until 1946 that Rushmore’s BLUE RIBBON 
napkins began to be shipped into the defendant Kroger’s warehouses in 
any substantial volume. The evidence also discloses that isolated sales of 
the Rushmore paper products were made to purchasers in Davenport, 
Burlington, and Muscatine, Iowa, in 1947, 1951 and 1953. 

As to advertising, the evidence discloses that the defendant, Rushmore, 
did no advertising until the year 1942 and that it was not until 1947 that 
the combined expenditures of Rushmore for advertising throughout the 
United States equalled or exceeded the plaintiff Oakford’s expenditures 
in advertising. Since 1948 the annual advertising expenditures of Rush- 
more have increased substantially. A small portion of Rushmore’s adver- 
tising has been done through media which reached the market area served 
by the plaintiff. Rushmore has never advertised in any newspaper or over 
any radio or television station in the State of Illinois outside Chicago and 
Rushmore ran its first ad in a Chicago newspaper in September, 1947. 
Since 1947 Rushmore has run occasional ads in the major Chicago news- 
papers and since 1949 it has advertised over two Chicago radio stations 
and has done some television advertising over Chicago’s WGN-TV. 

In considering the testimony as herein set forth, probably to a larger 
degree than is necessary, it is the opinion of the Court that the exclusive 
right to use the trademark BLUE RIBBON on paper products within its 
market area is vested in the plaintiff Oakford as the first user of the mark 
on such products and cannot be divested by the defendant Rushmore’s 
registration trademark in the United States Patent Office. Inasmuch as 
the evidence establishes that plaintiff and its predecessor have been using 
BLUE RIBBON as a trademark on toilet paper and other paper products since 
prior to 1912 when the defendant Rushmore came into existence, there 
appears to be little question that plaintiff has the exclusive right to use 
that trademark on paper products within the market area served by it, 
irrespective of the fact that the defendant is the registered owner of a 
trademark on such products. Hanover Star Milling Co. v. Metcalf, 240 
U.S. 403 (6 TMR 149) ; United Drug Co. v. Theodore Rectanus Company, 
248 U.S. 90 (9 TMR 1); General Baking Co. v. Gorman, 3 F.2d 891 (15 
TMR 288); General Baking Co. v. Goldblatt Brothers, 90 F.2d 241, 33 
USPQ 525 (27 TMR 421); Esso, Inc. v. Standard Oil Co., 98 F.2d 1, 38 
USPQ 295 (28 TMR 386). 
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In United Drug Co. v. Theodore Rectanus Company, the evidence 
established that Mrs. Regis, the United Drug Company’s predecessor, had 
begun using the mark REx on drug products in 1877 and later procured 
its registration from the United States Patent Office; that Rectanus had 
not used the mark until about 1883. The Court held that Rectanus was 
entitled to be protected against United Drug Company in the Louisville, 
Kentucky vicinity, the area where Rectanus had been the first user of 
the mark. Some of the observations of the Court in the United Drug 
Company case appears to this Court as being quite pertinent in the present 
ease. The Court in the United Drug Company case observed that: 


“It would be a perversion of the rule of priority to give it such 
an application in our broadly extended country that an innocent 
party who had in good faith employed a trademark in one state, and 
by the use of it had built up a trade there, being the first appropriator 
in that jurisdiction, might afterwards be prevented from using it, with 
consequent injury to his trade and good will, at the instance of one 
who theretofore had employed the same mark, but only in other and 
remote jurisdictions, upon the ground that its first employment hap- 
pened to antedate that of the first-mentioned trader.” 


The Court further observes: 


“And it results, as a necessary inference from what we have said, 
that petitioner, being the newcomer in that market, must enter it 
subject to whatever rights had previously been acquired there in good 
faith by the Rectanus Company and its predecessor. To hold other- 
wise—to require Rectanus to retire from the field upon the entry of 
Mrs. Regis’ successor—would be to establish the right of the latter 
as a right in gross, and to extend it to territory wholly remote from 
the furthest reach of the trade to which it was annexed, with the effect 
not merely of depriving Rectanus of the benefit of the good will result- 
ing from his long-continued use of the mark in Louisville and vicinity, 
and his substantial expenditures in building up his trade, but of 
enabling petitioner to reap substantial benefit from the publicity that 
Rectanus has thus given to the mark in that locality, and of confusing 
if not misleading the public as to the origin of goods thereafter sold 
in Louisville under the Rex mark, for, in that market, until petitioner 
entered it, REX meant the Rectanus product, not that of Regis.” United 
Drug Company v. Theodore Rectanus Company, 248 U.S. 90, 100-102 
(9 TMR 1). 


The Court is also impressed by the decisions in General Baking Co. v. 
Gorman, 3 F.2d 891 (15 TMR 288), and General Baking Co. v. Goldblatt 
Brothers, 90 F.2d 241, 33 USPQ 525 (27 TMR 421). These cases held the 
rights of a prior local user of BOND (on bread) to be superior to those of 
the General Baking Company which owned a Federal registration of the 
mark and in both cases could show prior use in other areas. Of significance 
as to a Federal registration, the Court of Appeals for the First Circuit 
stated as follows: 
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“Plaintiff’s learned counsel contend that the federal registration 
of its trademark in 1916 gave it a practically unlimited right of ex- 
pansion, so that local bakers were thereafter charged with knowledge 
of its purpose to introduce in their communities BOND bread, and were 
therefore prevented from adopting any trade name which might con- 
ceivably infringe upon the BONp trademark. This contention, on 
analysis, falls little short of making federal registration of a trademark 
the equivalent of a patent or a copyright—a far-reaching proposition 
we cannot adopt. Nothing is better settled than that rights in trade- 
marks are of common-law origin, and are always ‘appurtenant to an 
established business or trade in connection with which’ they are em- 
ployed. See In re Trademark Cases, 100 U.S. 82; Ainsworth v. 
Walmsley, L.R. 1 Eq. 518, 524. 

“Rhode Island cannot be deprived of the power to protect its 
citizens in the good will of their business by federal registration of a 
trademark for interstate commerce.” General Baking Co. v. Gorman, 
3 F.2d 891, 893, 894 (15 TMR 288). 


It appears to this Court that the BonD bread cases hold that the right 
to a Federal trademark registration and the right to use the trademark in 
a particular area are separate and distinct from one another and that the 
right to use the trademark in a particular area does not flow from the right 
to a Federal trademark registration and it would necessarily follow that 
the decision of the Examiner of Interferences in the Patent Office proceed- 
ing between the plaintiff Oakford and the defendant Rushmore, is wholly 
beside the point in the present case where the right in controversy is the 
right to use the mark on paper products sold within the market area of 
the plaintiff. 

Since the evidence in this case shows that plaintiff’s predecessor was 
not only the first to use BLUE RIBBON as a trademark on paper products in 
the market area in controversy, but the first to use the mark on such 
products anywhere, the defendant’s subsequent sale of BLUE RIBBON paper 
napkins within such market area constitutes a clear infringement of plain- 
tiff’s common-law trademark rights entitling plaintiff to the injunctive 
relief prayed for in its complaint. 

Another basis upon which plaintiff is entitled to injunctive relief is 
afforded by the evidence showing that within its market area the words 
BLUE RIBBON have acquired a secondary meaning identifying the plaintiff 
and its products. In Jewel Tea Co. v. Kraus, 88 F.Supp. 1003, 84 USPQ 
218 (40 TMR 120), and Jewel Tea Co. v. Kraus, 187 F.2d 278, 88 USPQ 14 
(41 TMR 134), the District Court and Circuit Court of Appeals set forth 
the elements generally considered in determining whether a word or name 
has acquired a secondary meaning. These elements are length of use; 
nature and extent of advertising, and efforts to promote a public conscious- 
ness with a particular product of business. In the present case the evidence 
is impressive on each of these points. As to the length of use, the evidence 
discloses plaintiff and its predecessor have been using the BLUE RIBBON mark 
for 65 years on an ever increasing number of items. As to the nature and 
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extent of advertising, the plaintiff and its predecessor have extensively 
advertised the BLUE RIBBON line of products through a wide variety of 
advertising media for more than 25 years. Finally, plaintiff and its prede- 
cessor have made vigorous efforts to promote a public consciousness con- 
necting the name BLUE RIBBON with their products and with the business 
itself. Added to this is the testimony heretofore referred to of the retail 
grocers, establishing that within the market area served by it, BLUE RIBBON 
is recognized as meaning The Oakford Company and its products. In the 
Court’s opinion this evidence establishes that in Peoria and throughout 
the plaintiff’s market area an association exists in the minds of the public 
between the words BLUE RIBBON and the plaintiff’s business and products 
which entitles plaintiff to an injunction against the defendant’s use of 
BLUE RIBBON on paper napkins in said market area. 

The defendant Rushmore asserting that plaintiff has been guilty of 
laches in asserting its claim against them is not as a matter of law a bar 
to an injunction against future use of infringement of use of a trademark, 
but merely a bar to the recovery of profits and damages based on its past 
infringement. That it would not bar plaintiff from injunctive relief against 
future infringement is clear from the Supreme Court’s decision in McLean 
v. Fleming, 96 U.S. 245, in which case the Court observed as follows: 


“Acquiescence of long standing is proved in this case, and in- 


excusable laches in seeking redress, which show beyond all doubt that 
the complainant was not entitled to an account nor to a decree for 
gains or profits ; but infringement having been proven, * * * the injunc- 
tion was properly ordered * * *” McLean v. Fleming, 96 U.S. 245, 258. 


In Menendez v. Holt, the Court said: 


“Counsel in conclusion earnestly contend that whatever rights 
appellees may have had were lost by laches, and the desire is intimated 
that we should reconsider McLean v. Fleming, 96 U.S. 245, so far as 
it was therein stated that even though a complainant were guilty of 
such delay in seeking relief upon infringement as to preclude him 
from obtaining an account of gains and profits, yet if he were other- 
wise so entitled, an injunction against future infringement might 
properly be awarded. We see no reason to modify this general proposi- 
tion, and we do not find in the facts as disclosed by the record before 
us anything to justify us in treating this case an exception. The 
intentional use of another’s trademark is a fraud; and when the 
excuse is that the owner permitted such use, that excuse is disposed 
of by affirmative action to put a stop to it.” Menendez v. Holt, 128 
US. 514, 523. 


The question of damages has not been presented to this Court and 
in the opinion of the Court it is not necessary to pass upon the question 
as to whether or not the plaintiff is guilty of laches. 

Application of the rule of law established by the Supreme Court’s 
decisions in Hanover Star Milling Co. v. Metcalf, and United Drug Co. v. 
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Theodore Rectanus Company, to the evidence in this case which establishes 
that plaintiff’s predecessor was using BLUE RIBBON as a trademark on toilet 
paper and other paper products before the defendant Rushmore was in 
existence, necessarily precludes the defendant Rushmore from recovering 
on its counterclaim for infringement on its federal trademark registration 
No. 319,733. All that plaintiff’s evidence need establish to give it a com- 
plete defense to Rushmore’s counterclaim is that plaintiff has continuously 
used the BLUE RIBBON mark on paper products at a period of time and since 
the date of May 10, 1949, this being the date when the Rushmore registra- 
tion was published under the applicable statute. 

Plaintiff seeks in addition to the injunctive relief against the defen- 
dant, a determination of the right to registration and seeks an order of 
cancellation of registrations in whole or in part. The Court does not feel 
constrained to order the Commissioner of Patents to cancel the Rushmore 
registration in part, that is to say, in the market area as shown by Plain- 
tiff’s Exhibit 131. 

Other questions have been raised in the briefs of both parties but 
in view of the Court’s decision it is not necessary to pass upon said matters. 

It is ordered that judgment be entered in favor of the plaintiff and 
against the defendant on the complaint filed herein and that judgment be 
entered in favor of the counterdefendant and against the counterclaimant 
on the counterclaim filed herein; and it is further ordered that the defen- 
dants be enjoined from using the mark BLUE RIBBON within plaintiff’s 
market area, being certain counties in Northern Illinois, and Central and 
Eastern Illinois, and certain counties in the State of Iowa, the said market 
area and the said counties being shown in Plaintiff’s Exhibit 131. These 
counties should be specified by name in the findings of facts. 

It is further ordered that counsel present a proper findings of fact 
and conclusions of law based upon this Opinion, in compliance with Rule 
52, Rules of Civil Procedure, within twenty days. 


HECKENKAMP v. ZIV TELEVISION PROGRAMS, INC. et al. 
No. 22259 — Calif. D. C. App., 2d Dist. — January 30, 1958 


REMEDIES—UNFAIR COMPETITION—TRADE SECRETS 
STATE STATUTES 


Under California Law, the disclosure in confidence of an idea and representative 
scripts for a series of radio and television programs based upon the files of state 
police agencies, such idea not being unique, furnishes no cause of action against 
one to whom the idea was so disclosed and who subsequently participated in the 
development of a television series using a similar theme. California has abrogated 
the rule of protectability of an idea and accepts only the traditional theory of 
common law copyright. 


Action by George Heckenkamp v. Ziv Television Programs, Inc. et al. 
for misappropriation of idea. Plaintiff appeals from Superior Court, Los 
Angeles County, California from judgment dismissing complaint. Affirmed. 
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Arthur 8. Katz and Thomas J. Jeffers, Jr., of Beverly Hills, California, 
for appellant. 

Edmund G. Brown and Delbert E. Wong, of Sacramento, California, and 
Trippet, Yoakum, Stearns & Ballantyne and F. B. Yoakum, Jr., of 
Los Angeles, California, for respondents. 


Woop, Justice. 

Action for damages for wrongfully appropriating and using an idea 
and format for a series of radio and television programs; and for an 
injunction and an accounting. Demurrers of defendants Ziv, KTTV, and 
Daniels were sustained without leave to amend. Plaintiff appeals from a 
judgment of dismissal, based upon the order sustaining the demurrers. 
Motions of said defendants to strike certain portions of the complaint were 
granted. Appellant states that this appeal is not directed to the propriety 
of granting the motions. 

The allegations of the first cause of action (after the motions to strike 
were granted) are, in substance, as follows: Early in 1953 plaintiff, a 
California Highway Patrol officer, conceived the idea of dramatizing and 
fictionizing the experiences of the California Highway Patrol for presen- 
tation as a series of radio and television programs. On September 25, 1953, 
he registered a written expression of his radio and television format, pro- 
gram idea, and working title with the Radio Writers Guild. On February 
5, 1954, he registered his complete 26-page script of a half-hour teleplay 
entitled, “Roadblock,” with the Screen Writers Guild. Said script was 
intended to be a representative script of plaintiff’s projected television 
series based on the exploits and official files of the California Highway 
Patrol. Early in 1954 plaintiff conceived the idea of broadening the scope 
of his series to encompass the activities of similar organizations of other 
states based on their official files. On April 21, 1954, he registered this 
development of his format and program idea and a 24-page script of a half 
hour teleplay entitled, “Mountain Patrol,” with the Screen Writers Guild. 
The written expression of plaintiff's format, idea, working title, and scripts 
are referred to thereafter in the complaint as plaintiff’s “property.” 
Plaintiff is the author and owner of said property, which property has 
not been published. It is impractical, by reason of the nature and bulk 
of said property, to attach copies thereof to the complaint, and copies 
will be produced upon order of the court. Plaintiff desired the approval 
of the California Highway Patrol to use material from its files in the 
exploitation of his property, and he “submitted through proper depart- 
mental channels, and in confidence, his script entitled ‘Roadblock.’” Sev- 
eral months passed without plaintiff receiving any word from the commis- 
sioner of the California Highway Patrol. During this period plaintiff 
discussed the matter of departmental approval with defendant Daniels, 
who was and is the Los Angeles public information officer of the patrol. 
“Plaintiff, in discussing his submission with defendant Daniels, and in 
confiding to him all the details of, and information about plaintiff’s prop- 
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erty did so in reliance on the fact that defendant Daniels was an employee 
in the department who was vested with appropriate authority with respect 
to the matter involved and who was in the direct channel of communication 
and command through which plaintiff’s submission must travel. Plaintiff's 
sole purpose in making his submission and in discussing the details and 
scope of his property was to obtain the approval of the department to use 
its files, and was made for no other purpose. Plaintiff intended at no time 
to dedicate his property to the public, to abandon his rights therein or to 
gratuitously give them away. By a letter dated April 2, 1954, plaintiff 
was informed by Commissioner Caldwell [of the patrol] that he could 
not be given access to the department’s files as a matter of policy. Some 
weeks later the script which plaintiff had submitted through departmental 
channels months earlier was personally handed to plaintiff by defendant 
Daniels who was then fully familiar with its contents and with that of 
plaintiff's other property.” Before and during the period plaintiff dis- 
cussed the matter with Daniels, he (Daniels) was associated in various 
ventures with Ziv. Daniels intentionally and wilfully misappropriated 
plaintiff’s property and used the secret information “thus obtained” for 
his own benefit and wrongfully divulged said property and secret informa- 
tion to Ziv. Ziv rewarded Daniels by appointing him a technical advisor 
for the television series entitled, “Highway Patrol,” based on plaintiff’s 
property, and placed him on its payroll during the filming of the series. 
Before Ziv publicly announced its intention to produce the television 
series, “Highway Patrol,” based on plaintiff’s property, plaintiff met with 
a vice-president of Ziv and with the producer of said series to discuss plain- 
tiff’s rights. In July 1954, notwithstanding that Ziv had been given early 
notice by plaintiff that its contemplated television series was based on 
plaintiff’s property, Ziv announced in motion picture trade papers that 
the first film in the series entitled, “Highway Patrol,” would be made on 
August 19, 1954. Ziv and Daniels have continued to copy and use plain- 


tifi’s property in the preparation and production of their television series 
entitled, “Highway Patrol,” and have refused to pay plaintiff for the right 
to copy and use his property. Ziv and Daniels have produced at least 39 
half-hour television films based upon, copying, using and embodying plain- 
tiff’s property and have distributed said films in the United States, Canada, 
and in many foreign countries. Commencing October 3, 1955, said films 


have been shown in Los Angeles over KTTV’s television station. Unless 
Ziv and Daniels are enjoined from producing and distributing the series 
“Highway Patrol,” they will continue to profit from copying and using 
plaintiff’s property. Unless KTTV is enjoined from telecasting said series 
and from selling advertising in conjunction therewith, the “already ma- 
terially depleted value of plaintiff’s property will be totally diluted and 
destroyed.” Plaintiff has not been able to obtain Ziv’s and Daniels’ copies 
of television series ““Highway Patrol” for the purpose of attaching the 
same to the complaint pursuant to the provisions of section 426, subdivision 
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3, of the Code of Civil Procedure. By reason of their intentional and 
oppressive acts as aforesaid, Ziv and Daniels have misappropriated plain- 
tiff’s property and have destroyed its value to plaintiff. Plaintiff has been 
damaged thereby in the amount of $350,000, which is the reasonable value 
of the television rights in plaintiff’s property, and plaintiff has been dam- 
aged in an additional amount of $100,000, which is the reasonable value 
of other exploitation rights in plaintiff’s property. All the aforesaid acts 
of Ziv and Daniels are continuing wrongs, and unless said defendants are 
enjoined from producing and distributing “Highway Patrol” they will 
irreparably damage plaintiff’s opportunities to exploit his property. All 
the aforesaid acts of Ziv and Daniels were intentional and oppressive and 
were the result of a scheme and conspiracy of said defendants to enrich 
themselves by appropriating and using plaintiff’s property. By reason of 
those acts Ziv and Daniels have acquired substantial profits and they should 
account to plaintiff therefor. 

The second cause of action incorporates, by reference, all the allega- 
tions of the first cause of action, except the allegations as to damages. 
Additional allegations therein are: On January 18, 1954, plaintiff entered 
into a written agreement with Mr. Corcoran and Mr. Gundlefinger whereby 
they undertook to represent him in the exploitation of his property. 
Plaintiff and his representatives expended time, money and effort in order 
to interest others in producing or distributing or sponsoring plaintiff’s 
property as a television series. As a result of the deliberate and intentional 
‘as aforesaid,” Ziv and Daniels misappropriated plaintiff’s property 
and passed it off as their own, and they copied, used and embodied its 


acts ‘ 


element in the production and distribution of their “Highway Patrol” 
series. They thereby committed gross acts of unfair competition against 
plaintiff “in that they turned his own property against him.” Since Ziv’s 
announcement of its intention to produce the “Highway Patrol” television 
series, plaintiff and his associates have lost the interest of persons who, 
before such announcement, had manifested an interested in _ plaintiff’s 
property. Plaintiff has been unable to create any new interest in his prop- 
erty. By reason of their gross acts of unfair competition, as aforesaid, 
Ziv and Daniels usurped and occupied the then undeveloped television 


area which plaintiff’s property was designed to fill, thereby “diluting the 


value of said property.” The value of said property “will be irreparably 
damaged” if Ziv and Daniels be permitted to unlawfully exploit plaintiff's 
property by using, copying, and embodying its elements in their television 
series entitled, “Highway Patrol.” On September 21, 1955, some weeks 
before Ziv’s and Daniels’ “Highway Patrol” series began its first television 
run in Los Angeles, plaintiff advised KTTV of his property rights. KTTV 
chose to proceed with the telecasting of Ziv’s and Daniels’ television series, 
and is now telecasting said series, and KTTV thereby became an active 
and continuing participant with said defendants Ziv and Daniels in their 
scheme and conspiracy to misappropriate plaintiff’s property and to use 





954 





it to his detriment. Defendants Barker Bros. and General Electric Com- 
pany, as sponsors of said Highway Patrol series, and defendants Roderick 
Moys and Rod Mays and Company, as advertising agents of said sponsors, 
are paying KTTV for the right to advertise the wares of said sponsors on 
the “Highway Patrol” series. No defendant has offered to pay plaintiff 
for the use of his property. Plaintiff has been damaged in the amount 
of $350,000, which is the reasonable value of the television rights in plain- 
tiff’s property, and plaintiff has been damaged in the additional amount of 
$100,000, which is the reasonable value of other exploitation rights in 
plaintiff's property. The foregoing acts of unfair competition by Ziv, 
Daniels and KTTV were intentional and oppressive. 

The prayer is for compensatory and punitive damages, and for an 
accounting; and to enjoin Ziv and Daniels from producing, distributing 
and exploiting the Highway Patrol television series; and to enjoin KTTV 
from telecasting the series; and to enjoin Barker Bros. and General Elec- 
tric from advertising in conjunction with telecasting the series. 

Ziv, Daniels and KTTV demurred to the complaint upon the grounds 
that neither of the alleged causes of action stated facts sufficient to consti- 
tute a cause of action, and that both of the alleged causes of action were 
uncertain, ambiguous and unintelligible. Said defendants also filed motions 
to strike certain portions of the complaint, and to require plaintiff to 
comply with section 426, subdivision 3, of the Code of Civil Procedure, by 
filing scripts with the court. 

Subsequently, plaintiff delivered scripts of “Roadblock” and “Moun- 
tain Patrol,” and the defendants delivered 19 scripts of “Highway Patrol,” 
to the trial court. 

In a memorandum filed by plaintiff with the trial court, plaintiff 
stated: “Plaintiff does not contend that any of defendants’ scripts copy 
the mode of expression of any portion of plaintiff’s two ‘sample scripts.’ 
Nor does plaintiff contend that in copying plaintiff’s idea for a program 
series that defendants have copied the arrangement of the words in which 
the idea is couched. There are no copyright or plagiarism issues involved.” 

The motions to strike portions of the complaint were granted in part. 
The demurrers were sustained without leave to amend, and the action 
was dismissed. In a memorandum of ruling, with reference to the motions 
to strike and the demurrers, the trial judge stated: “The allegations of the 
complaint are broad enough to charge misappropriation of plaintiff’s 
scripts ‘Roadblock’ and ‘Mountain Patrol,’ which scripts have been tendered 
to the Court under C.C.P. 426 (3) with copies of defendants’ 19 scripts 
allegedly involved, under the caption ‘Highway Patrol.’ Examination 
pursuant to that section produces the conclusion that there is no infringe- 
ment, in and to plaintiff’s rights, in the sense of plagiarism or literary 
pirating. In the numerous memoranda filed, plaintiff himself has aban- 
doned such allegations, claiming that the ‘idea’ of such a series, as alleged 
in par. VI (a), was property; and was revealed in confidence to defendant 
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Daniels, who thereafter, with the other defendants, proceeded to use it in 
violation of plaintiff’s rights. Essentially, this involved the presentation 


in dramatized form of actual cases developed by the Highway Patrol. 
In such a development it seems clear plaintiff could not have a property 
right. If, for instance, the Department itself undertook such publicity, 
could it be enjoined because an employee thereof made the suggestion? 
The idea of dramatizing the operations of peace officers generally is cer- 
tainly not unique. Consequently, it seems necessary to hold that no cause 
of action is purported to be stated except for plagiarism, which upon ex- 
amination of scripts I reject; and which plaintiff also disclaims (C.C.P. 
426 (3)). As to the claim of an asserted property right, it appears that 
plaintiff has none, and if that is so, there cannot be breach of a fiduciary 
relationship through implementation of the ‘idea,’ which seems to be 
completely in the public domain.” 

Appellant contends that the first cause of action states a cause of 
action “for the disclosure and use of unpublished ideas and information 
revealed in confidence.” He states that he has not attempted to plead an 
action based upon copyrightable material; that there is no copyright 
infringement or plagiarism herein; that defendants are not charged with 
copying portions of his script; that only the program idea was taken and 
such a taking is not actionable under statutory copyright principles; that 
he could never show, by comparing parallel columns of expression in the 
scripts, an actionable copying of his work “which copyright would protect.” 
He states that his action is for unauthorized copying and use, in breach 
of confidence, of his idea for a television program; that the copying he 
refers to is not the copying of his script but is the copying of his idea 
which he revealed in confidence; that if, after comparing the scripts, the 
overall impression is that the format of defendants’ program is like plain- 
tiff’s format, the plaintiff has stated a cause of action; and that where 
a plaintiff’s intellectual production is obtained in breach of trust the law 
punishes the wrongful act of obtaining the idea “rather than consciously 
to protect the ‘property’ of the plaintiff.” Appellant argues further 
that a cause of action for breach of confidence is stated by the allegations 
that his program idea was given to Daniels in confidence, and that Daniels 
disclosed the idea to Ziv, and that Ziv used the idea with knowledge of 
appellant’s “rights.” It seems to be appellant’s argument that if an idea 
which is not protectible is disclosed to a person in confidence, the idea 
then becomes protectible. 

Section 980 of the Civil Code, as amended in 1947, provides in part: 
“The author or proprietor of any composition in letters or art has an 
exclusive ownership in the representation or expression thereof as against 
all persons except one who originally and independently creates the same 
or a similar composition.” In Weitzenkorn v. Lesser, 40 Cal.2d 778, the 
court said at page 789, 97 USPQ 545, 550-551 “The 1947 amendment to 
section 980 has eliminated the protection formerly given to ‘any product 
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of the mind.’ The statute as it now exists, and as it read at the time this 
cause of action arose, provides protection only ‘in the representation or 
expression’ of a composition. The Legislature has abrogated the rule of 
protectibility of an idea and California now accepts the traditional theory 
of protectible property under common law copyright.” See also Desny v. 
Wilder, 46 Cal.2d 715, 732, 110 USPQ 433. 

The allegations show that the files which were the basis for plaintiff’s 
program idea were files of a department of state government; and that 
plaintiff did not have permission to use the files for his personal commer- 
cial purposes or at all. It seems to be his position that if a person expresses, 
in confidence to an employee of the government, an idea with reference to 
a commercial use of government files that the person thereby establishes 
a legal position favorable to himself whereby he can prevent the employee, 
or others, or the government itself, from using the files in a manner sug- 
gested by him, except with his consent. It was not shown that plaintiff 
had a contract, express, or implied in fact or implied in law, with Daniels 
or anyone. Plaintiff asserts that his action sounds in tort. There is no 
allegation that Daniels accepted, in confidence, the disclosure of the idea. 
Plaintiff had no property right in the idea with respect to use of the 
government files for commercial purposes. He states that a question of 
property does not enter into the matter where there is a confidential 
relationship, but that an exclusive property right might be a prerequisite 
for legal relief when there is no relationship between the parties. He 
argues, however, that his idea was a property right. The alleged first 
cause of action did not state facts sufficient to constitute a cause of action. 

Appellant contends that his second cause of action sets forth facts 
sufficient to constitute a cause of action for unfair competition in that it 
shows “that defendants have surreptitiously misappropriated plaintiff’s 
work product, have tortiously interfered with his prospective contractual 
relations, and have unjustly enriched themselves thereby.” The cases cited 
above, with reference to the first cause of action, are applicable here. Also, 
the above discussion is applicable here. The alleged second cause of action 
does not state facts sufficient to state a cause of action. 

The court did not err in sustaining the demurrers without leave to 
amend. 

The judgment is affirmed. 


SHINN, Presiding Justice, and VALLEE, Justice, concurred. 
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THE SEVEN-UP COMPANY v. THE BLUE NOTE, INC. 
No. 57C208 — D. C., N. D. ill., E. Div. — February 11, 1958 





REMEDIES—UNFAIR COMPETITION—SCOPE OF RELIEF—DAMAGES 
Action for damages and injunctive relief against defendants “passing off” on 
calls for SEVEN-UP, and plaintiff moves for preliminary injunction but motion denied 
and action dismissed for lack of jurisdiction. No diversity of parties and plaintiff 
fails to establish that damage threatened or sustained by plaintiff exceeds jurisdic- 
tional amount of $3,000. Value of plaintiff’s good will not proper to establish 
jurisdictional amount unless plaintiff alleges defendants’ acts will cause total 
destruction of good will. 
CouRTS—J URISDICTION 
Federal courts do not have original jurisdiction over unfair competition actions 
under the Lanham Act unless jurisdictional amount exists. 


Action by The Seven-Up Company v. The Blue Note, Inc., for unfair 
competition. Complaint dismissed. 


Woodson, Pattishall & Gardner, of Chicago, Illinois, for plaintiff. 
Sidney R. Zatz, Jack H. Oppenheim, and Henry J. Shames, of Chicago, 
Illinois, for defendant. 


HorrMaN, District Judge. 

The plaintiff, The Seven-Up Company, owns the registered trademark 
for the beverage SEVEN-uUP. The defendant, Blue-Note, Inc., operates a 
restaurant and place of entertainment at 3-7 N. Clark Street, in Chicago. 
This action was brought for damages and injunctive relief against the 
defendant’s alleged practice of passing off as SEVEN-UP, to customers re- 
questing that drink, a beverage other than the plaintiff’s product. 

The plaintiff has moved for a preliminary injunction restraining the 
averred passing-off practices of the defendant during the pendency of 
this cause. The plaintiff contends that the acts of the Blue Note constitute 
unfair competition and threaten continuing and irreparable damage to 
the plaintiff’s good will. 

The principal ground upon which the defendant opposes the plain- 
tiff’s motion for a preliminary injunction is that the federal court has 
no jurisdiction over this cause. The action is brought as a diversity case 
under the provisions of 28 U.S.C. § 1332, and the defendant argues that 
the jurisdiction amount required by that section has not been established. 
The defendant points out that while the complaint asserts that the amount 
in controversy exceeds the sum of $3,000, exclusive of interest and costs, 
the only averments in support of this statement are those alleging that 
the value of the good will of the plaintiff is greatly in excess of the re- 
quired jurisdictional amount. The defendant contends, on the basis of 
Seagram-Distillers Corp. v. New Cut Rate Liquors, Inc., 245 F.2d 453, 
certiorari denied 355 U.S. 837, that the value of the plaintiff’s good will 
is not the measure properly to be employed in determining the existence 
of the necessary amount in controversy; rather, it is argued, the plaintiff 
is not properly before the federal court until it has established that the 
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damage allegedly sustained or threatened by the conduct of the defendant 
exceeds the sum required to confer jurisdiction upon the court. 

The defendant’s position must be sustained. In the Seagram case, 
supra, the Court of Appeals for the Seventh Circuit held that in an action 
seeking injunctive relief against violation by the defendant of the plain- 
tiff’s fair trade prices the measure to be used in determining the existence 
of the jurisdictional amount is the extent of the injury to good will caused 
or threatened by the defendant’s actions, and not the value of the good 
will sought to be protected in the suit. The court reasoned that the extent 
of the injury was the proper measure inasmuch as the action was predicated 
upon a theory of damages, rather than upon a theory of total destruction. 
It states that: 


“# * * when the $3,000 requisite for jurisdiction is challenged in 
an action brought in a federal court for the protection of a right 
belonging to plaintiff, there is an important distinction between two 
classes of diversity cases. 

“In one class (which we shall call class A), a plaintiff charges 
wrongful acts by a defendant, or by several defendants acting jointly, 
which have, or will, injure or damage a right for which plaintiff seeks 
protection. In such a case, if plaintiff shows that the alleged injury 
or damage caused or threatened by a defendant, or by several defen- 
dants acting jointly, amounts to at least $3,000, the federal court has 
jurisdiction. 

“In the other class of diversity cases (which we shall call class B), 
a plaintiff charges wrongful acts by a defendant, or by several defen- 
dants acting jointly, which, if not prevented, will completely deny 
or destroy the right for which plaintiff seeks protection. In such a 
ease, if plaintiff shows that the right is worth at least $3,000, the fed- 
eral court has jurisdiction.” 245 F.2d at page 455. 


The instant action is one which falls within the “class A” category 
discussed in the Seagram case. The complaint asserts that the defendant’s 
alleged acts of passing off other beverages for that of the plaintiff have 
damaged, and threaten further to damage, the plaintiff’s good will; it is not 
claimed that the defendant’s actions will cause the total destruction of this 
asset of the plaintiff. It was stated in the Seagram case: ‘Defendants’ acts 
did not prevent plaintiff from using its good will in the conduct of its 
business. The damage to plaintiff’s good will caused or threatened by 
defendants’ acts is the subject of controversy in this case.” 245 F.2d at 
page 458. The plaintiff can establish its required jurisdictional facts only 
by showing “that the alleged injury or damage caused or threatened by 
defendant * * * amounts to at least $3,000.” 

The plaintiff advances two lines of argument seeking to show that the 
court has jurisdiction over this cause. First, it contests the applicability 
of the Seagram holding to the present action, and second, it contends there 
are adequate federal grounds for jurisdiction under the Lanham Trade- 
mark Act, 15 U.S.C. § 1051 et seq., entirely apart from diversity of citizen- 
ship. 
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The plaintiff makes several arguments contesting the principle that 
under the Seagram case it must show that its present or prospective dam- 
ages from the defendant’s conduct amounts to over $3,000. 


(1) First, the plaintiff relies upon several authorities to support the 
position that the test of jurisdictional amount which is to be applied in 
this case is the value of the plaintiff’s good will. Among these authorities 
are two Supreme Court cases, Glenwood Light and Water Co. v. Mutual 
Light, Heat and Power Co., 239 U.S. 121, and Bitterman v. Louisville and 
Nashville R. Co., 207 U.S. 205. These decisions, however, do not sustain 
the plaintiff’s contention. The Glenwood Light case is entirely consistent 
with the Seagram decision and with the Supreme Court cases discussed 
therein; the same can be said with respect to the actual holding of the 
Bitterman decision. The latter opinion does contain language which tends 
to support the plaintiff, but to the extent that it may stand for the view 
that the value of a business is the jurisdictional yardstick in an action for 
injury to the business, the case must be regarded as overruled by later 
Supreme Court decisions. See McNutt v. General Motors Acceptance Corp., 
298 U.S. 178; KVOS, Inc. v. Associated Press, 299 U.S. 269. 

The plaintiff also relies upon a recent decision of the Court of Appeals 
for the Seventh Circuit, Snap-On Tools Corp. v. Winkenweder & Ladd, 
Inc., 250 F.2d 154, 115 USPQ 380 (47 TMR 207). It is argued that this 
case is authority for holding in the instant action that the total value of 
the good will of sEVEN-uP is the proper jurisdictional measure. The Snap-On 
ease was a suit for unfair competition based upon trademark and trade 
name infringement, and the court held that the action was a “class B” 
suit, as that class was described in the Seagram opinion. 

The Snap-On case is not a precedent for holding that the instant suit 
constitutes a “class B” action. Although the court did not elaborate its 
reasons for finding that a “class B” situation was there involved, it seems 
reasonable to assume that the finding was based upon the fact that the 
action was one for trademark and trade name infringement. Thus, the 
right for which the plaintiff was seeking protection was the right to exclu- 
sive use of its name. See Harvey v. American Coal Co., 50 F.2d 832, 10 
USPQ 26 (21 TMR 495). The actions of the defendant threatened destruc- 
tion, not damage, to this right. 

The present suit seeks redress against alleged unfair competition by 
the defendant; however, this fact alone does not create a “class B” case. 
See KVOS, Inc. v. Associated Press, supra, an unfair competition suit, 
where the yardstick was damage. Here, the plaintiff is suing for relief 
from the damage to its good will caused or threatened by the defendant’s 
alleged passing-off practices. None of the allegations of the complaint 
establishes that any property or right of the plaintiff is threatened with 
destruction, as opposed to damage. 
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The remaining cases cited by the plaintiff are Court of Appeals deci- 
sions which are not controlling to the extent to which they may be incon- 
sistent with the Seagram case. 


(2) Next, the plaintiff seeks to distinguish the Seagram decision on 
the ground that it involved merely the statutory right of the plaintiff to 
enforce its stipulated fair trade prices and did not concern alleged unfair 
competition perpetrated by the defendant through deceptive trading upon 
the good will of the plaintiff. It is further argued that the conduct of the 
defendant in the Seagram case did not result in a loss of sales by the 
plaintiff, whereas in the instant case the plaintiff suffers both a present 
loss each time the defendant passes off another beverage as SEVEN-UP and 
a prospective loss resulting from the customer’s mistaken belief that the 
quality of the plaintiff’s product has deteriorated. 

The distinctions drawn by the plaintiff are not sufficient to take the 
present cause out of the rule of the Seagram case. Although that action, 
unlike the present one, was based upon the Illinois Fair Trade Act, III. 
Rev. St. 1955, e. 121%, § 188 et seq., rather than upon a theory of passing 
off, each plaintiff sued for an injury to the good will of its business, and 
each claimed that the defendant’s conduct would cause, or had resulted 
in, a curtailment of sales. See Seagram case, 245 F.2d at page 454. More- 
over, the distinction drawn by the Seagram decision between the two 
classes of diversity actions was not concerned with the specific nature of 
the conduct of the defendant which caused injury to the plaintiff; rather 
it was concerned with whether or not that conduct allegedly threatened 
damage to the plaintiff’s property or rights, on the one hand, or complete 
destruction thereof, on the other hand. In the present case, the plaintiff 
asserts an injury to its good will, and therefore the case is within that 
class which requires a showing of the extent of the injury in order to 
establish the jurisdictional amount. 


(3) Third, the plaintiff seeks to show that if the Seagram case is con- 
trolling, the present action is within “class B” which requires for the 
establishment of the jurisdictional amount only that the plaintiff show 
that the right for which protection is sought has a value exceeding $3,000. 
In this respect, the plaintiff asserts that its good will is threatened with 
complete destruction insofar as those customers are concerned whose busi- 
ness allegedly will be lost as the result of the defendant’s conduct. Such 
destruction of the plaintiff's good will, however, is not the type which 
places the action within “class B” as described in the Seagram opinion. 
Loss of customers as the result of the acts of the defendant constitutes 
damage, only, to the plaintiff’s good will. As stated in the Seagram case, 
“Defendants’ acts did not prevent plaintiff from using its good will in the 
conduct of its business.” 245 F.2d at page 458. 


(4) Next, the plaintiff argues that if the instant case does fall within 
“elass A” of the Seagram decision, the injury to the plaintiff’s good will 
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has been shown to exceed the sum of $3,000. Such injury, it is claimed, 
“must necessarily exceed $3,000 in the future, if, in fact, it has not already 
done so.” (Pl.’s Reply Brief, p. 7.) 

This contention can not support a finding of jurisdictional amount. 
The Seagram decision stated, with respect to a similar argument: 


“It is improper, in the absence of evidence of the amount of 
damage sustained or threatened, to look at the evidence of what was 
spent in building good will and then, if the amount be substantial, 
to surmise that the amount of the loss is $3,000 or more. * * *” 245 
F.2d at page 458. 


The plaintiff has also submitted the Affidavit of Robert E. Joyce, 
President of the Chicago Seven-Up Bottling Company, the Chicago bottler 
for the plaintiff. In that affidavit, Mr. Joyce states that: 


“The continued passing off, upon orders for the beverage 7 uP, of 
another beverage, not the genuine beverage 7 up, by defendant Blue 
Note, Ine. will result in substantial and irrevocable damage to The 
Seven-Up Company, caused by actual loss of sales, loss of customers, 
and by damage to the plaintiff’s good will represented by its trademark 
7 UP, in an amount exceeding $3,000, exclusive of interest and costs.” 


It can not be held on the strength of this affidavit alone that the dam- 
age threatened to the plaintiff exceeds the sum of $3,000. The plaintiff 
has the burden of proving that it is properly in the federal court. McNutt 
v. General Motors Acceptance Corp., 298 U.S. 178. The statement of the 
affiant that the damage to the plaintiff’s business exceeds the jurisdictional 
requirement is a mere conclusion. The Seagram case states that before 
jurisdiction can be held to exist, there must be “evidence that the monetary 
value of the damage or injury to plaintiff’s good will, sustained or threat- 
ened by defendants’ acts, exceeds $3,000.” 245 F.2d at page 458. (Km- 
phasis supplied. ) 


II. 


The plaintiff also seeks to avoid the effect of the Seagram case by 
asserting that jurisdiction over the present action does not rest solely upon 
diversity of citizenship. The plaintiff contends that the federal court has 
original jurisdiction over actions for unfair competition under the Lanham 
Trademark Act, 15 U.S.C. § 1126, irrespective of the presence of a juris- 
dictional amount. 

Although this contention has gained some acceptance in the federal 
courts, a number of cases have rejected the argument. The Court of 
Appeals for the Seventh Circuit has recently ruled on this question, decid- 
ing adversely to the plaintiff. City Messenger of Hollywood, Inc. v. City 
Bonded Messenger Service, Inc., F.2d ——, 116 USPQ 75 (48 TMR 
587). 
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The plaintiff has failed to sustain its burden of establishing the exist- 
ence of federal jurisdiction. Therefore, its motion for a temporary injunc- 
tion must be denied, and the complaint is dismissed for want of jurisdiction. 

An order has been entered in conformance with this memorandum. 


ELECTROLUX CORPORATION v. VAL-WORTH, INC. et al. 
N. Y. Sup. Ct., App. Div., 1st Dept. — February 18, 1958 


REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—IN GENFRAL 
REMEDIES—UNFAIR COMPETITION—DEFENSES 

Plaintiff having been aware of defendants’ use of the word FAMOUS on recon 
ditioned sewing machines originally manufactured by it and not having complained 
thereof and the defendants having voluntarily discontinued use of the word in 
television advertising prior to institution of suit, a judgment prohibiting use thereof 
was reversed. 

Having had knowledge of defendants’ practices and not having complained 
thereof, plaintiff was estopped from preventing use of its name on sewing machines 
originally manufactured by it and thereafter reconditioned by defendants with 
parts purchased from other sources. 

REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—IN GENERAL 

Plaintiff held to be entitled to continue reconditioning sewing machines with 
parts from various sources using the original manufacturer’s mark in the sale 
thereof as reconditioned products; such use did not deceive the public nor unduly 
trade upon the plaintiff’s mark in the incidental use of parts not made by it. 

REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—IN GENERAL 
REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—TRADE LIBEL 

No actionable wrong is committed in offering a product bearing a popular 
brand at a very low price in order to sell a more costly competitive product of 
another manufacturer, no passing off having been shown. Even if injunctive relief 
is available to halt disparagement of the well-known brand, specific loss of trade 
or fully persuasive convincing evidence of disparagement must be shown. 


Action by Electrolux Corporation v. Val-Worth, Inc., Royal American 
Sales Mart, Inc., Parsons Appliance Corporation, Al Wolf, Michael Forde, 
Sidney Seymour Sacks, doing business as Parsons Appliance Co. and 
Parsons Appliance Stores, David Clark, Vacuum Cleaner Conservation 
Company, Inc., and Solomon Sacks, doing business as Famous Vacuum 
Shops and Famous Appliance Shops, for unfair competition. Vacuum 
Cleaner Conservation Company, Inc. and Solomon Sacks appeal from 
decision of New York Supreme Court, Special Term, New York County 
from judgment for plaintiff. Reversed; Frank, Justice, dissenting with 
opinion. 


Case below reported at 47 TMR 494. 


Sidney S. Bobbe and Raymond Sacks, of New York, N. Y., for appellants. 
Hamilton Hicks and Hicks & Weller, of New York, N. Y., for respondent. 


Before Boren, Presiding Justice, and RaBIN, FRANK, VALENTE, and 
MCNALLY, Justices. 
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RABIN, Justice. 

The plaintiff is the manufacturer of the well-known ELECTROLUX 
vacuum cleaner. The appealing defendants are Solomon Sacks, doing 
business as “Famous Vacuum Shops” and “Famous Appliance Shops,” 
and Vacuum Cleaner Conservation Company, Ine. (hereinafter called 
“Conservation”), of which corporation Sacks is the president and prin- 
cipal stockholder. 

Since 1948 Conservation has been buying from the plaintiff and others 
quantities of traded-in ELECTROLUX vacuum cleaners of a discontinued 
model. With plaintiff’s knowledge, Conservation would then recondition 
the cleaners and resell them as reconditioned ELECTROLUX machines. The 
cleaners were advertised and sold by Conservation under the trade names 
“Famous Vacuum Shops” and “Famous Appliance Shops” (hereinafter 
called “Famous’’) and bore a decalcomania stating that they had been 
rebuilt by Famous Appliance Shops. It is quite clear that the cleaner was 
advertised as a rebuilt one and that there was no effort to create the impres- 
sion that the same was new. 

In July, 1949, the plaintiff wrote to Famous requesting that in all 
future advertising it be made clear that the cleaners had been rebuilt by 
Famous. Sacks, as president of Conservation, assured ELECTROLUX that the 
plaintiff’s request would be complied with, and it appears that this assur- 
ance was fulfilled. 

On January 12, 1953, the plaintiff objected to the use of the word 
FAMOUS in the defendants’ television advertising on the grounds that the 
trade name FAMOUS was used in such a manner when spoken as to create 
the impression that the word FAMOUS was an adjective referable to the 
plaintiff (a famous company). The defendants thereupon ceased the use 
of the word FAMOUs in its television promotion. 

Some time thereafter the plaintiff hired an investigator, one Adler, 
who called the television station, where defendants offered the rebuilt 
ELECTROLUX for sale, asking for a demonstration of the defendants’ rebuilt 
cleaner at his home. A salesman of defendants called on Adler and 
brought a rebuilt ELECTROLUX cleaner. Adler testified that the salesman 
was critical of the rebuilt ELECTROLUX cleaner and attempted to sell him 
another new cleaner at a much higher price. Adler was, however, able 
to purchase a reconditioned ELECTROLUX cleaner from the salesman, and 
the machine proved satisfactory. Adler’s testimony was supported in part 
by that of the salesman, who said he was instructed to avoid selling the 
cheaply priced rebuilt cleaner, for which he was paid no commission, and 
to use his best efforts to sell the more expensive cleaner. 

Thereafter and in June, 1956, the plaintiff, claiming unfair competi- 
tion, instituted the instant proceeding seeking broad injunctive relief 
against the defendants and the sum of $15,000 in damages. The court 
below, after trial without jury, entered a judgment based upon its findings 
and enjoined the defendants from the following: (1) using the name 
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ELECTROLUX unless all the parts used in the reconditioned cleaners sold 
by defendants are of plaintiff’s own manufacture; (2) using the recondi- 
tioned ELECTROLUX cleaner as a lure to sell another brand machine; (3) 
misrepresenting the reconditioner of the rebuilt ELECTROLUX cleaner; and 
(4) using the word FAMOUs in advertising in such a manner as to create 
the misleading impression that plaintiff has reconditioned the machines 
sold by defendants. In addition, the judgment directed that a reference 
be had to determine the plaintiff’s damages “including lost profits and 
profits of defendants attributable to their acts of unfair competition.” 
For the reasons to be indicated the judgment of the court below must be 
reversed. 

The facts which obtained at the time of trial did not warrant any 
conclusion of actionable misrepresentation as to the identity of the 
rebuilder. The decaleomania affixed to the reconditioned machines plainly 
and clearly announced that FAMoUs and not ELECTROLUX reconditioned the 
machines. For some time prior to this proceeding plaintiff was aware of 
the label thus used by defendants and saw no occasion to complain. What- 
ever confusion may have been caused by the verbal expression FAMOUS 
in defendants’ television and radio advertising cannot now be the subject 
of a prohibitory decree, since, at plaintiff’s request, defendants promptly 
discontinued the word FAMOUS in such sales promotion six months before 
this proceeding was initiated and nothing in the record suggests any like- 
lihood that defendants will resume the discarded practice. 43 C.J.S. see. 
22-d, p. 445. 

It was also error to enjoin the defendants from the use of the name 
ELECTROLUX on their reconditioned cleaners unless all replacement parts 
came from the plaintiff. For the proof is that plaintiff does not sell the 
parts necessary for reconditioning, and that, with plaintiff’s knowledge, 
defendants had for years rebuilt and resold as reconditioned ELECTROLUX 
vacuum cleaners old, trade-in machines bought by defendants from plain- 
tiff. Plaintiff is estopped from now enjoining a course of business of 
which it not only presumably had knowledge, but in which it actively 
participated and profited. Rothschild v. Title Guar. & Trust Co., 204 N.Y. 
458, 461; William H. Keller, Inc. v. Chicago Pneumatic Tool Co., 298 F. 
52, 59; R. L. Bennett & Sons v. Farmers Feed & Gin Co., 288 F. 365 (13 
TMR 257), cert. den. 263 U.S. 104. In any event, since defendants merely 
repaired or reconditioned plaintiff’s machines and did not thereby con- 
struct a substantially or basically new or different cleaner, it was open 
to defendants to use part from sources other than plaintiff and then sell 
the product as a reconditioned cleaner. Champion Spark Plug Co. v. 
Sanders, 331 U.S. 125, 73 USPQ 133 (37 TMR 323); Champion Spark 
Plug Co. v. Reich, 98 F.Supp. 242, 90 USPQ 348. Defendants are not 
eharged with offering their product as a new ELECTROLUX cleaner; they 
expressly marked and sold their product as a reconditioned item; in such 
circumstances defendants do not deceive the public or unduly trade on 
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the ELECTROLUX mark in the incidental use of parts not produced by plain- 
tiff. Singer Mfg. Co. v. Briley, 207 F.2d 519, 521, 99 USPQ 303, 306 (44 
TMR 405). 

The more difficult problems here arise from defendants’ practice of 
using the rebuilt cleaner as a lure to sell a more costly new machine not 
made by plaintiff. Thus, the mark of ELECTROLUX is exploited not to sell 
the product of ELECTROLUX but that of another. Yet, unless we are judi- 
cially to outlaw the innumerable instances in which the retailer overtly 
offers a loss-lead item with the covert hope and expectation of other more 
profitable sales, we can find no actionable wrong to have been committed 
here. In this case defendants did not refuse to sell rebuilt ELECTROLUX 
machines as advertised, in possible violation of section 421, Penal Law; 
defendants did in fact sell many rebuilt ELECTROLUX cleaners, including 
the one sold to Adler. Nor is this the case where a competing item is 
palmed-off as the luring item (Admiral Corp. v. Price Vacuum Stores, 141 
F.Supp. 796, 109 USPQ 451, 46 TMR 842); the consumer was emphati- 
eally told by defendants’ salesmen that the choice was between an old 
ELECTROLUX and a new cleaner of a different kind. And even if we assume 
the availability in our courts of injunctive relief for trade disparagement 
(compare Marline Fire Arms Co. v. Shields, 171 N.Y. 384, with Allen Mfg. 
Co. v. Smith, 224 App. Div. 187, 18 TMR 435), there is here lacking either 
the proof of specific loss of trade necessary to recover damages (Reporters’ 
Assn. v. Sun Printing Assn., 186 N.Y. 437; Tower v. Crosby, 214 App. Div. 
392) or the fully persuasive “convincing evidence” of disparagement 
necessary to an injunction. Bourjois, Inc. v. Park Drug Co., 82 F. 468, 471 
(26 TMR 247). 

What remains is, therefore, the practice of offering a well-known 
product at a low price to stimulate an interest which the seller attempts 
to divert to a lesser-known product at a more profitable price. This 
commonplace in the retail economy creates no cause of action. Sunbeam 
Corp. v. Payless Drug Stores, 113 F.Supp. 31, 97 USPQ 373 (43 TMR 
948) ; see also General Electric v. Gem Vacuum Stores, 36 N.J. Super. 234. 
Of course, the owner of the mark so exploited is not without recourse. 
Plaintiff could have refused to sell defendants its old machines for repair 
and resale. Sellers can, by agreement, fix the resale prices to be charged 
by parties, and by non-signatories buying from parties to the agreement. 
General Business Law, Art. XXIV-A; General Electric Co. v. Masters, 
Inc., 307 N.Y. 229, app. dis. 348 U.S. 892. But plaintiff is not entitled, 
beyond these devices and the relief available for the conditional torts of 
infringement, unfair competition, and trade libel to judicial restraint of 
the common competitive practice of loss-lead items. 

The judgment of the court below should be reversed on the law and 
facts and judgment is directed in favor of defendants dismissing the 
complaint with costs. 
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All concur except Frank, Justice, who dissents and votes to modify 
in a dissenting opinion. 


FRANK, Justice (dissenting). 

I must dissent from a complete reversal of the injunction granted 
herein after a trial of the issues, although concurring with the majority 
that no reference is required and that the plaintiff failed to establish any 
basis for an award of damages. 

My disagreement with the majority rests upon its refusal to sustain 
so much of the injunctive relief granted by the learned trial court as 
restrains the defendant, in radio, television and other advertising, from 
associating the word FAMOUS with ELECTROLUX in such a manner as shall 
be capable of misleading the public. 

The facts as found are that the defendants, in the use of radio and 
television advertising, employed phraseology leading the unwary to be- 
lieve that a used ELECTROLUX vacuum cleaner, guaranteed for a year and 
rebuilt by that famous company ELECTROLUX, was offered for sale at a very 
low price. Listeners and viewers of the broadcasts were solicited to tele- 
phone or write requesting a representative to visit the home and deliver 
or demonstrate the appliance. The defendants employed salesmen to make 
such home visits, each equipped with one used ELECTROLUX and a new 
machine of different manufacture, priced considerably higher. Although 
the proof established that the salesmen were instructed to discourage the 
purchase of the second-hand ELECTROLUX in favor of a new appliance, not 
an ELECTROLUX, that proof was scarcely required, for the record is clear 
that the sales representative, working on a commission basis, received no 
compensation for the sale of a rebuilt ELECTROLUX, but was paid only for 
the sale of a new vacuum cleaner. 

It is fair to assume that the majority agrees that the method adopted 
by the defendants to promote the sales of new machines constituted “bait 
advertising.” I believe it is an equally fair inference, from the proof, that 
the sole purpose in soliciting a potential purchaser of a rebuilt ELECTROLUX 
was to sell a new vacuum cleaner. 


Unfair competition is no longer confined to “palming off” one’s goods 


“ce 


as those of another. It is an expanding concept and “ ‘what was not 
reckoned an actionable wrong 25 years ago may have become such today.’ 
* * * “Many earlier dicta, probably some earlier decisions, are not now 
safe guides’”. Maison Prunier v. Prunier’s Restaurant & Cafe, Inc., 159 
Mise. 551, 555, per Shientag, J., quoting in part from 40 Harvard Law 
Review, 813; see, also, Nims, Unfair Competition and Trademarks, 4th ed., 
chap. 1, pp. 1-7. 

The term “unfair competition” no longer adequately expresses busi- 
ness misconduct condemned by law. The American Law Institute in its 
Restatement of Torts (chap. 35 introductory note), has substituted “unfair 
trade practices” for it and states (p. 538): “* * * the scope of liability 
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in this field is constantly expanding. This is due partly to the flexibility 
and breadth of equitable relief and partly to changing methods of busi- 
ness and changing standards of commercial morality.” 

In the enactment of the Federal Trade Commission Act, Congress 
adopted the term “unfair methods of competition,” and the Supreme Court 
has held that the substituted phrase, although broader in meaning, cannot 
be defined precisely and its scope must be left to judicial interpretation as 
controversies arise. Schechter Corp. v. United States, 295 U.S. 495, 531- 
533; Federal Trade Comm. v. Roladam Co., 283 U.S. 643, 648, 649 (21 
TMR 575). 

Whether “bait advertising,” “loss leaders” and other forms of compe- 
titive advertising to attract, entice or lure customers to retail establish- 
ments constitute unfair competition is, in my view, quite beside the point. 
We are not here concerned with the efforts of one who seeks to attract 
potential customers to his business establishment by fair means or foul. 
Our problem is whether we will condone misrepresentation or deception as 
a means for gaining entrance to a home whose privacy should be inviolate. 

It is one thing for a customer to enter a market open to the public 
and there to discover a deception, for he is free to turn and leave. It is 
quite another to discover that an invitee into one’s home has misrepre- 
sented the product for which the invitation was expressly extended or 
has used that product as bait to promote the sale of another. A request 
for such an invitee to leave rarely brings prompt compliance, and high- 
pressure salesmanship exerted upon a householder who has no easy means 
of escape from his own home should not be countenanced or encouraged. 

It is my view that cases like Sunbeam Corporation v. Payless Drug 
Company, 113 F.Supp. 31, 97 USPQ 373 (43 TMR 948), and General 
Electric v. Gem Vacuum Stores, 36 N.J. Super. 234, are inapplicable here. 
In addition to other distinguishing factors they do not involve the use 
of media such as television and radio for the purpose of gaining entrance 
into private homes with the intent to sell a product different from that 
advertised. 

The Supreme Court of this state does not fail to invoke its equity 
jurisdiction when the facts establish unfair trade practices. Fisher v. Star 
Co., 231 N.Y. 414, 428. In such a case, the courts will endeavor to adapt 
its relief to the equities of the particular problem as nearly as can be 
done. J. C. Penney Co. v. H. D. Lee Mercantile Co., 120 F.2d 949, 954, 50 
USPQ 165, 170-171; 87 C.J.S. 2d p. 241; compare Straus v. Notaseme 
Hosiery Co., 240 U.S. 179 (6 TMR 103); Rushmore v. Badger Brass Mfg. 
Co., 198 F. 379 (2 TMR 489); J. F. Rowley Co. v. Rowley, 193 F. 390 (2 
TMR 261); Restatement, Torts, chap. 35, introductory note, p. 541. Our 
courts have prohibited unfair competitive practices in a wide variety of 
business activities. This has been done even where there has been no 
direct competition, so long as the wrong-doer has resorted to subterfuge, 
overreaching or unethical conduct. The emphasis is always upon the use 
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of unfair tactics. See Dior v. Milton, 155 N.Y.S. 2d 456, 110 USPQ 563 
(47 TMR 35), aff'd 2 App. Div. 2d 878, 113 USPQ 210; Henry Glass & 
Co. v. Art-Mor Togs, Inc., 101 N.Y.S. 2d 538; Margolis v. National Bellas 
Hess Co., Inc., 139 Mise. 738, aff'd 235 App. Div. 839; Madison Square 
Garden Corp. v. Universal P. Co., Inc., 255 App. Div. 459, 39 USPQ 551 
(29 TMR 75); Montegut v. Hickson, Inc., 178 App. Div. 94; Maison 
Prunier v. Prunier’s Restaurant & Cafe, Inc., 159 Mise. 551. 

“Bait advertising” was prohibited where the name of a recognized 
silk manufacturer was used to promote the sale of second quality mer- 
chandise and of goods manufactured by another. Cheney Bros. v. Gimbel 
Bros., 280 F. 746 (12 TMR 187). 

It is unfair competition for a merchant to mingle permissible activi- 
ties in the sale of his goods with such improper presentation, packaging 
or advertising of his product as would tend to confuse or deceive the 
public. Ronson Art Metal Works v. Gibson Lighter Mfg. Co., 3 App. Div. 
2d 277, 112 USPQ 489 (47 TMR 628). 

If these defendants had by fraud or surreptitious design obtained 
a list, in the possession of the plaintiff, of persons who had requested 
demonstrations of the plaintiff’s appliance, we would not hesitate to en- 
join the use of that information. I can see no distinction where, as here, 
the defendants by the misleading use of the plaintiff’s name obtain such 
a list of prospective purchasers. 

The suggestion that injunctive relief should be denied because the 
defendants discontinued radio and television advertising upon the plain- 
tiff’s demand and before the action was commenced should not be adopted. 
If the defendants, in good faith, do not intend to resume the criticized 
advertising, no harm can come to them by the granting of injunctive relief. 
If, however, they are likely to renew the condemned activity, then judicial 
restraint is an appropriate remedy. Mere cessation of unfair competitive 
practices upon demand or prior to the commencement of an action does 
not bar the issuance of injunctive relief. 43 C.J.S., sec. 22, p. 445. 

Where unfair competition is established, any doubts as to the ade- 


quacy of relief are generally resolved against the transgressor. Champion 
Plug Co. v. Sanders, 331 U.S. 125, 130, 73 USPQ 133, 136 (37 TMR 323) ; 
Warner & Co. v. Lilly & Co., 265 U.S. 526, 532 (14 TMR 247). 

For the foregoing reasons, the judgment should be modified to grant 


injunctive relief in accordance with the views herein expressed. 


tt iooeeeneeeeeee 
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FIAT SOCIETA PER AZIONI et al. v. VAUGHAN et al. 
N. Y. Sup. Ct., App. Div. 1st Dept. — February 18, 1958 


REMEDIES—INFRINGEMENT—SCOPE OF RELIEF—IN GENERAL 
A judgment prohibiting use of a telephone number employed by the defendants 
in conducting a business under an infringing name was modified so as to permit 
use thereof for the other businesses of defendants. 


Petition under section 964 of New York Penal Law by Fiat Societa 
per Aziont, et al. v. William Vaughan, et al. Defendants appeal from order 
granting petition. Modified. 

Case below reported at 47 TMR 1489. 


John R. Jones, of New York, N. Y., for appellants. 
Edward Garfield, of New York, N. Y., for respondents. 


Before BoTErn, Presiding Justice, and BREITEL, RABIN, FRANK, and 
BastTow, Justices. 


PER CURIAM. 

In this proceeding for a summary injunction pursuant to the Penal 
Law (§ 964), the relief granted at Special Term is too broad. The indi- 
vidual defendant conducts several business enterprises from the same 
premises and all are listed under the same telephone number. To bar 
the use of that telephone number to the defendants, other than FIaT SALES 
AND SERVICE would be too drastic a remedy in a summary proceeding such 
as this. Under the circumstances, the third ordering paragraph will be 
modified to eliminate therefrom, the individual defendant Vaughan and 
all corporations or trade names mentioned therein, save FIAT SALES AND 
SERVICE, and as so modified on the facts and the law and in the exercise 
of discretion, the order is otherwise affirmed. Settle order. 


OLEG CASSINI, INC. v. DORENE FASHIONS 
CORPORATION et al. 


N. Y. Sup. Ct., App. Div., 1st Dept.— February 26, 1957 


REMEDIES—UNFAIR COMPETITION—SCOPE OF RELIEF—INJUNCTION 
Agreement that “at no time will we infringe or copy any of your designs” is 
unenforceable and should not have been the basis of judgment where no unfair 
competition was proved. Reversed. 


Action by Oleg Cassini, Inc. v. Dorene Fashions Corporation, et al., 
for unfair competition. Defendants appeal from New York Supreme Court, 
Special Term from judgment for plaintiff. Reversed. 

Case below reported at 46 TMR 1354. 


Paul Englander, Jesse Cohen and Judah B. Felshin, of New York, N. Y., 
for Oleg Cassini, Inc. 
Franklin M. Desser, of New York, N. Y., for Dorene Fashions Corporation. 
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Per CURIAM. 

The injunctive relief granted at Special Term was predicated entirely 
on the letter of December 2, 1954, written by the appellants’ predecessors. 
This letter was delivered as an incident to the settlement of a suit that 
concerned an infringement by the appellants’ predecessors of a design 
patent held by the respondent on one of its original models. The letter, 
which, parenthetically, was not made part of the stipulation of settlement, 
stated, “You have our assurance that at no time will we infringe or copy 
any of your designs.” Under the circumstances so all-embracing an agree- 
ment is unenforceable. Since Special Term indicated in its opinion that 
there was no proof to sustain the allegations of unfair competition, the 
judgment is unanimously reversed, with costs to the appellants, and the 
complaint dismissed. Settle order on notice. 

Concur: BoTern, Presiding Justice; RABIN, FRANK, VALENTE, and 
MCcNALLY, Justices. 


SLEEPER LOUNGE COMPANY et al. v. BELL 
MANUFACTURING COMPANY 


No. 15495 —C. A. 9—March 21, 1958 


COURTS—FNDINGS 
Since court’s determination on infringement is dispositive on appeal, it finds 
no occasion to pass on propriety of finding below that mark was valid. 
REGISTRABILITY—DISCLAIMERS 
Disclaimed material forming part of registered trademark cannot be ignored; 
it is still part of composite mark which must be considered in its entirety. 
REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
SLEEPER LOUNGE, THE WONDER BED is not likely to be confused with BELL’s 
WONDER CHAIR for chair. 
CourRTS—FINDINGS 
Since trial court rested its finding of infringement primarily on similarity of 
meaning between marks, appellate court is in as good a position as trial judge 
to determine possibility of confusion. 
REMEDIES—INFRINGEMENT—SCOPE OF RELIEF—INJUNCTION 
Where no actual damages nor loss of business was proved, and there was no 
showing of fraud or palming off, injunctive relief would have satisfied equities of 
infringment case. 
CouRTS—CosTS 
Court finds no authority for award of attorneys’ fees. 


Action by Bell Manufacturing Company v. Sleeper Lounge Company, 
a copartnership consisting of Charles Kunzelman and James A. Anderson 
for trademark infringement and unfair competition. Defendants appeal 
from District Court for Southern District of California from judgment for 
plaintiff. Reversed. 
Lyon & Lyon and R. Douglas Lyon, of Los Angeles, California for appel- 


lants. 
Elliott & Pastoriza, of Santa Monica, California, and Adelbert Schapp, of 
San Francisco, California, for appellee. 
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Before CHAMBERS and BARNES, Circuit Judges, and CLark, District Judge. 


BaRNEs, Circuit Judge. 

Appellee sued appellants below and recovered damages and attorneys’ 
fees for infringement of and unfair competition with appellee’s Registered 
Trademark No. 3 2, dated May 11, 1940. Jurisdiction was in the lower 
eourt. (15 U.S.C. § 22.) This Court has jurisdiction of the timely appeal. 
(28 U.S.C. §§ 1121, 1291.) 

The trademark in question consists of the words WONDER CHAIR (with 
a disclaimer as to the word cHarR apart from the mark), as applied to 
“Reclining Chairs and Convertible Chair Beds” in Class 32, Furniture 
and Upholstery. 

The court, trying the case without a jury, made findings which stated 
that appellants adopted and used the words WONDER Bep for a lounge or 
contour bed, which is capable of being adjusted for use as a bed, a lounge, 
or a reclining chair. (Finding 11.) Further, 


“The said lounges or contour beds thus sold and distributed by 
the Defendants are embraced within the product line of goods specified 
in Plaintiff’s Trademark Certificate and have substantially the same 
descriptive properties as Plaintiff’s reclining chairs and/or convertible 
chair beds, and belong to the same Patent Office classification, namely 
Class 32 (Furniture and Upholstery).” (Finding 12.) 


The Conclusion of the District Court was that appellee’s trademark 
was valid, and infringed by appellants. 

Appellants object to the Findings and Conclusions hereinabove men- 
tioned, and to (a) the injunction granted; (b) the damages of $1000.00 
awarded ; and (c) the attorneys’ fees of $500.00 awarded. 

Since our determination on the question of infringement is dispositive 
of this appeal, we find no occasion to pass upon the propriety of the finding 
below that appellee’s trademark was valid. We, therefore, refrain from 
consideration of the validity of the trademark sued upon. 

The primary question, then, is whether the appellant has in any way 
infringed the trademark claimed by appellee. We understand that there 
are three tests readily applied to any trademark to determine if there has 
been “identification.” 


(1) Is there similarity of sound? 
(2) Is there similarity of sight? 


(3) Is there similarity of meaning? 


Let us examine the respective marks actually used by the parties. 
Appellee trademark the words WONDER CHAIR. It most frequently, though 
not always, used the words BELL’s WONDER CHAIR (Plaintiff’s Exhibit Nos. 
4, 5, 7, 8, 10 and 19), or, BELL WONDER CHAIR—(NOT A BED) (Plaintiff’s 
Exhibit No. 6), or, THE BELL WONDER CHAIR-BED (Plaintiff’s Exhibit No. 9), 
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or, WONDER LOVE SEAT (Plaintiff’s Exhibit No. 9), or, WONDER CUSHIONED 
DIVAN (Plaintiff’s Exhibit No. 9). 

Appellants used the words SLEEPER LOUNGE, THE WONDER BED (Plain- 
tiff’s Exhibits 13 to 18, incl.; Defendants’ Exhibits B and E), or, ELECTRICAL 
WONDER BED (Plaintiff’s Exhibit No. 20), although originally it used merely 
SLEEPER LOUNGE BED ( Defendants’ Exhibits A, F, G, H, and J), or, SLEEPER 
LOUNGE. 


I—Was the Trademark Infringed? 


Appellee urges that any use of the word “wonder” is an exact copy 
of the mark used by appellee. Appellee, to be logical, must assume that 
use of the phrase WONDER BED is so similar to WONDER CHAIR’ in meaning 
as to be an exact copy. And that WONDER BENCH Or WONDER CAR (on each 
of which one sits) would be a colorable imitation of this trademark. This 
seems illogical, particularly when the evidence discloses the Patent Office 
has issued, prior to plaintiff’s application, trademarks as follows: (a) 
WONDER-BAR, No. 554,367, (b) WONDER BAR, No. 572,430, (c) WONDER VALUE, 
No. 359,027, and, (d) WONDERFOAM, No. 585,899, all being in Class 32 
“Furniture and Upholstery.” (Defendants’ Exhibit D.) 

But we have seen appellants have not used simply WONDER BED, but 
SLEEPER LOUNGE, THE WONDER BED while appellee has used not simply 
WONDER CHAIR, but BELL’S WONDER CHAIR. 

We are required to consider the composite trademark in its entirety.’ 

Is there any likelihood of confusion or mistake in such use? Would 
the ordinary purchaser, buying with ordinary caution, be misled? It is 
true that the question of any likelihood of confusion or mistake depends 
on many factors, including type of product involved, the manner of dis- 
tribution of the product, the market for the product, the product’s function, 
and the similarity between the registered marks, and the alleged infringing 
word or phrase. But the latter is the one essential feature, without which 
the others have no probative value. And in this case there has been not a 
word of testimony relating to any actual mistake, nor of a single purchaser 
mistaking the Bell Chair for a Sleeper Lounge Bed, or vice versa. There 
has been no missent mail, and no mistaken phone calls.® 

We do not see how any intent to confuse or deceive can be laid at 
appellants’ door. There is use of entirely different format; there is no 


1. Disclaimed material forming part of a registered trademark cannot be ignored. 
It is still part of the composite trademark which must be considered in its entirety. 
Beckwith v. Comm. of Patents, 1920, 252 U.S. 538 (10 TMR 255) ; Van Camp Sea Food 
v. Westgate Sea Products, 9 Cir., 1928, 28 F.2d 957 (19 TMR 189). 

2. Appellee’s expert testified the word BELL was the device most clearly identifying 
the source of the product [Tr. p. 49], and the trademark used was “always” BELL’S 
WONDER CHAIR and not WONDER CHAIR. [Tr. p. 50.] 

“Q. The word BELL has always been superimposed above the word WONDER 

CHAIR? 

A. I believe so.” [Testimony of Harold John Miller, Tr. p. 152.] 


3, Tr. pp. 76, 78, 146, 158, 
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similarity of sight or sound; there is no more similarity of meaning than 
if appellee advertised a WONDERFUL CHAIR and the appellants a WONDERFUL 
BED; One a BEAUTIFUL Or BEAUTY BED; the other a BEAUTIFUL or BEAUTY 
CHAIR. Without proof of secondary meaning there can be no confusion.* 

Since the trial court rested its finding of infringement primarily on 
the similarity of meaning between the trademarks, BELL’S WONDER CHAIR 
and SLEEPER LOUNGE, THE WONDER BED, we are “in as good a position as the 
trial judge to determine the possibility of confusion.” Miles Shoes v. Macy, 
2 Cir., 1952, 199 F.2d 602, 95 USPQ 170 (42 TMR 911), cert. den. 345 
U.S. 909, 96 USPQ 457; Warner Brothers v. Jantzen, 2 Cir., 1957, 249 F.2d 
353, 355, 115 USPQ 258, 259 (48 TMR 337) (dissent). 

In McCormick & Co., Inc. v. B. Manischewitz Co., 6 Cir., 1953, 206 
F.2d 744, the court holds at page 746, 98 USPQ 367, 369 (44 TMR 165) : 


“* * * Tt also follows that while extrinsic facts are significant, the 
likelihood of confusion may as readily be perceived by a reviewing 
court upon visual comparison as by a court of first instance, unless 
extrinsic facts compel determination one way or the other.” 


See also, Best & Co. v. Miller, 2 Cir., 1948, 167 F.2d 374, 77 USPQ 133 (38 
TMR 543); California Fruit Growers Exchange v. Sunkist Baking Co., 
7 Cir., 1948, 166 F.2d 971, 76 USPQ 85 (38 TMR 188). 

Appellee manufactured a chair capable of assuming the position and 


appearance of a bed; appellants manufactured only beds, incapable of 
assuming the position or appearance of a chair. In using either product, 
an occupant could so arrange the piece of furniture that he could “lounge” 
in it. Appellee’s chair was sold for, and as, a bed, but appellants’ bed was 
not sold for, or as, a chair. 

We can find no evidence of confusion in the record, nor any evidence 
of likelihood of confusion. 

We find no infringement. Judson-Dunaway Corp. v. Hygienic Prod- 
ucts, 1 Cir., 1949, 178 F.2d 461, 84 USPQ 31 (40 TMR 113); 3 Callmann, 
Unfair Comp. and Trademarks (2nd Ed. 1950). 


II—The Damages 


No actual damages were proved at the trial. No loss of business was 
proved. There was no showing of fraud or palming off. Good faith is a 
defense. So is the de minimis rule. Had there been infringement here, 
injunctive provisions would have satisfied all the equities of the case. 
Sazxlehner v. Siegel-Cooper Co., 1900, 179 U.S. 42; Golden West Brewing 
Co. v. Milonas & Sons, 9 Cir., 1939, 104 F.2d 880, 882, 42 USPQ 185, 186 
(29 TMR 540). 


4, We are not here concerned with the possible effects of secondary meaning for 
appellee’s mark. There was no evidence of secondary meaning at the trial and that 
problem is not involved here. 











THE TRADEMARK REPORTER Vol. 48 T. M.R. 





The statute authorizing recovery of damages does not require such 
an award in every case. 

In view of our conclusion of lack of infringement, there can be no 
damages awarded. 


IIlI]—Attorneys’ Fees 


We find no authority for the award of attorneys’ fees in this case, 
even had there been infringement. None has been cited to us. There was 
no basis proved for punitive damages. Perhaps some day Callmann’s 
suggestion and advice will be incorporated into statute or judicial legisla- 
tion.’ We will not do so here, for this is not the case, factually, in which 
to innovate. 

The judgment is reversed, with instructions to the lower court to 
enter a decree establishing the validity of the mark; that there has been 
no violation thereof; with no damages awarded, and no attorneys’ fees in 
the lower court. 

Reversed. 


WATSON, Com'r of Patents v. E. LEITZ, INC. 
Nos. 14158-9 —C. A., D. C.—March 27, 1958 


CoMMON LAW TRADEMARKS—IN GENERAL 
A trademark must be appurtenant to some enterprise related to the marketing 
of goods; philosophically and legally, it is impossible for a mark to exist in gross. 
However, a merchant as well as a manufacturer may own a trademark. 
REGISTRABILITY—IN GENERAL 
A domestic corporation formed by a foreign manufacturer to distribute its 
goods in this country and to which it assigned its United States rights in the mark 
LEITZ was held to be the owner of the mark and entitled to registration thereof, 
the proof showing that the domestic corporation had itself manufactured products 
to which it had affixed the mark. 


Action under 35 U.S.C. 145 by EF. Leitz, Inc. trademark application, 
Serial No. 599,300, filed June 6, 1950 v. Robert C. Watson, Commissioner 
of Patents. Defendant appeals from District Court for District of Colum- 
bia from judgment for plaintiff. Affirmed. 

Case below reported at 47 TMR 1008. 

See also 43 TMR 267, 45 TMR 857. 


J. Schimmel (Clarence W. Moore, on the brief), for appellant. 

John Vaughan Groner, of New York, N. Y. (Donald M. Dunn and Delavan 
Smith, of New York, N. Y., and Richard P. Schulze, of Washington, 
D. C., on the brief), for appellee. 


Before PRETTYMAN and BurcErR, Circuit Judges, and Mappen, Judge of 
Court of Claims.* 


5. 4 Callmann, Unfair Comp. & Trademarks 1903 (2d ed. 1950). 
* Sitting by designation pursuant to the provision of 28 U.S.C. § 291(a). 
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MADDEN, Judge. 

The appellee in 1950 filed an application, pursuant to the provisions 
of the Act of July 5, 1946, 15 U.S.C. 1051, for the registration of the trade- 
mark here in issue. After extended proceedings in the Patent Office, the 
Assistant Commissioner of Patents denied the application on the ground 
that the applicant, the appellee here, was not the owner of the trademark, 
105 USPQ 481 (45 TMR 857). The applicant then filed suit in the District 
Court under section 1071 of Title 15 and section 145 of Title 35 of the 
United States Code, praying for a decree adjudging that it was entitled to 
registration of the mark and authorizing and directing the Commissioner 
of Patents to register the mark. The District Court entered the decree 
prayed for. 113 USPQ 409 (47 TMR 1008). No. 14158 is the Commis- 
sioner’s appeal from that judgment. Thereafter the Commissioner filed a 
motion under Rule 60(b) for relief from the judgment on the ground that 
material facts had been withheld in the prior proceedings. The District 
Court denied that motion. No. 14159 is the Commissioner’s appeal from 
that denial. 

If the appellee was the owner of the trademark in question, it was 
entitled to have it registered, and to have the very substantial benefits 
which result from registration. The appellant’s position is and has been 
that the appellee is not the owner of the mark. 

Ernest Leitz G. m. b. H., Wetzlar, Germany, hereinafter called Leitz- 
Wetzlar, manufactured and sold cameras, photographic equipment, and 
other optical and laboratory equipment. It was apparently a proprietor- 
ship with limited liability. In 1914 Leitz-Wetzlar registered in the German 
Patent Office the trademark LEITz. For many years before 1916 Leitz- 
Wetzlar had had a branch in New York City which handled its products. 
In 1916 Leitz-Wetzlar caused to be formed a New York corporation, 
named E. Leitz, Inc. and conveyed to that corporation 


the business now conducted by me at No. 30 East 18 Street, Borough 
of Manhattan, City of New York, together with all contracts, patents, 
trademarks * * * and all goods, wares, and merchandise * * * goodwill, 
and property of every kind and nature belonging to me or used by 
me in this business * * *. 


The new corporation, herein called Leitz-1916, was, as its predecessor, 
the New York branch of Leitz-Wetzlar had been, the outlet in the United 
States of the products of Leitz-Wetzlar, and it operated a repair depart- 
ment for those products. It later commenced the manufacture in the 
United States of some scientific instruments and parts, and it placed 
upon them the trademark E. LEITZ, or LEITZ, which was the same mark used 
on the goods manufactured by Leitz-Wetzlar. 

During the First World War Leitz-1916 was seized by the Alien Prop- 
erty Custodian, but it was restored to private ownership after the war, 
and the business was carried on as before. About 1925 Leitz-1916 intro- 
duced the LEICA camera, a product of Leitz-Wetzlar, into the United States. 





976 THE TRADEMARK REPORTER Vol. 48 T. M.R. 








About 1929 or 1930 Leitz-1916 began to apply the trademark LEITz in the 
exact script form for which it applied for registration in the proceedings 
here under review, to appliances developed and manufactured by it in the 
United States, as well as to those manufactured by Leitz-Wetzlar. 

By about 1935 all of the stock of Leitz-1916 was owned by Leitz- 
Wetzlar. It would seem that the corporation had been effectively controlled 
by Leitz-Wetzlar from the time of its formation in 1916, although the 
exact nature of the relationship between the formal owners of the stock 
and Leitz-Wetzlar during the intervening years is not shown by the record. 
In any event, there is no evidence of any disagreement between Leitz-1916 
and Leitz-Wetzlar as to the former’s activities in manufacturing or acquir- 
ing other products and selling them with the LEITz mark. 

In 1941 the assets of Leitz-1916 were transferred to a newly-formed 
corporation, again named E. Leitz, Inc., which corporation is the present 
appellee. Leitz-1941 paid Leitz-1916 for its assets by issuing to it the stock 
of Leitz-1941. Since Leitz-Wetzlar was the sole stockholder of Leitz-1916, 
it remained, through that stockholding, the sole owner of Leitz-1941. The 
bill of sale of the assets of Leitz-1916 to Leitz-1941 mentioned no specific 
trademarks, but transferred trademarks and good will in general terms. 

In 1942 all stock of both Leitz-1916 and Leitz-1941 was seized by the 
Office of Alien Property, because of its German ownership. During the 
war Leitz-1941 manufactured equipment for the Signal Corps of the Army, 
and marked its product with the word LEITz. The Alien Property Custo- 
dian caused or permitted Leitz-1941 to apply for and receive a trademark 
registration for a trademark in the exact form of script which is at issue 
in this ease. The application was made in 1944 and the registration was 
issued in 1946. This registration was of the kind authorized by the Act 
of March 19, 1920, 41 Stat. 533, and did not give the holder the protection 
afforded by registration under the Act of July 5, 1946, the kind of regis- 
tration sought in the proceedings here under review. See Speed Products 
Co., Inc. v. Tinnerman Products, Inc., CA 2, 179 F.2d 778, 883 USPQ 490 
(40 TMR 22), for discussion of this distinction. 

The Attorney General of the United States, as Alien Property Custo- 
dian, issued a prospectus describing the assets of Leitz-1941, for the pur- 
pose of inducing persons to bid for its stock. This prospectus stated that 
the company owned legal title to “the trade names, trademarks and regis- 
trations in the United States,” both for goods manufactured by itself and 
for goods imported from Leitz-Wetzlar, but stated further that no opinion 
was expressed as to whether this ownership would prevent Leitz-Wetzlar 
or others authorized by it from marketing its products in the United States 
under their trade names, which were identical with those of Leitz-1941. 

Supplementing the original vesting order issued in 1942, the Alien 
Property Custodian issued further vesting orders including one issued on 
February 26, 1952, which vested every interest, including reversionary 
interests, which Leitz-Wetzlar might have in any and all trademarks and 
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trade names appurtenant to the business of Leitz-1941, and specifically 
including the trademark having the distinctive script here in issue. He 
then conveyed the rights so vested to Leitz-1941. 

In 1952 the Alien Property Custodian sold all the capital stock of 
Leitz-1941 to Dunhill International, Inc. Dunhill sold the stock to Synthetic 
Nitrogen Products Corp. The present ownership of the stock derives from 
Synthetic Nitrogen Products Corporation. 

In 1950, while the stock of Leitz-1941 was owned by the Alien Prop- 
erty Custodian, the application for the trademark registration here in 
issue was filed by the corporation, and has continued to be pressed regard- 
less of the changes in ownership of the corporation’s stock. As we have 
seen, the application was rejected by the Patent Office on the ground that 
the applicant was not the owner of the trademark sought to be registered. 

When Leitz-Wetzlar marketed its products through its agents in the 
United States, it of course owned its trademarks. The appellant’s position 
is that the mere agency relation continued, in substance, down to the 
time of the application for registration in 1950. The creation by Leitz- 
Wetzlar of Leitz-1916, its probable control of that corporation until about 
1935 and its undoubted control of it thereafter, its creation and control 
of Leitz-1941 until the vesting of the stock by the Alien Property Custodian 
in 1942, all of these facts indicate a relationship akin to agency. However, 
when Leitz-1916 was created and the New York assets including good will 
and trademarks were conveyed to it, it was obviously intended by the 
parties that the new legal entity should own in its marketing area, the 
United States, the rights which Leitz-Wetzlar had had in that area when 
it marketed its products there through agents. The lodging of those rights 
in the American corporation would facilitate their enforcement against 
infringers in its market area. 

As we have said, the appellant’s contention is that the ownership of 
the trademark in question was and is in Leitz-Wetzlar, from which it would 
necessarily follow that the appellee was not entitled to register it. But 
the ownership of the mark, so far as concerns the percentage of the goods 
manufactured by the appellee itself, or secured from other manufacturers 
than Leitz-Wetzlar, could not possibly have been in Leitz-Wetzlar. It did 
not manufacture or sell these goods, nor have anything whatever to do 
with them. It would have been deceptive and misleading to have repre- 
sented by a trademark or otherwise, that they came from Leitz-Wetzlar. 

As to the ownership of the trademark in the United States, as the 
mark would be applied to the goods imported from Leitz-Wetzlar, there 
ean be no doubt that Leitz-Wetzlar intended and attempted to transfer 
that ownership to Leitz-1916. The language in the 1916 bill of sale could 
have referred to nothing else. That intent continued through the entire 
period of Leitz-1916’s ownership and operation of the United States busi- 
ness. From sometime early in the 1930’s, Leitz-1916 was using the trade- 
mark LEITZ, sometimes in the same script form in which Leitz-Wetzlar 
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used it in Germany, and was using it on both the American-made goods 
and the German-made goods. Yet Leitz-Wetzlar made no protest or objec- 
tion, though during the latter years of the 1930’s it completely owned and 
controlled Leitz-1916 and could have instantly put a stop to any conduct 
which violated its 1916 intent. The conveyance in 1941 from Leitz-1916 
to Leitz-1941 was a conveyance of everything that Leitz-1916 owned. It, 
then, neither added to nor subtracted from the assets, tangible and in- 
tangible, which had been owned by Leitz-1916. 

The appellant must, then, in order to sustain his contention of lack 
of ownership of the trademark by the appellee, show that, regardless of 
the intent of the parties, it was legally impossible to place that ownership 
in the appellee. In the case of a jus in re aliena the law does not permit 
an easement in the land of one person which easement was created as an 
appurtenance to the land of another person, to be separated from the 
dominant land and given a separate existence in an owner who does not 
own the dominant land. The appellant makes a somewhat similar conten- 
tion with regard to the trademark here in question. He says that it is an 
appurtenance to the Wetzlar factory and it is not possible for it to have 
a legal existence separate from that factory. 

A trademark must be appurtenant to some enterprise which is related 
to the marketing of goods. It is both philosophically and legally impossible 
for it to exist in gross. But a merchant as well as a manufacturer may 
have a trademark. 15 U.S.C. 1127. As a merchant, Leitz-1916 had a right 
to use a mark which would become a symbol of quality of its goods, and 
of its responsibility for them. Leitz-Wetzlar was willing that Leitz-1916 
should use the same mark in the United States which Leitz-Wetzlar used 
elsewhere. Such an arrangement was held valid in A. Bourjois & Com- 
pany, Inc. v. Katzel, 260 U.S. 689 (18 TMR 69). See also Scandinavia 
Belting Co. v. Asbestos and Rubber Works, 257 F. 937, 954 (9 TMR 136). 

Leitz-1916 had the right to use the trademark and did use it, as its 
own mark. Leitz-1941, the appellee, acquired the same right by convey- 
ance from Leitz-1916. The changes of ownership of the stock of Leitz-1941, 
from Leitz-Wetzlar, through the Alien Property Custodian and Dunhill 
to the present owner, did not increase or decrease the assets of the corpo- 
ration, including its good will and trademarks. 

The Alien Property Custodian, having in 1942 seized the stock of 
Leitz-1941, issued further vesting orders in 1951 and 1952, apparently for 
the purpose of clarifying the title and making the stock saleable to a better 
advantage. The 1952 vesting purported to vest any reversionary interest 
which Leitz-Wetzlar might have in trademarks appurtenant to the business 
of Leitz-1941. This move was apparently made out of an abundance of 
caution, in view of the possibility that the grant of Leitz-Wetzlar to Leitz- 
1916 might be held to create only a determinable right to the trademarks, 
which right would end, if for example, the grantee ceased to be controlled 
by the grantor. If the right had been a determinable one, it may be that 
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the Alien Property Custodian’s attempt to seize the reversion would have 
been ineffective since the reversion would perhaps have been in gross. 
We need not decide that question, since we think the 1916 conveyance 
was absolute. 

The conveyance of the trademark by Leitz-Wetzlar to Leitz-1916, in 
1916, without limit as to time, and without a contract defining the rights 
and duties of the parties with regard to the Leitz-Wetzlar products was 
an unusual and probably an improvident thing to do. It must have con- 
templated that Leitz-Wetzlar could control Leitz-1916, which it probably 
did from the beginning and certainly did from about 1935. Having con- 
veyed the trademark to a separate legal entity in the United States, Leitz- 
Wetzlar exposed itself to the danger that, in the event of war, the property 
in the United States would be seized and sold into independent ownership. 
That is what happened, with its necessary logical and legal consequences. 

We do not decide what would be the consequences if the appellee 
should use its trademark unfairly to market inferior goods and mislead 
purchasers to think that they were manufactured by Leitz-Wetzlar when 
in fact they were not. Section 1119 of Title 15 of the United States Code 
lodges in the courts the power to order the cancellation of a registration 
if the trademark is used unfairly. 

Appeal No. 14159 is from the District Court’s denial of the appellant’s 
motion under Rule 60(b) seeking relief from the judgment ordering the 
registration of the trademark. The motion was grounded upon the asser- 
tion that the appellee had withheld from the court certain facts and docu- 
ments relevant to the question of ownership of the trademark, and that 
additional evidence had become available. 

The agreement of November 22, 1923, between Leitz-1916 and Leitz- 
Wetzlar seems to us to throw no light on our question. It seems to be a 
conventional agreement that Leitz-1916 should act as a sales agent for 
Leitz-Wetzlar in the United States, should diligently cultivate the market, 
and should not handle other goods which would compete with those of 
Leitz-Wetzlar. It is consistent with the ownership by Leitz-1916 of the 
trademarks appurtenant to its market area. 

The agreement of September 13, 1952, between Manca, Inc., the pres- 
ent owner of the stock of appellee, and Leitz-Wetzlar is an interesting 
document which should have been disclosed by the appellee to the Patent 
Office, and to the District Court. This agreement made Manca, Inc. the 
exclusive sales agent in the United States for the Leitz-Wetzlar’s trade- 
marked products, with certain exceptions not here important. It said that 
Manca conceded that it had “no present right to any trademark heretofore 
or presently used for the products of Leitz * * *.” But it said “In the 
event Manca acquires E. Leitz, Inc., Leitz-1941, or any trademark owned 
by it applying to products of Leitz (Leitz-Wetzlar), Manca agrees that it 
will use such trademarks so acquired only in the manner and to the extent 
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heretofore used by E. Leitz, Inc.” The agreement was for a term of 10 
years, renewable only by the agreement of both parties. 

This agreement, made by the corporation which became and is the 
sole owner of the stock of appellee, would, in one of its parts, indicate 
a lack of ownership by appellee of trademarks relating to Leitz-Wetzlar 
products. But then it goes on to expressly refer to such trademarks owned 
by appellee. It is another example of the indirections engaged in by Leitz- 
Wetzlar and its American outlets which tend to confuse our problem. 

We have considered the other matters put forth by the appellant 
as grounds for his motion for relief from the judgment, and we conclude 
that it was well within the discretion of the District Court to deny the 
motion. 

No. 14158 affirmed. 

No. 14159 affirmed. 


WATSON, Com'r of Patents v. MEAD JOHNSON 
& COMPANY 


No. 13975 —C. A., D. C.—March 27, 1958 


REGISTRABILITY—CLASSIFICATION 
Registration of mark FER-IN-SOL, for an edible liquid substance used as a 
dietary supplement, permitted in two classes, i.e. as a food and as a drug. 


Action under 35 U.S.C. 145 by Mead Johnson & Company, .trade- 
mark application Serial No. 605,107 filed October 18, 1950 v. Robert C. 
Watson, Commissioner of Patents. Defendant appeals from District Court 
for District of Columbia from judgment for plaintiff. Affirmed; Bazelon, 
Circuit Judge, dissenting with opinion. 

See also 47 TMR 509. 


Joseph Schimmel (Clarence W. Moore, on the brief), for appellant. 
Bertha L. MacGregor, of Englewood, Colorado (Ralph H. Hudson, of 
Washington, D. C., on the brief), for appellee. 


Before MILLER, BAZELON, and BurGEr, Circuit Judges. 


PER CURIAM. 

Appellee Mead Johnson & Company sought to register its trademark 
for an edible (or potable) liquid substance called FrER-IN-SOL, which is used 
as a dietary supplement. The Patent Office classifies commercial goods, 
for trademark registration purposes, into some 52 categories or classes 
(adhesives, fertilizers, vehicles, clothing, ete.). Appellee sought registra- 
tion for FER-IN-SOL in two of these classes, viz., Class 18, Medicines and 
Pharmaceutical Preparations, and Class 46, Foods and Ingredients of 
Foods. The Patent Office registered the name in Medicines and Pharma- 
ceutical Preparations class, but refused to register it in the Foods and 
Ingredients of Foods class, for the reason that the Patent Office follows 
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the practice of allowing registration in one class only and for the reason 
that it found FER-IN-SOL was not a food. The trial court in a 35 U.S.C. 
§ 145 proceeding, held that a trademark may be registered in as many 
categories as the product’s uses warrant, finding as a fact that the product 
was reasonably classifiable as a food as well as a pharmaceutical product. 
We need not decide whether this right is limited, as the trial court sug- 
gests, only by the variety of uses. On the record here presented we hold 
that where a product is in fact a food and a pharmaceutical preparation 
it may be registered in both classes. 
Affirmed. 


BAZELON, Circuit Judge, dissenting. 

The Commissioner of Patents says that “While the authority exists 
for the issuance of a single certificate for one mark properly registered 
in a plurality of classes, that is, where the goods are different, that author- 
ity does not mean that plural registrations are properly issuable for the 
same goods merely because the goods are described as having different 
purposes or uses.” I think this construction of the applicable statutory 
provisions! is plainly permissible. I would therefore reverse the judgment 
of the District Court. 


PERMA-STONE COMPANY v. PERMA-ROCK 
PRODUCTS, INC. 


No. 9259—D. C. Maryland — April 7, 1958 


CouURTS—EVIDENCE 
Decision of Patent Office, although not binding on court, is entitled to respect- 
ful consideration. 
REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
Profusion of “Permas,” “Stones” and “Rocks” in building facing field leads 
to finding of lack of likelihood of confusion between PERMA-STONE and PERMA-ROCK. 
REGISTRABILITY—DESCRIPTIVE TERMS 
DURA-STONE, EVERLASTONE and PERMA-STONE are suggestive in connection with 
building facing materials; suggestive marks are narrowly restricted to particular 
kind of goods on which they may be used. 


, 


Action by Perma-Stone Company (a partnership comprising Edward 
J. Miller and Paul E. Linberg) v. Perma-Rock Products, Inc., for trade- 
mark infringement. Judgment for defendant. 

See also 46 TMR 1012. 


John D. Alexander, of Baltimore, Maryland, and Ira Milton Jones, of 
Milwaukee, Wisconsin, for plaintiff. 

Nathan Hamburger and Melvin J. Sykes, of Baltimore, Maryland for de- 
fendant. 


1. Sections 1 and 30 of the Trademark Act of 1945, 15 U.S.C. §§ 1051 and 1112. 
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THOMSEN, Chief Judge. 

This is an action for infringement of a registered trademark. Plaintiff 
is a partnership located in Columbus, Ohio, where its members reside. 
Defendant is a Maryland corporation having its office and plant in Balti- 
more. 

Plaintiff grants franchises to dealers to apply PERMA-STONE simulated 
stone facing to exterior and interior wall surfaces of residential and com- 
mercial buildings, rents specialized molds to its franchised dealers, and 
sells them cementitious aggregates, color compounds and other related 
materials, to be used in the dealers’ own operations. Plaintiff has more 
than 200 franchised dealers throughout the United States and in seven 
foreign countries, all of whom are engaged in the building construction 
industry as general contractors, block dealers, home remodeling companies, 
and the like. The dealers advertise and solicit jobs for PERMA-STONE facing 
from property owners in their respective areas and make their own con- 
tracts with such property owners. 

The facing and the service of applying it are both sold under the mark 
PERMA-STONE. Many, but not all, of the materials which a dealer uses in 
mixing and applying PERMA-STONE facing must be purchased from plaintiff 
before the dealer may describe the facing as PERMA-STONE. Such materials 
bear plaintiff’s PERMA-STONE trademark. Plaintiff’s district representatives 
eall on its franchised dealers every ninety days, to require adherence to 
plaintiff’s specifications and standards and to maintain liaison between 
plaintiff and its dealers. 

It is possible to use PERMA-STONE color compound as a plaster without 
any mix at all except water, but this is quite expensive; it is seldom done, 
and only as a “special purpose operation.” The color compound can also 
be mixed directly into certain plasters for the purpose of giving a special 
eolor or finish, but in practice it is used almost exclusively for making 
PERMA-STONE simulated stone facing, which is applied on existing wall 
surfaces. PERMA-STONE DIATEX is used with Portland cement and an aggre- 
gate, usually sand, in the base or preparatory coats of PERMA-STONE facing 
before the simulated stone finish is applied, in order to make the mortar 
more plastic and waterproof. Very occasionally, it is used in ordinary 
concrete. 

PERMA-STONE dealers do not sell any PERMA-STONE materials, as such, 
to anyone. They use these materials only in connection with their con- 
struction and remodeling jobs. 

Edward J. Miller, operating as a sole trader, first used PERMA-STONE 
as a trademark in 1929; it has been used continuously since, by him and 
by the plaintiff partnership. Plaintiff has obtained three registrations in 
the United States Patent Office for PERMA-STONE: (1) covering “Molds for 
Use in Building Construction” ;' (2) covering “Cementitious Surfacing 


1. No. 281,621, registered March 24, 1931, republished under the Act of 1946 on 
August 23, 1949, and renewed March 24, 1951. 
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Distinguishable in Appearance from Nailed-on Products Such as Shingles; 
Artificial Stone Made from Cementitious Material; and Coloring Admix- 
tures and Other Ingredients in Powdered Form for Incorporation in 
Concrete, Plaster, and Cement Mortars for the Purpose of Giving Desired 
Color and Texture to Such Materials” *; and (3) as a Service Mark, cover- 
ing “Casting of Stone-Like Facings of a Cementitious Material Such as 
Concrete or Plaster to Which Coloring and Other Ingredients in Powdered 
Form Have Been Added, Directly Upon Building Walls and Other Surfaces 
by Means of Molds, Shaped to Simulate Natural Stone.” * 

From the beginning PERMA-STONE facing was advertised on a national 
basis. Plaintiff spends $100,000 a year, and its dealers an estimated 
$1,000,000 a year advertising PERMA-STONE facing in newspapers, maga- 
zines, radio, television, direct mail, trade and industry shows, and other 
media. All of plaintiff’s advertising to the public describes Perma-Stone 
as, and associates the name with “the original molded stone wall facing,” 
“a permanent stone-like facing cast directly on walls,” “originator of 
molded stone wall facing,” and the like. 

Defendant, Perma-Rock Products, Inc., produces and sells perlite 
aggregates. Perlite is a voleanie ore, which is mined, crushed and dried 
into dust. It is then manufactured or expanded at very high temperatures 
to many times its natural volume. Expanded perlite is used as a light- 
weight aggregate to produce a lighter, more easily worked, plaster or 
concrete, both of which lighten structural loads, are fire retardant, and 
have desirable insulating qualities. Expanded perlite is also used in plaster 
finishes, and as a soil conditioner and a filter medium. 

Defendant is owned and operated by Jack O. Chertkof, a consulting 
engineer. Chertkof had a family corporation known as Perma Products 
Company, which was incorporated in 1948 to manufacture laminated 
plastics. In July, 1951, he formed Perlite Products, Inc., and obtained a 
franchise from Great Lakes Carbon Company, which markets expanded 
perlite under the registered trademark PERMALITE. Chertkof organized 
the defendant corporation, Perma-Rock Products, Inc., in November, 1951, 
because the trademark PERMALITE covered only plaster aggregate and con- 
crete aggregate, whereas Chertkof desired his own distinctive trademark 
to cover his entire range of products, including his soil conditioner and 
his filter aid. Chertkof did not select PERMA-ROCK because he desired to 
take advantage of the advertising or reputation of PERMA-STONE. He wanted 
a name like PERMALITE, which he then had a right to use. 

Defendant manufactured and sold PERMA-ROCK PERMALITE until the 
expiration of its Great Lakes franchise in 1954. During that period, both 
defendant and Great Lakes spent substantial sums in the Maryland area 
promoting defendant’s PERMA-ROCK PERMALITE pursuant to a standard 


2. No. 439,000, registered June 1, 1949. 
3. No. 587,412, Service Mark, registered March 23, 1954. 
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promotion agreement. PERMA-ROCK perlite has been marketed in Maryland 
continuously since 1954. 

Great Lakes thereafter brought suit against defendant claiming that 
the use of PERMA-ROCK was an infringement of its PERMALITE mark. Under 
the terms of a consent decree in that case, defendant has continued its use 
of PERMA-ROCK, and Great Lakes has withdrawn its opposition to the regis- 
tration of that trademark by defendant. 

Defendant has no franchises, and its expansion is now limited by the 
terms of the decree in the Great Lakes litigation. Because of the bulkiness 
of its products, defendant is limited by transportation costs to a market 
area within a radius of 200 miles of its plant. Defendant has promoted 
and advertised its product within that area, at a cost of $70,000. 

Defendant does not sell to the general public. More than 99% of its 
concrete aggregate is sold to ready-mix concrete yards, which do not resell 
the aggregate, but use it in lightweight ready-mixed insulating structural 
concrete, which the yards sell under any name they choose. The plaster 
aggregate is sold to building supply houses, which resell it to plasterers, 
contractors, and other persons in the building trades. About three or four 
percent of defendant’s business is in MONOFINISH, a plaster finish suitable 
for use over base coats in which perlite has been mixed. The PERMA-ROCK 
soil conditioner, VENT-A-SOIL, and PERMA-ROCK FILTER AID are generally sold 
to florists and filtration plants. Very small proportions of defendant’s 
products are sold to members of the general public who like to “do it 
yourself.” 


The packaging of plaintiff's products and defendant’s products are 
entirely dissimilar. Defendant does not attempt to imitate plaintiff’s 
lettering. 


Plaintiff has nearly forty franchised dealers within defendant’s market- 
ing area. None of them has ever complained that PERMA-ROCK adversely 
affects the PERMA-STONE mark. Edward J. Miller, senior partner of plain- 
tiff, first heard of PERMA-ROCK when he was notified by his trademark 
counsel that defendant had filed an application for trademark registra- 
tion. He knew of no instance of actual confusion, and Chertkof, called 
as an adverse witness by plaintiff, testified that he knew of no such con- 
fusion. 

Plaintiff filed notice of opposition to the registration of PERMA-ROCK 
by defendant, and both parties took testimony. The Examiner of Inter- 
ferences sustained the opposition and denied registration. Defendant 
appealed from that decision, and the Assistant Commissioner affirmed the 
decision of the examiner, 110 USPQ 102. Defendant appealed to the Court 
of Customs and Patent Appeais. While that appeal was pending, plaintiff 
filed the instant action. Defendant then filed a motion in the Court of 
Customs and Patent Appeals asking that the proceedings therein be stayed 
pending the outcome of this action. That motion was denied. Thereupon 
defendant dismissed its appeal to the Court of Customs and Patent Appeals, 
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and the Assistant Commissioner entered an order suspending further action 
in the Patent Office on defendant’s application for registration pending 
termination of this suit. The Assistant Commissioner noted that defendant 
has requested this court to direct the Patent Office to register its mark 
as a part of the relief sought herein. 


The decision of the Patent Office, though not binding on this court, 
is entitled to respectful consideration. However, a comparison of the record 
in the Patent Office proceedings with the record in the case at bar shows 
that the relevant facts have been more fully developed in this court. While 
it is true that the products of both parties are used by plasterers and 
cement finishers in connection with building construction or remodeling, 
and can be used in conjunction with each other, as found by the examiner, 
in practice they are not used in conjunction with each other. 

Plaintiff leases molds and sells materials directly and solely to its own 
franchised dealers, who are required to buy these materials from plaintiff 
if they call their facing PERMA-STONE. The general public knows PERMA- 
STONE as a simulated stone facing, and is not interested in the source of 
the materials which the dealers use in constructing it. The dealers are 
forbidden to resell the materials which they buy from plaintiff; they use 
such materials only in their own operations, and almost entirely in the 
construction of PERMA-STONE simulated stone facing. Plaintiff supervises 
its dealers closely, and they know that PERMA-STONE products can be pur- 
chased only from plaintiff. There is no danger that the dealers will be 
confused or will mistakenly believe that PERMA-ROCK products are manu- 
factured or sponsored by plaintiff. 

At least 90% of defendant’s PERMA-ROCK products are sold to concrete 
yards, plasterers, contractors and other persons in the building trades. 
The concrete aggregate and the plaster aggregate, defendant’s principal 
items, are not sold to the public in any substantial amount. The soil condi- 
tioner and the filter medium are sold to the public, but they are minor 
items, outside the building construction field. 

Seores of other “Perma” combinations, including PERMALITE, PERMA- 
SURFACE, PERMA-MIX and PERMACRETE in the building supply field, have 
been registered and used. Many trademarks contain the suffixes “Stone” 
and “Rock.” 

The purchasers of the products of both plaintiff and defendant are 
a specialized class of considerable sophistication and experience. They 
know the characteristics and the source of the materials they buy and are 
conditioned against assuming identity of origin by the profusion of 
“Permas,” “Stones,” and “Rocks” in the field.* They are not likely to 





4. In Lone Star Cement Corp. v. Texas Concrete Products Corp., 102 USPQ 309 
(45 TMR 73) (Comr. of Patents), the Commissioner permitted the registration of TEXCON 
for molded concrete structural improvements and slabs over the opposition of the owner 
of TExcor for Portland cement. The Commissioner said, 102 USPQ at 310: 

“It is generally known that precast structural members of molded concrete 
are sold to and used by building contractors, architects and building engineers. It 
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believe that all of the “Permas” have a common origin, or that plaintiff 
is sponsoring defendant’s product. Arrow Distilleries, Inc. v. Globe Brew- 
ing Co., 4 Cir., 117 F.2d 347, 48 USPQ 157 (31 TMR 51) ; Flintkote Co. v. 
Tizer, E.D. Pa., 115 USPQ 3 (48 TMR 164); B. A. Railton Co. v. Schell 
Ranch and Packing Co., 102 USPQ 401 (44 TMR 1453). Developments in 
the Law, Trademarks and Unfair Competition, 68 Harv. L. Rev. 814, 836-7. 

See. 32 of the Lanham Act, 15 U.S.C.A. 1114, defines trademark in- 
fringement as the use, without the consent of the registrant, of any “repro- 
duction, counterfeit, copy, or colorable imitation of any registered mark 
in connection with the sale, offering for sale, or advertising of any goods 
or services on or in connection with which such use is likely to cause confu- 
sion or mistake or to deceive purchasers as to the source of origin of such 
goods or services.” The decision in each case must turn on the facts, and 
I find as a fact that there is little or no likelihood of confusion by pur- 
chasers of the products of the respective parties, or by the public generally. 

It is significant that there is no evidence of actual confusion, despite 
the fact that defendant has sold large quantities of its products for more 
than five years under the mark PERMA-ROCK in an area in which PERMA- 
STONE has been extensively advertised and widely distributed. See Flint- 
kote v. Tizer Co., E.D. Pa., 115 USPQ 3 (48 TMR 164). 

No doubt PERMA-STONE has acquired a secondary meaning as indicating 
plaintiff’s facing. But it is a weak mark. PERMA-STONE is not a coined or 
fanciful word, such as KODAK, nor a word which is arbitrary as applied to 
the product, such as BLUEGOOSE potatoes. Like the marks of plaintiff’s com- 
petitors DURA-STONE and EVERLASTONE, PERMA-STONE is intended to suggest 
that the product has certain qualities. Suggestive marks are entitled to 
less protection than coined, arbitrary or fanciful marks; they are nar- 
rowly restricted to the particular kinds of goods on which they are used. 
The use of the mark SUNBEAM, well known on electrical appliances, is 
barred on lamps, but not on furniture, Sunbeam Furniture Corp. v. Sun- 
beam Corp., 9 Cir., 191 F.2d 141, 90 USPQ 43 (41 TMR 818). suNKIST, on 
fruits and vegetables, is not infringed by its use on bread, California Fruit 
Growers Exchange v. Sunkist Baking Co., 7 Cir., 166 F.2d 971, 76 USPQ 85 
(38 TMR 188). 


is also generally known that building contractors, architects and building engineers 
frequently used Portland cement. They are not in my opinion ‘ordinary purchasers 
making their purchases in the ordinary course of trade’, as the term is usually 
employed. They are more likely to discriminate between producers of such products 
as are involved here. 

“If the marks are identical, the doubt as to likelihood of confusion might be 
sufficient to resolve it in opposer’s favor and sustain the opposition. The marks 
are not the same, however, and when we consider the type and class of purchasers, 
and the care with which they purchase such items as applicant’s precast structural 
concrete members, where curing, densification, dispersion, reinforcements and toler- 
ances are highly important, I do not believe that confusion, mistake or deception 
of purchasers is likely to occur.” 

See also Endo Products, Inc. v. National Package Drugs, Inc., 100 USPQ 250 (44 TMR 
704). Cf. William S. Merrell Co. v. Anacin Co., C.C.P.A., 109 F.2d 339, 44 USPQ 366 
(30 TMR 90). 
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I conclude: (1) Defendant’s mark is not a “reproduction, counterfeit, 
copy, or colorable imitation of” plaintiff’s mark. (2) Its use in connection 
with the sale of defendant’s goods is not “likely to cause confusion or mis- 
take, nor to deceive purchasers as to the source of origin of such goods.” 
(3) Plaintiff is not entitled to prevent the registration of defendant’s mark. 

Let judgment be entered for defendant, with costs. 


THE COCA-COLA COMPANY v. SCRIVNER'S INC. et al. 
C. A. 314-57 TC — D. C. Calif., $. D., Cent. Div. — May 19, 1958 


REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—FALSE TRADE DESCRIPTIONS 
The sale of one product in response to orders or calls for another constitutes 
unfair competition; customers ordering COCA-COLA and COKE are entitled to receive 
actual notice that PEPSI-COLA is being furnished in response to such orders; seller’s 
failure to give such notice of the substitution constitutes unfair competition. 
REMEDIES—UNFAIR COMPETITION—DEFENSES 
Placing notices on seller’s premises that PEPSI-COLA is sold exclusively did not 
relieve seller of duty to advise customers ordering COCA-COLA and COKE of the 
identity of the merchandise he was receiving. 
REMEDIES—UNFAIR COMPETITION—SCOPE OF RELIEF—INJUNCTION 
The owner of the registered trademarks cocA-COLA and COKE is entitled to an 
injunction restraining seller from selling or offering for sale in response to calls or 
orders for COCA-COLA or COKE, PEPSI-COLA or any other product without at that time 
giving the customer actual notice that he is not receiving the product identified by 
the trademarks COCA-COLA and COKE. 


Action by The Coca-Cola Company v. Paul J. Scrivner, Henry L. 
Scrivner, Scrivner-Mead, Inc., Scrivner’s, Inc., and Genesee Freeze, Inc., 
for unfair competition. Judgment for plaintiff. 


John D. Goodloe and Julius R. Lunsford, Jr., of Atlanta, Georgia, and 
Daniels & Mathews and Hallam Mathews, of Los Angeles, California, 
for plaintiff. 

John A. Cronin, Philip F. Westbrook, Jr., William W. Vaughn, William 
L. Scott, and O’Melveny & Myers, of Los Angeles, California, for 
defendants. 


CLARKE, District Judge (orally). 

Well, on this type of case I had to dictate a little memo which I have, 
because it is in the nature of a decision, but you will want to take it down. 
I told you I would rule immediately because you want to know, both sides, 
and since this is first an equitable action seeking an injunction the court 
is prepared to render judgment at this time. I told you I would do this. 

After considering all the evidence the court finds, first, that despite 
defendants’ good faith, efforts to avoid the possibility of deception, there 
is a reasonable likelihood that an appreciable number of defendants’ cus- 
tomers would be deceived as to what cola drink they were purchasing when 
they ordered COKE or COCA-COLA. 
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Two, because the court feels that plaintiff’s valuable interest in its 
two trademarks has been irreparably injured the court will grant an 
injunction against further acts of such unfair competition. 

Therefore, counsel for plaintiff will prepare and lodge within five 
days, pursuant to Local Rule 7, findings of fact, conclusions of law and 
judgment. Possibly counsel for the defendants might help as to the phras- 
ing of an effective and enforceable injunction. 

Three, as to the question of continuing the trial upon the question 
of damages, because of the good faith, although ineffective efforts of the 
defendants, the court doesn’t feel that the case should be continued for 
hearing upon this question. However, the court is not ruling at this time 
on the question but would rather take it under submission upon briefs to 
be filed if the parties wish to argue the question. 

I told you I would only pass on the question of the injunction and 
would not pass on the question of damages, and that latter statement of 
mine is just merely an expression upon it. So that is all, therefore, for 
the court to do at this time. 


May 19, 1958 
FINDINGS OF Fact 


1. Plaintiff, The Coca-Cola Company, is a corporation organized and 
existing under and by virtue of the laws of the State of Delaware and is 
a citizen of said state. 


2. Defendant, Scrivner’s, Inc., is a corporation organized and exist- 
ing under and by virtue of the laws of the State of California and is a 
citizen of said state where it is engaged in operating a place of business 
at 6407 Sunset Boulevard, Los Angeles, California, known as Scrivner’s 
Drive-In No. 9: that defendant Paul J. Scrivner is the managing director 
of said corporation. 

That defendant, Paul J. Serivner, is a citizen of the State of California 
and a resident of the Southern District of California, Central Division, 
where he is engaged in operating places of business at 3423 West Man- 
chester Boulevard, Los Angeles, California, known as Scrivner’s Drive-In 
No. 2; Slauson and Western Avenues, Los Angeles, California, known as 
Serivner’s Drive-In No. 5; 143800 Crenshaw Boulevard, Gardena, Cali- 
fornia, known as Serivner’s Drive-In No. 3; 5143 West Imperial Highway, 
Los Angeles, California, known as Scrivner’s Drive-In No. 10; and 11742 
South Western Avenue, Los Angeles, California, known as Scrivner’s 
Drive-In No. 11. 

That defendants, Paul J. Serivner and Henry L. Scrivner, are citi- 
zens of the State of California and residents of the Southern District of 
California, Central Division, where they are engaged as co-partners in 
operating a place of business under the name of Scrivner’s Drive-In No. 1. 

That defendant Scrivner-Mead, Inc., is a corporation organized and 
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existing under and by virtue of the laws of the State of California and 
a citizen of said State where it is engaged in operating place of business 
at Imperial Boulevard and Western Avenue in the City of Los Angeles, 
County of Los Angeles, State of California, under the trade name and 
style of Scrivner’s Drive-In No. 3, and at Crenshaw Boulevard and Wilshire 
Boulevard in the City of Los Angeles, County of Los Angeles, State of 
California, under the trade name and style of Scrivner’s Drive-In No. 4. 

That defendant, Paul J. Scrivner, is President of Scrivner-Mead, Inc., 
a corporation and managing director thereof. 

That defendant, Genesee Freeze, Inc., is a corporation organized and 
existing under and by virtue of the laws of the State of California and 
a citizen of said state where it is engaged in operating a place of business 
at 3011 South Western Avenue in the City of Los Angeles, State of Cali- 
fornia, under the trade name and style of Scrivner’s Drive-In No. 7. 

That defendants, Paul J. Scrivner and Genesee Freeze, Inc., a corpo- 
ration, are engaged in operating a place of business at 3011 South Western 
Avenue in the City of Los Angeles, State of California, under the trade 
name and style of Scrivner’s Drive-In No. 7; that Paul J. Scrivner is 
directing manager of said place of business. 

That defendant, Paul J. Scrivner, is President of Scrivner’s, Inc., a 
corporation and managing director of said corporation. 


3. The valid trademark coca-coLA was, and now is, registered by the 
plaintiff in the United States Patent Office, being Certificates Nos. 22,406, 
47,189, 238,145 and 238,148; the valid trademark cOKE was, and now is, 
registered by the plaintiff in the United States Patent Office, being Certifi- 
cate No. 415,755, said trademarks cocA-COLA and COKE were, and now are, 
registered by the plaintiff in the State of California, the said trademarks 
COCA-COLA and COKE were and now are the property of the plaintiff, and 
the soft drink syrup and beverage made therefrom, manufactured under 
plaintiff’s said trademarks were, and now are, sold throughout the United 
States and foreign countries; that plaintiff's product moves in interstate 
commerce. 


4. Plaintiff has spent large sums of money in advertising its soft 
drink syrup and beverage made therefrom, which it sells under its trade- 
marks COCA-COLA and COKE throughout the United States, including the 
State of California, and that in California alone plaintiff has spent 
$1,297,489.00 in advertising its product; and that said trademarks sym- 
bolize a valuable good will. 

The value of plaintiff’s good will in the City of Los Angeles alone as 
symbolized by its trademarks is greatly in excess of Three Thousand Dollars 
($3,000.00), exclusive of interest and costs; that such good will has already 
been greatly damaged as hereafter found by defendants’ conduct, and 
that unless defendants’ acts of passing off and substitution are restrained, 
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plaintiff’s good will and trademarks will be further greatly and irreparably 
damaged. 


5. That the matter in controversy exceeds, exclusive of interest and 
costs, the sum of Three Thousand Dollars ($3,000.00) with respect to each 
defendant and is between citizens of different states. 


6. In response to calls for coca-coLa and COKE in their places of busi- 
ness defendants, and each of them, have sold, substituted, and passed off 
PEPSI-COLA, a beverage similar in appearance to plaintiff’s but which is not 
plaintiff’s beverage, without oral explanation or comment and without 
taking any other effective action to inform the purchaser at the time of 
the sale of the identity of the merchandise he was receiving, and unless 
restrained will continue to do so. 


7. Such substitution and “passing off” was and is likely to deceive 
the general public and the individual members thereof and has in fact 
deceived the general public. 


8. The procedures followed by the defendants in their several places 
of business as disclosed by the defendants’ evidence were not sufficient 
to adequately and fairly warn customers that they were being sold PEpPsI- 
cOLA when they gave orders for coca-cOLA and COKE, and the defendants’ 
methods of operation were such as to naturally lead to the passing off of 
PEPSI-COLA on orders for cocA-coLA and COKE and did in fact lead to such 
passing off. 


9. The defendants did not discharge their duty to deliver coca-CcOLA 
to customers who ordered this product or to give them adequate notice in 
fact that the merchandise sold to them was not coca-coLa, and the various 
printed signs, decals, menus, described in the evidence, were not sufficient 
to bring home such notice to the customers with the result that such cus- 
tomers, or many of them, were misled into accepting PEPSI-COLA when they 
had ordered coca-coLa and expected to get COCA-COLA. 


10. Defendants introduced evidence to show that their employees 
had been instructed to explain to customers that they were not selling 
coca-COoLA but with minor exception, if any, the employees did not carry 
out the instructions. After the defendants were warned orally and in 
writing by plaintiff of the substitutions at defendants’ several places of 
business, the defendants and each of them failed to take the necessary, 
appropriate and effective steps to put an end to the substitution and the 
practice, of substituting PEPSI-COLA on orders for cocA-COLA and COKE after 
such warnings continued at the same high rate as prevailed before the 
warnings. 


11. That plaintiff has filed in these proceedings a waiver as to its 
right to an accounting of profits and damages as prayed for in said 
complaint. 


12. Plaintiff’s taxable court costs herein total $1,954.10. 
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CONCLUSIONS OF LAW 


1. The Court has jurisdiction of the subject matter and of the par- 
ties to the action; 


2. COCA-COLA and COKE are valid, registered trademarks, under the 
laws of the United States and the State of California; 


3. Plaintiff is the owner of the valid trademarks coca-coLa and COKE 
is entitled to their exclusive use, and only plaintiff’s product can lawfully 
be sold under such trademarks ; 


4. The acts and conduct of defendants and each of them are such that 
there is a reasonable likelihood that an appreciable number of defendants’ 
customers would be deceived. This constitutes unfair competition with 
plaintiff and if not restrained will inflict irreparable injury on plaintiff; 


5. Plaintiff is entitled to a permanent injunction restraining defen- 
dants and each of them, their agents, attorneys, employees, servants, repre- 
sentatives and assigns and against all persons acting by or under their 
authority, from selling or offering for sale in response for calls or orders 
for COCA-COLA Or COKE, PEPSI-COLA or any product not the plaintiff’s with- 
out at that time giving the customer actual notice that he is being sold 
merchandise other than the plaintiff’s, and from continuing to rely on the 
procedures shown to have been followed by the defendants and herein 


found by the Court to be inadequate to protect the public from passing 
off ; 


6. Plaintiff is entitled to its taxable costs in the sum of $1,954.10. 


JUDGMENT 


This cause came on to be heard on plaintiff’s Complaint for an Injunc- 
tion on March 11th, 12th, 13th, 14th, 18th, 19th, 20th, 21st, 25th, 26th, 
27th and 28th, 1958, before the Honorable Thurmond Clarke, Judge pre- 
siding, plaintiff appearing by its attorneys, John D. Goodloe, Julius R. 
Lunsford, Jr. and Daniels and Mathews by Hallam Mathews, defendants 
appearing by their attorneys, John A. Cronin and O’Melveny & Myers 
by Philip F. Westbrook, Jr., and William W. Vaughn, and the Court 
having heard the evidence, both oral and documentary and considered 
the stipulations of the parties and it appearing to the Court, after due 
deliberation, that the defendants, and each of them, are actually engaged 
in committing and will continue to commit the acts set forth below to the 
irreparable injury of the plaintiff, the plaintiff having waived an account- 
ing of profits and damages as prayed for in its Complaint, and the Court 
having made and filed its Findings of Fact and Conclusion of Law directing 
judgment as hereinafter provided: 


IT Is ORDERED, ADJUDGED AND DECREED that defendants and each of them, 
their agents, attorneys, employees, servants, representatives and assigns 
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and any and all persons acting by or under their authority, be and the 
same hereby are perpetually enjoined and restrained from: 


(a) Selling or offering for sale in response to calls or orders for 
COKE Or COCA-COLA, PEPSI-COLA or any other product not the plaintiff’s 
without at that time giving the customer actual notice that he is being 
sold merchandise other than the plaintiff’s, and from continuing to 
rely on the procedures shown to have been followed by the defendants 
and herein found by the Court to be inadequate to protect the public 
from passing off. 

(b) Doing any other act or thing which is reasonably calculated 


to aid or encourage passing off any product not the plaintiff’s on calls 
or orders for COKE or COCA-COLA. 


IT IS FURTHER ORDERED, ADJUDGED AND DECREED that plaintiff recover 
of defendants, the sum of $1,954.10 as its cost of action. 


IN RE BOURNS 
Appl. No. 6355—C. C. P. A.— February 18, 1958 


REGISTRABILITY—PACKAGES AND CONFIGURATIONS 
The configuration of an article, like a package or the dress of the goods, 
cannot properly be registered as a trademark, even on the Supplemental Register, 
unless it is intended primarily to indicate origin of the goods and is of such nature 
that the ordinary purchaser would be likely to consider that it indicated such origin. 


Application for trademark registration by Marlan E. Bourns, Serial 
No. 658,573 filed December 28, 1953. Applicant appeals from decision of 
Commissioner of Patents refusing registration. Affirmed. 

Case below reported at 47 TMR 280. 


Raymond W. Colton, of Washington, D. C., for appellant. 
Clarence W. Moore, for Commissioner of Patents. 


Before JoHNSON, Chief Judge, and O’CoNNELL, Wor.LEy, and RIcH, 
Associate Judges. 


WORLEY, Judge. 

This is an appeal from the decision of the Commissioner of Patents, 
111 USPQ 351 (47 TMR 280), affirming the action of the examiner in 
finally refusing registration on the Supplemental Register of appellant’s 
alleged trademark for potentiometers consisting of an elongated rectangular 
body provided with eyelets on two of its long sides and having a U-shaped 
channel member covering three of such sides except for narrow marginal 
portions. An adjusting screw head is located in one end. 

Refusal to grant registration was on the ground that the subject 
matter is not capable of distinguishing applicant’s goods in commerce. 

In a companion appeal, No. 6318, decided of even date herewith, 117 
USPQ 36, appellant seeks to obtain a design patent on the same device. 
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Section 23 of the Lanham Act (Trademark Act of 1946) provides for 
registration on the Supplemental Register of any package or “configura- 
tion of goods” which is “eapable of distinguishing the applicant’s goods 
or services.”” It is contended in the brief on behalf of the Commissioner 
that “configuration of goods,” as used in section 23, “must be restricted to 
the configuration of a particular part or feature of the article and may not 
extend to the shape or design of the entire device.” We find it unnecessary 
to rule on that contention, however, since we are of the opinion the alleged 
configuration of appellant’s potentiometer is not capable of distinguishing 
it from the goods of others within the meaning of section 23. 

The provision for the registration of “configuration of goods” appeared 
in the trademark laws for the first time in the Lanham Act and has not 
previously been adjudicated by this court. However, a somewhat similar 
question has been passed on with respect to packages, and it would seem 
the same principles would be fairly applicable in both cases. In fact, in 
some instances, such as perfumes or beverages sold in ornamental bottles 
designed to be used after the contents have been disposed of, the line of 
distinction between the package and configuration of the goods is quite 
vague. 

The case of In re Burgess Battery Co., 27 C.C.P.A. (Patents) 1297, 
112 F.2d 820, 46 USPQ 39 (30 TMR 392), involved batteries having alter- 
nating black and white stripes “applied entirely about the goods and 
packages.” The record showed that customers generally recognized such 
batteries as the products of appellant and sometimes called for them as 
“striped batteries.” In holding that the striped design did not constitute 
a trademark the court said, 46 USPQ at 40: 


* * * The primary object of such design or ornamentation not 
being for the exclusive purpose of indicating origin or ownership in 
a trademark sense, the design or ornamentation cannot be considered 
as a valid trademark. * * * 

We think it is apparent from the record that appellant’s alleged 
trademark is a mere “dress” which gives a distinctive external appear- 
ance to appellant’s goods; that it is such distinctive appearance which 
is recognized by “some” of the purchasing public as indicating appel- 
lant’s goods; and that appellant’s design is merely a colored label or 
dress of black and white alternating stripes, the office of which 
(design) is not to point out distinctly the origin or ownership of the 
articles to which the label is affixed. * * * 


In the later case of In re Burgess Battery Company, 31 C.C.P.A. 
(Patents) 1039, 142 F.2d 466, 61 USPQ 367, 368, the court said with 
respect to the earlier case: 


The effect of our decision in that case is that stripes which are 
a mere dress of the goods can have no trademark significance because 
they do not point out the origin of the article to which the label is 
affixed. 
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Similarly in Campbell Soup Company, et al. v. Armour and Company, 
81 USPQ 430 (39 TMR 566) (C.C.A. 3rd Circuit), it was held that the 
design of a package did not constitute a trademark unless it was “distinct 
and arbitrary.” 

The first Burgess case was further discussed and distinguished in 
In re Swift & Co., 42 C.C.P.A. (Patents) 1048, 223 F.2d 950, 106 USPQ 
286, 288 (45 TMR 1356), in which the court said: 


While in the cited case the striped design was merely ornamental 
dress which was devoid of trademark significance, it does not thereby 
follow that a trademark device only incidentally ornamental, and in 
a sense decorative of the label upon which it appears, is not entitled 
to registration. * * * The Burgess Battery case, supra, stands for 
the proposition that that which is only the attractive dress of an article, 
although it be distinctive in its appearance and sometimes recognized 
by purchasers as an indication of origin, does not have, as its primary 
function, an origin-authenticating purpose, and is hence not a trade- 
mark entitled to Federal registration under the statute. Since the 
line distinguishing between mere ornamentation and ornamentation 
which is merely an incidental quality of a trademark is not always 
clearly ascertainable, the application of legal principles to fit one 
situation or the other requires proper reflection upon the impression 
likely to govern the ordinary purchaser in the market place. For that 
reason, the merits of each case of the character here presented must 
be individually and accordingly adjudged. 


While the cases above cited do not relate to the registration of marks 
on the Supplemental Register, they are pertinent here so far as they relate 
to whether the appearance of an article may constitute a trademark, and 
whether it indicates origin. 

In our opinion the configuration of an article, like a package or the 
dress of the goods, cannot properly be registered as a trademark, even on 
the Supplemental Register, unless it is intended primarily to indicate 
origin of the goods and is of such a nature that the ordinary purchaser 
would be likely to consider that it indicated such origin. 

In the instant case it seems clear that the alleged configuration of 
appellant’s potentiometer results primarily from considerations of utility 
and secondarily from a desire to produce an attractive appearance. We 
agree with the Commissioner that there is nothing in the record which 
would support a finding that the subject matter is capable of distinguish- 
ing appellant’s goods. 

The decision of the Commissioner is affirmed. 
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BELLBROOK DAIRIES, INC. (EDLO, INC., assignee, 
substituted) v. HAWTHORN-MELLODY 
FARMS DAIRY, INC. 


Appl. No. 6337—C. C. P. A.—March 21, 1958 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
REGISTRABILITY—DESCRIPTIVE TERMS 

Applicant sought to register vITA-SLIM for milk and was opposed by prior user 
of stim for same goods. Examiner sustained opposition but Commissioner reversed 
for lack of likelihood of confusion. 

Applicant’s milk is fortified by vitamins, hence vita is descriptive, apart from 
applicant’s disclaimer. While SLIM is suggestive of effect of skim milk, it does not 
relate to physical properties of milk and hence is not descriptive. SLIM is dominant 
part of VITA-SLIM and concurrent use of two marks on identical goods would cause 
confusion. One may not appropriate entire mark of another and avoid confusion by 
addition of descriptive term. Use of dairy name as prefix does not aid applicant. 
Right to register is determined by mark shown in application. 

REGISTRATION PROCEDURE—OPPOSITION—PLEADING AND PRACTICE 

Opposer need not be registrant or exclusive owner of mark where opposer shows 

he would be damaged. 


Opposition proceeding by Bellbrook Dairies, Inc. ( Edlo, Inc., as- 
signee, substituted) v. Hawthorn-Mellody Farms Dairy, Inc., application 
Serial No. 613,128 filed April 25, 1951. Opposer appeals from decision 
of Commissioner of Patents dismissing opposition. Reversed. 

Case below reported at 46 TMR 1311. 


William G. MacKay, of San Francisco, California (Charles R. Allen, Jr., 
of Washington, D. C., of counsel) for appellant. 

Byron, Hume, Groen & Clement, of Chicago, Illinois (Samuel Lebowitz, 
of Washington, D. C., and Milton T. Miller, of Chicago, Illinois, of 
counsel) for appellee. 


Before JOHNSON, Chief Judge, and O’CoNNELL, Wor.Ey, Ricu, and 
JACKSON (retired), Associate Judges. 


O’CoNNELL, Judge. 

This is an appeal from the decision of the Assistant Commissioner of 
Patents, acting for the Commissioner, 110 USPQ 372 (46 TMR 1311), 
reversing the decision of the Examiner of Interferences and dismissing an 
opposition filed by appellant, Bellbrook Dairies, Inc. (Edlo, Inc., assignee, 
substituted) to the registration by appellee, Hawthorn-Mellody Farms 
Dairy, Inc., of the trademark vita-siim for fluid milk. The opposition was 
based on appellant’s alleged prior use of SLIM as a trademark for fluid milk. 

The record shows continuing use of the word “slim,” in large letters, 
on skim milk cartons by appellant and its licensees, beginning in July 1949. 
Such use antedates appellee’s alleged date of first use, May 1950. Accord- 
ingly, no issue of priority is presented, and the only question to be deter- 
mined is whether the concurrent use by the parties of their respective 
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marks on identical merchandise would be likely to result in confusion or 
mistake or to deceive purchasers. 

The Examiner of Interferences held that since VITA-SLIM consists 
merely of stim with the addition of the descriptive term viTa, confusion 
in trade was likely to result from concurrent use of the respective marks. 

The Assistant Commissioner held, however, that there was no likeli- 
hood of such confusion. She based that holding on “the highly suggestive 
significance of SLIM, and the fact that appellant and its licensees did not 
use that word alone, but in combination with other words indicating origin, 
such as BELLBROOK, MAYFLOWER, PAGES, or EMBASSY, which practice “has 
probably led the purchasing public to think of sLIm as a skim milk product 
put on the market by a dairy in their area, rather than as a trademark 
identifying the skim milk of opposer and distinguishing it from the skim 
milk of others.” 

As we understand the decision of the Assistant Commissioner, she 
does not hold that appellant’s use of stim has not been a trademark use; 
and appellee could not well contend for such a proposition since, as cor- 
rectly stated by the Assistant Commissioner, appellee “uses VITA-SLIM in 
substantially the same way opposer and its ‘franchise’ use SLIM—i.e. with 
the word mark HAWTHORN MELLODY above the word VITA-SLIM.” Appar- 
ently, it was the view of the Assistant Commissioner that SLIM as used 
by appellant was a weak mark, and that the addition of the notation viTa 
to it was sufficient to avoid any likelihood of confusion. 

As was pointed out by the Examiner of Interferences, it is the general 
rule “that one may not appropriate the entire mark of another and avoid 
a likelihood of confusion by the addition thereto of descriptive or otherwise 
subordinate matter.” This court has made holdings to that effect in each 
of the following cases: Miller Becker Co. v. King of Clubs, Inc., 19 C.C.P.A. 
(Patents) 1024, 56 F.2d 883, 12 USPQ 480 (22 TMR 208) (ace and ACcE- 
OF-cLUBS); National Biscuit Co. v. Joseph W. Sheridan, 18 C.C.P.A. 
(Patents) 720, 44 F.2d 987, 7 USPQ 117 (21 TMR 27) (AMERICAN BEAUTY 
and AMERICAN BEAUTY ROSE) ; E-Z Mills, Inc. v. Martin Brothers Company, 
25 C.C.P.A. (Patents) 992, 95 F.2d 269, 37 USPQ 199 (28 TMR 207) 
(E-Z and KLAD-EZEE) ; In re Cohen, Goldman & Co., 28 C.C.P.A. (Patents) 
1141, 119 F.2d 599, 49 USPQ 455 (31 TMR 216) (KNocKaABouT and BRITISH 
KNOCKABOUT MODEL) ; Vi-Jon Laboratories, Inc. v. Lentheric Incorporated, 
30 C.C.P.A. (Patents) 916, 133 F.2d 947, 56 USPQ 586 (33 TMR 211) 
(SHANGHAI and NIGHT IN SHANGHAI); In re Wings Publishing Co. Inc., 
32 C.C.P.A. (Patents) 926, 148 F.2d 214, 65 USPQ 123 (35 TMR 97) 
(WINGs and wINGs comics); and Penrith-Akers Manufacturing Co. v. 
Ju-C-Orange of America, 37 C.C.P.A. (Patents) 1056, 182 F.2d 211, 86 
USPQ 75 (40 TMR 542) (JU-SEE and JU-C-ORANGE). 

As shown by appellee’s evidence, its skim milk is fortified by the addi- 
tion of vitamins, and the use of the notation viTa on such a product obvi- 
ously has a descriptive connotation. The use of that notation on vitamins 
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and products which contain them is conventional. The Vitab Corporation 
v. Knox Company and Endo Products Inc., 31 C.C.P.A. (Patents) 1205, 
143 F.2d 883, 62 USPQ 276 (34 TMR 257); Miles Laboratories, Inc. v. 
Foley & Co., 32 C.C.P.A. (Patents) 714, 144 F.2d 888, 63 USPQ 64 (34 
TMR 335) ; Vital Foods Corporation v. Miles Laboratories Inc., 33 C.C.P.A. 
(Patents) 1136, 156 F.2d 77, 70 USPQ 191. Moreover, appellee’s applica- 
tion contains a disclaimer of all rights to the expression VITA separate and 
apart from its combination with stim. It seems evident, therefore, that 
VITA cannot properly be regarded as the principal or dominant part of 
appellee’s mark. 

While the word sim is suggestive of the intended effect of skim milk 
on the purchaser, as indicated by the fact that both parties have used it 
in association with the notation “non-fattening,” it would not be thought 
of as relating to the physical properties of the milk itself, and hence is not 
descriptive in the same sense as VITA. 

In our opinion stim, forms the dominant part of appellee’s mark 
VITA-SLIM, and the concurrent use of those two marks on identical goods 
would be likely to lead to confusion in trade. 

The fact that each of the parties applies an additional name or trade- 
mark to its product is not sufficient to remove the likelihood of confusion. 
The right to register a trademark must be determined on the basis of what 
is set forth in the application rather than the manner in which the mark 
may be actually used. Intercontinental Mfg. Co. v. Continental Motors 
Corp., 43 C.C.P.A. (Patents) 841, 230 F.2d 621, 109 USPQ 105 (46 TMR 
609); Kiekhaefer Corp. v. Willys-Overland Motors, Inc., 43 C.C.P.A. 
(Patents) 1013, 236 F.2d 423, 111 USPQ 105 (46 TMR 1377). 

Appellee notes that an application by appellant for registration of 
SLIM as a trademark was dropped after the filing of an opposition based 
on the mark KLIM. However, it is not necessary that an opposer shall be 
the registrant or exclusive owner of the mark on which it relies. It is 
sufficient to show that the opposer would probably be damaged by the 
registration which it opposes. Vi-Jon Laboratories, Inc. v. Lentheric Inc., 
30 C.C.P.A. (Patents) 916, 133 F.2d 947, 56 USPQ 586 (33 TMR 211). 
Likelihood of confusion affords sufficient evidence of probable damage, 
even though the opposer may not have used its mark as a technical trade- 
mark. George H. Ruth Candy Co. v. The Curtiss Candy Co., 18 C.C.P.A. 
(Patents) 1471, 49 F.2d 1033, 9 USPQ 452 (21 TMR 319) ; Virginia Dare 
Extract Co. Inc. v. Adah Mae Dare, 21 C.C.P.A. (Patents) 1086, 70 F.2d 
118, 21 USPQ 334 (24 TMR 170), and cases there cited. 

Appellee contends that, in view of the suggestive nature of sLIM, 
appellant should not be allowed to prevent others from using that word, 
at least in its descriptive sense. However, the issue here is not whether 
appellee is entitled to use the mark vITA-SLIM, but whether it is entitled to 
register that mark. Since we are of the opinion that concurrent use of 
SLIM and vITA-SLIM by the respective parties on identical merchandise 
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would be likely to result in confusion in trade, we conclude that the latter 
mark is not registrable to appellee in view of appellant’s prior use of the 
former, and the decision of the Assistant Commissioner is accordingly 
reversed. 


JACKSON, Judge, retired, recalled to participate. 


IN RE CONTINENTAL DISTILLING CORPORATION 
Appl. Nos. 6351-2 —C. C. P. A.—April 11, 1958 


TRADEMARK ACT OF 1946—CONSTRUCTION—SECTION 8 

Registrant is the owner of separate registrations for the words YANKEE and 
CLIPPER, respectively, for whiskey. In accordance with the provisions of Section 8 
of the Act of 1946, registrant filed affidavits of use within the sixth year, but the 
specimens of the mark submitted with the affidavit show a sailing vessel and the 
words YANKEE CLIPPER BLENDED WHISKEY. The Patent Office refused the affidavits 
on the ground that the specimens did not show trademark use of either YANKEE 
or CLIPPER. Evidence shows use of YANKEE CLIPPER as an integral mark but does 
not show use of the words separately as trademarks. One may not select one of 
two words as a separate trademark which combine to give a unitary meaning. Sec- 
tion 8 imposes duty on Patent Office of deciding whether affidavit of use is sufficient, 
and cancellation of the mark if it is not. Mark cannot be presumed to be in use. 
Nor can the affidavit be accepted as excusing its nonuse. Cancellation affirmed. 


Appeals by Continental Distilling Corporation, Registration Nos. 
530,780-1, Registrant appeals from decisions by Commissioner of Patents 
refusing to accept affidavits of use and ordering cancellation of registra- 
tions. Affirmed. 


Leonard L. Kalish, of Philadelphia, Pennsylvania, for registrant-appellant. 
Clarence W. Moore, for Commissioner of Patents. 


Before JOHNSON, Chief Judge, and O’CoNNELL, WorLEy, RicH, and 
JACKSON (retired), Associate Judges. 


WORLEY, Judge. 

These appeals involve the decisions of the Assistant Commissioner, 
acting for the Commissioner of Patents, refusing to aecept affidavits of 
use filed by appellant under the provisions of section 8 of the Lanham Act 
(Trademark Act of 1946) in connection with Registrations Nos. 530,781 
and 530,780, and ordering cancellation of said registrations. The registra- 
tions are for the words YANKEE and CLIPPER respectively, while the speci- 
mens submitted with the affidavits show a sailing vessel, surrounded by a 
circular border bearing two stars and the words YANKEE CLIPPER BLENDED 
WHISKY. The affidavits were refused on the ground the specimens did not 
show trademark use of either YANKEE or CLIPPER. 

This is the first case to come before us involving section 8 of the 
Lanham Act. That section provides that the Commissioner shall cancel any 
certificate of trademark registration on the principal register at the end 
of six years following its date unless there is filed, within one year next 
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preceding such expiration, an affidavit “showing that said mark is still 
in use or showing that its nonuse is due to special circumstances which 


excuse such nonuse and is not due to any intention to abandon the mark.” 
The section further provides that the Commissioner shall notify the regis- 
trant who files such an affidavit of his acceptance or refusal thereof and, 
if the latter, the reasons therefor. 

The Assistant Commissioner, pointing out that a specimen identical 
with those here had been filed and accepted as showing continuing use of 
appellant’s trademark YANKEE CLIPPER, for which registration No. 531,054 
had been granted, held that such specimens did not show individual trade- 
mark use of YANKEE or CLIPPER alone. We are in agreement with that 
holding. 

It is evident that the words YANKEE and CLIPPER are not used sepa- 
rately as trademarks on the specimens, but convey the single unitary mean- 
ing of an American ship of the clipper type. The illustration of such a ship 
forms a prominent feature of the specimen and, as above noted, appellant 
has registered YANKEE CLIPPER as a unitary trademark. 

The instant situation is clearly distinguishable from that in /n re 
Standard Underground Cable Co., 27 App.D.C. 320, relied on by appellant. 
There the mark sought to be registered was the word ECLIPSE which had 
been used on a label in conjunction with the words BLACK CORE and certain 
background material illustrating an eclipse. It was held the applicant 
had the right to select and designate what he considered the essential 
feature of the mark. It is to be noted that EcLIPSE was a distinct and sepa- 
rable feature on the label. It did not modify another word and was not 
modified by other words, and it seems likely that the merchandise to which 
it was applied would have been asked for by the name EcLIPsE. The deci- 
sion is not authority for the proposition that one of two or more words 
which combine to give a unitary meaning may be arbitrarily selected as a 
trademark. 

On the other hand, the situation is closely similar to that in Quaker 
City Flour Mills Company v. Quaker Oats Company, 43 App.D.C. 260 
(5 TMR 197), in which an attempt was made to register QUAKER as a trade- 
mark on the basis of use of the words QUAKER ciTy. In refusing registration 
the court pointed out that QUAKER alone had a meaning distinct from that 
of QUAKER CITY, and that the ‘mark’ as claimed” (QUAKER) had not been 
used. That case was expressly distinguished from the Standard Under- 
ground Cable case on that basis, the court pointing out that if the word 
QUAKER had merely been associated with separable or illustrative matter, 
such as a scroll or a picture of a man in Quaker dress, it could presumably 
have been registered alone. So in the instant case, the words YANKEE 
CLIPPER as a unit may have been used as a trademark distinct from the 
words “Blended Whisky” or the picture of a ship; but neither YANKEE nor 
CLIPPER has been so used separately. 
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The cases of Graves v. Gunder, 1908 C.D. 201; Tip Top Bottling Co. v. 
Jones, 1927 C.D. 1 (16 TMR 316); and In re Servel, Inc., 37 C.C.P.A. 
(Patents) 977, 181 F.2d 192, 85 USPQ 257 (40 TMR 413), also relied on 
by appellant, are similar to the Standard Underground Cable case in that 
they involve the selection of a trademark as a word or words which were 
distinet and separable from those with which they had been associated in 
use. Thus in the Servel case, for example, it was held that sERVEL had been 
used as a trademark even though its only use had been as part of the term 
SERVEL INKLINGS. In so holding, the court noted that SERVEL was “appel- 
lant’s primary and technical trademark” and that “the word INKLING is 


“c 


descriptive and in the public domain.” The words, therefore, were clearly 
separable and the applicant had the right to eliminate the descriptive term 
INKLINGS in designating its mark. That is not the case here, since neither 
YANKEE nor CLIPPER is descriptive as applied to whisky and neither has 
more trademark significance than the other. 

Appellant contends that it is well settled that a registration affords 
prima facie evidence of continuing use of the registered mark and that, 
therefore, the Commissioner cannot question its use of the marks involved. 
However, section 8 of the Lanham Act clearly requires the filing of an 
affidavit “showing that the mark is still in use,” and imposes upon the 
Commissioner the duty of deciding whether such an affidavit is sufficient 
and of cancelling the registration if it is not. It is evident those express 
requirements cannot be superseded by any presumption that the mark 
is in use. 

Appellant further contends that if its affidavits do not show trademark 
use of its registered marks they should be accepted as excusing its nonuse. 
We are unable to see, however, how the fact that a word has been used 
as an esential part of a composite trademark excuses the failure to use it 
alone. 

In our opinion, the specimens submitted by appellant disclose the use 
of YANKEE CLIPPER as an integral mark and do not show that either YANKEE 
or CLIPPER alone has ever been used as a trademark. The Assistant Com- 
missioner, therefore, properly refused to accept appellant’s affidavits and 
ordered cancellation of the registrations involved in the instant appeals. 

The decisions of the Assistant Commissioner are affirmed. 

JACKSON, Judge, retired, recalled to participate was present at the 
hearing of this appeal but did not participate in the decision. 
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GENERAL SHOE CORPORATION v. LERNER BROS. 
MFG. CO., INC. 


Appl. No. 6303—C. C. P. A.—April 11, 1958 


TRADEMARK ACT OF 1946—CONSTRUCTION—SECTION 2(d) 

Applicant sought to register HOLIDAY for outer shirts and lounging and beach 
robes and was opposed by registrant of identical mark for men’s, women’s and 
children’s shoes and for rubber-soled canvas boots and shoes. Stipulated testimony 
showed substantial sales by opposer. Examiner upheld opposition on grounds of 
likelihood of confusion but Asst. Commissioner reversed on the basis that since 
testimony introduced by opposer, from an earlier opposition in another matter, 
was based on women’s shoes and handbags, confusion between these articles and 
sport shirts was not likely. However, Section 2(d) of the 1946 Act provides that 
a mark shall not be registered if it so resembles a registered mark as to be likely, 
when applied to the goods, to cause confusion, and opposer is entitled to the benefit 
of the goods enumerated in the earlier registration which includes men’s shoes, 
Use of identical mark on sport shirts and rubber-soled canvas shoes likely to 
cause confusion. 

OPpPOSITION—PLEADING AND PRACTICE 
OpPOSsITION—EVIDENCE 

Opposer is entitled to rest on the goods recited in the registration since See- 
tion 7(d) holds that a registration is prima facie evidence of the validity of the 
registration. Question of whether opposer has used mark on all goods recited in 
registration can be resolved only in cancellation proceeding. Case reversed and 
opposition sustained. 


Opposition proceeding No. 31,914 by General Shoe Corporation v. 
Lerner Bros. Mfg. Co., Inc., application Serial No. 535,854 filed September 
26, 1947. Opposer appeals from decision of Commissioner of Patents dis- 
missing opposition. Reversed. 

Case below reported at 46 TMR 501. 


Ernest P. Rogers, of Atlanta, Georgia (Francis C. Browne, Russell L. Law, 
and Mead, Browne, Schuyler & Beveridge, of Washington, D. C., and 
Smith, Kilpatrick, Cody, Rogers & McClatchey, of Atlanta, Georgia, 
of counsel), for opposer-appellant. 

Charles W. Gerard, of Kansas City, Missouri, and J. Harold Kilcoyne, of 
Washington, D. C., for applicant-appellee. 


Before JoHNSON, Chief Judge, and O’CONNELL, WoRLEY, RicH, and JAck- 
SON (retired), Associate Judges. 


Ricy, Judge. 

This is an appeal from the decision of the Commissioner of Patents 
(108 USPQ 341, 46 TMR 501) in Trademark Opposition No. 31,914, revers- 
ing the decision of the Examiner of Interferences which sustained appel- 
lant’s opposition to appellee’s application, filed September 26, 1947, to 
register the word HOLIDAY as a trademark for men’s outer shirts, and 
lounging, beach and bath robes. Use since January 1, 1945, is asserted by 
applicant. 
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Appellant opposes registration alleging that on May 1, 1944, it com- 
menced using and has since continuously used the trademark HOLIDAY on 
men’s, women’s and children’s shoes, made of leather, fabric and combina- 
tions thereof, on which it obtained, on an application filed April 20, 1949, 
registration No. 529,488 of August 22, 1950, relied on here. Opposer also 
owns and relies on registration No. 91,874 dated June 3, 1913, of HoLIDAy 
for “rubber boots and shoes, rubber overshoes, and rubber-soled canvas 
boots and shoes.” 

The marks as used by both parties are in script, the only difference 
between them being that opposer’s is in a rather nondescript backhand 
while applicant’s is in a more regular and forwardly slanting script. While 
there is this difference, so that the marks are not identical in fact, it seems 
to go undisputed that for the purposes of this case they may be considered 
identical in law and we shall so treat them. 

Opposer’s priority of use is not questioned and the sole issue is whether 
the use of HOLIDAY on the goods named in applicant’s application is likely 
“to cause confusion or mistake or to deceive purchasers” so as to render 
the mark unregistrable to applicant under Sec. 2(d) of the Trademark 
Act of 1946. 

The parties have stipulated into the record a few pages from the 
record of an earlier opposition to which opposer was a party, being the 
testimony of opposer’s vice-president in charge of its women’s retail shoe 
stores. It would appear therefrom that, as of 1951, opposer owned and 
operated a chain of forty-four NISLEY SHOE STORES which sell shoes, hand- 
bags, gloves and hosiery throughout the United States and, more important 
here, another chain of fourteen HOLIDAY shoe stores in as many different 
cities. Photographs of fronts of some of the latter are annexed to the 
notice of opposition and show that the store fronts bear, by way of a 
name, a large electric sign, often as long as the store is wide, on which 
the facsimile of opposer’s trademark HOLIDAY appears as a double row of 
incandescent bulbs, the testimony being that they are made to flash on 
and off. In these HOLIDAY stores, it would appear that shoes bearing the 
trademark in question are sold in boxes and wrappings also featuring the 
mark, which has been promoted locally and nationally by a half-million 
dollars worth of advertising in the period 1944-1951. The testimony was 
that the mark had been used on “all types of footwear,” on hosiery, and 
that handbags had been “promoted * * * under the name.” There is no 
specific mention in this testimony of the sale of any men’s shoes or other 
men’s wear, or of the sale of any goods bearing the HOLIDAY mark anywhere 
except in the HOLIDAY stores and the implication is clear that the latter 
were women’s shoe stores also selling handbags and hosiery and presum- 
ably nothing else. 

The foregoing testimony, introduced from another opposition against 
Joseph N. Eisendrath Company, obviously does not purport to develop 
the total commercial picture of opposer’s business under the HOLIDAY trade- 
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mark. It would appear from reading the stipulated testimony and from 
other evidence put in by the applicant in the present case that the earlier 
opposition was directed against the registration of HOLIDAY for women’s 
fabric gloves and the obvious purpose of the testimony was to show that 
the sale of gloves in the HoLIDAy store would be a logical extension of the 
business done under the mark by opposer. We think that much of this 
testimony, brief though it is, being directed to a different objective, has 
had a somewhat misleading effect in the present case, for reasons we shall 
explain later. 

Applicant took the testimony of three witnesses (no attorney appear- 
ing for opposer to cross examine), one being a Kansas City Merchandise 
Manager in a specialty store handling applicant’s sport shirts, the other 
two being the president and secretary of the applicant, a manufacturer 
of men’s sport shirts and apparently nothing else. They testified to the 
innocent adoption and continuing use of HOLIDAY on sport shirts, from a 
date later than opposer’s adoption, and to a short but discontinued use on 
men’s undershorts; to its use by them on no other goods; to a knowledge 
of some other uses and trademark registrations of HoLmay and to lack of 
actual confusion with any of the other registrants or users or with op- 
poser; to separate markets for shoes and sport shirts at the wholesale 
level; to channels of distribution for applicant’s sport shirts through 
department, men’s wear and men’s specialty stores; and to advertising 
expenditures of $75,000 per year in support of a gross business of $2.5 
million annually. 

Since this record showed continuing use of the mark by applicant 
only on sport shirts, the case was treated as though no other product had 
been specified, except that the examiner was directed by the Assistant 
Commissioner, in her opinion, to withhold registration pending a showing 
of use on the other items named in the application. 

On these facts, the Examiner of Interferences held there would be 
likelihood of confusion and sustained the opposition. The Assistant Com- 
missioner reversed saying, 108 USPQ at 342, “The facts of this case are 
such as to lead away from a conclusion that there is likelihood of confusion 
rather than toward it.” (Emphasis ours.) What both lower tribunals 
were considering, and what we must consider, is, of course, likelihood of 
consumer confusion as to source, origin or sponsorship. 

The statute which controls here is section 2(d) of the 1946 Act (15 
U.S.C. 1052). It provides that a trademark shall not be registered if it 


(d) consists of or comprises a mark which so resembles a mark regis- 
tered in the Patent Office or a mark or trade name previously used 
in the United States by another and not abandoned, as to be likely, 
when applied to the goods of the applicant, to cause confusion or mis- 
take or to deceive purchasers * * *. (Emphasis ours.) 


Familiar though this passage may be, we think its precise words should 
be kept in mind, 
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First of all, opposer has “a mark registered in the Patent Office.” That 
mark is HOLIDAY. The mark applicant seeks to register “resembles” it to 
the point of being legally identical. This brings us to the clause “when 
applied to the goods of the applicant.” The goods of the applicant are 
stated in the application to be “men’s outer shirts” and shown by the evi- 
dence of applicant to be sport shirts, disregarding the robes. Now with 
what goods are these sport shirts to be compared? We think it is elemen- 
tary that it must be the goods enumerated in the registration of the 
opposer’s previously registered mark. In the earlier of opposer’s registra- 
tions, No. 91,874 of 1913 the goods are “rubber boots and shoes, rubber 
overshoes, and rubber-soled canvas boots and shoes.” Women’s shoes are 
not mentioned. Opposer could have rested its case on this registration 
without taking any testimony. Instead, it chose to introduce some testi- 
mony from another opposition in order to get evidence of its HOLIDAY store 
operation on the record, but in doing so we do not see why the case based 
on its earlier registration should be weakened. It is our view that opposer 
has a good case without the aid of its testimony, yet it is on the basis of 
the testimony that the decision in its favor was reversed because the goods 
compared with the applicant’s men’s sport shirts by the Commissioner were 
“opposer’s women’s shoes and handbags.” (Emphasis ours.) The decision 
that confusion was not likely appears to have been predicated primarily 
on the sex of the ordinary purchasers of the goods, it being assumed (with- 
out any supporting proof) that men’s sport shirts would normally be 
bought by men and women’s shoes and handbags by women, in different 
stores or different departments of stores. 

We are of the opinion that the use of the same trademark on the 
men’s boots and shoes, as described in opposer’s 1913 registration, and on 
men’s sport shirts would be more than likely to “cause confusion.” The 
sale of men’s shoes and shirts to the same customers in the same stores is 
a practice of which we ean take judicial notice along with the common 
use of rubber boots and rubber-soled canvas shoes by men who would be 
wearing sport shirts. The case presents an almost exact parallel with the 
ultimate issue in In re Application of Keller, Heumann & Thompson Co., 
Inc., 23 C.C.P.A. (Patents) 837, 81 F.2d 399, 28 USPQ 221, 223 (26 TMR 
83), wherein this court said in 1936: 


It seems clear to us that a purchaser of men’s shoes bearing the 
trademark TIMELY would, upon seeing the same mark upon men’s suits, 
topcoats or overcoats, for sale in the same store, conclude that they 
had the same origin as the shoes bearing said mark. 


Even though the net effect of the evidence of record may be to create 
the impression that opposer is now primarily concerned commercially with 
women’s shoes under the HOLIDAY mark, we do not feel that this can be 
controlling of the issue so long as the opposer’s earlier registration of 
HOLIDAY is not so limited. We have to decide on the basis of the registration 
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and the statute. We feel that the Commissioner erred in predicating the 
decision on the conclusion used as a premise and stated as follows, 108 
USPQ at 341 (46 TMR 501): 


The record as a whole, however, leads to the conclusion that the mark 

is used only on women’s shoes of various styles and women’s handbags. 
If, in an opposition, like the present, in which opposer puts in some 
testimony as to its business activities, it must at the same time prove up 
the current factual accuracy of every allegation of a registration relied 
on, on penalty of having that registration treated as not covering all of 
the goods enumerated in it, then there is little left to the provision of 
section 7(b) of the statute that a registration is “prima facie evidence of 
the validity of the registration” and of “registrant’s exclusive right to 
use the mark in commerce in connection with the goods or services specified 
in the certificate.” (Emphasis ours.) Furthermore, as Assistant Commis- 
sioner Leeds so properly held in North Star Woolen Mill Company v. 
Caljax Incorporated, 98 USPQ 454 (44 TMR 210), “The opposer * * * is 
regarded as the owner of its mark for all of the goods recited in its regis- 
trations,” citing, decisions of this court, and it is not proper to consider 
a contention in an opposition that the opposer has not used the mark on 
certain goods “since it involves questions which can be resolved by the 
Patent Office Tribunals only in a cancellation proceeding.” The present 
proceeding is an opposition, not a cancellation. We therefore feel that 
the issue should not have been considered on the basis of what the record 
as a whole tended to show about opposer’s use of the mark HOLIDAY, how- 
ever close to the truth this may have been, but rather on the basis of the 
goods enumerated in its registration and the legal rights flowing therefrom 
in accordance with the statute. On this basis it is our opinion that appli- 
eant’s application could not be allowed and that the opposition must be 
sustained. 

We have purposely left out of consideration registration No. 529,488 
because its filing date, April 20, 1949, is later than applicant’s filing date 
of September 26, 1947. This registration, therefore, would not, in itself, 
establish prior use of HOLIDAY on the men’s shoes specifically named in it. 

The opposition should, for the reasons given above, be sustained and 
the decision of the Commissioner of Patents is reversed. 

JACKSON, Judge, retired, recalled to participate was present at the 
hearing of this appeal but did not participate in the decision. 
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SURE-FIT PRODUCTS COMPANY v. SALTZSON 
DRAPERY COMPANY 


Appl. No. 6342 —C. C. P. A.— April 11, 1958 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
Applicant sought to register RITE-FIT and a design for slip covers and regis- 
tration is opposed by registrant of SURE-FIT for similar goods. Applicant introduced 
in evidence eleven third-party registration which include the suffix Fit. Both 
marks are weak as descriptive terms. While opposer has registration on principal 
register as a secondary meaning mark, there is nothing in the record to indicate 
that it is still not a weak mark, and therefore opposer is not entitled to the broad 
field it is claiming. 
EFFECT OF REGISTRATION—THE PRINCIPAL REGISTER—DESCRIPTIVE TERMS 
Where party chooses a mark inherently weak, his competitors may come closer 
to his mark than if a strong mark were involved. 
REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
While similarity as to any one of the tests of sound meaning or appearance may 
be sufficient to indicate confusion, it is not necessarily so, and here marks are so 
distinct in sound and appearance as to overcome similarity in meaning. Dismissal 
of opposition affirmed. 


Opposition proceeding No. 32,308 by Sure-Fit Products Company v. 
Saltzson Drapery Company, application Serial No. 612,429 filed April 6, 
1951. Opposer appeals from decision of Commissioner of Patents dismiss- 
ing opposition. Affirmed. 

Case below reported at 46 TMR 1314. 


Leonard L. Kalish, of Philadelphia, Pennsylvania, for opposer-appellant. 
Leon Edelson, of Philadelphia, Pennsylvania, for applicant-appellee. 


Before JOHNSON, Chief Judge, and O’CONNELL, Wor.LEy, RicH, and 
JACKSON (retired), Associate Judges. 


JOHNSON, Chief Judge. 

This is an appeal in an opposition proceeding from the decision of the 
Assistant Commissioner of Patents, 110 USPQ 371 (46 TMR 1314), re- 
versing the decision of the Examiner of Interferences which sustained the 
opposition and which held that applicant (appellee here) was not entitled 
to the registration sought. 

No testimony was taken by either party, both having stipulated the 
relevant facts. 

Appellee is in the business of manufacturing, selling and distributing 
draperies and since 1946 has been engaged in the business of manufac- 
turing, selling and distributing ready-made slip covers for various articles 
of furniture, including studio couches and daveno’ beds. On March 9, 
1950, it adopted as its trademark for said slip covers the term RITE-FIT, 
superimposed in script form upon the pictorial representation of an artist’s 


1. Appellee has agreed in its brief that this word should be “divan,” “davenport” 
or “sofa,” since there is no such word as “daveno.” 
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palette with two paint brushes disposed in the thumb hole. The word 
PropUcT, in block letters smaller than the letters which form the term 
RITE-FIT, appears immediately beneath the latter term. Appellee has dis- 
claimed the words RITE-FIT PRODUCT apart from the mark as a whole. Its 
application for registration of this mark on the principal register under 
the Lanham Act is the one opposed in this proceeding. 

Opposer (appellant here) has used the term SURE-FIT as its trademark 
on and in connection with the sale of its ready-made slip covers since 
January, 1926. Appellant was the owner of two registrations granted to 
it on the SURE-FIT mark.? The term sURE-FIT in the 1950 registration, which 
is the only one which need be discussed here, is printed in a script similar 
to the script of appellee’s RITE-FIT mark. 

According to the stipulation, appellant has “extensively advertised, 
in periodicals having national circulation and in other advertising media,” 
its SURE-FIT mark. 

The documentary evidence submitted by appellant consists primarily 
of instruction folders and leaflets for fitting the slip covers on furniture. 
Several of its exhibits refer to the fact that its mark has been advertised 
in such publications as “Better Homes and Gardens,” “Life,” “Collier’s,” 
“House & Garden,” and “The New York Times.” No advertising specimens 
were introduced by appellee, though the stipulation indicates that its 
mark has been advertised. 

Also in evidence are eleven third-party registrations containing the 
word or suffix rit, which registrations were introduced by appellee. 

Appellee has conceded, for purposes of this proceeding, that, despite 
its disclaimer of the words RITE-FIT PRODUCT apart from the mark as a 
whole, the term RITE-FIT constitutes the dominant part of its mark. Further- 
more, the parties have stipulated that their respective goods are identical 
and are sold in competition and that the sole question in issue in this 
proceeding is that of confusing similarity of the terms sURE-FIT and RITE-FIT. 

The Assistant Commissioner, in dismissing the opposition,’ attached 
little trademark significance to the word Fit in each of the parties’ marks, 
which she described as “in common usage by opposer and others in de- 
scribing slip covers,” and concluded that, except for this weak, common 
feature, the marks do not look or sound alike. 

We are of the opinion that the decision of the Assistant Commissioner 
is correct and that the opposition must accordingly be dismissed. 

In reaching our decision we have been most strongly influenced by the 
fact that the marks in issue, SURE-FIT and RITE-FIT, are the weakest possible 


2. Reg. No. 521,780, issued March 7, 1950, as a secondary meaning mark; Reg. No. 
281,507, issued March 17, 1931 under the Act of 1920, expired. 

3. Though the Assistant Commissioner dismissed the opposition, she nevertheless 
denied appellee registration of its mark, in light of its concession that RITE-FIT is the 
dominant part of its mark, on the ground that the dominant part had been disclaimed. 
She gave appellee leave to file either an amendment, transferring the application to the 
supplemental register, or evidence establishing secondary meaning. This decision, being 
ex parte in its nature, is not before us on this appeal. 
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type of mark. The word Fit, aside from the third-party registrations in 
evidence, is eminently suitable for use in connection with goods such as 
ready-made slip covers, where proper fit is of the utmost importance. We 
need not consider third-party registrations to recognize that the word is 
often used in connection with the sale of such goods. The word is distinctly 
descriptive of a characteristic of the merchandise in connection with which 
it is used. Appellant’s use of such phrases in its advertising material as 
“for perfect, lasting fit,” “for triple-sure fit,” “smooth, custom-like fit,” “a 
super-fit feature,” “fits chairs of this type,” “to make smooth fit triple- 
sure,” “insures proper fit” and “this cover fits separate-cushion Cogswells,” 
is indicative of this fact. 

The prefixes RITE and SURE, when added to the suffix Fit, do little, of 
course, to remove the terms of the descriptive category. RITE-FIT is an obvi- 
ous misspelling of RIGHT-FIT and is clearly descriptive of a function of the 
goods with which the words are used. And though appellant has obtained 
a registration for this mark on the principal register as a secondary mean- 
ing mark, there is nothing in the record to indicate that this mark is not 
still in the category of a weak mark. 

Under these circumstances, we do not feel that appellant is entitled to 
the broad protection which it seeks. What appellant is in effect asking us 
to do is to allow it, at least insofar as registration is concerned, to preempt 
the field as far as the word Fit is concerned. We cannot avoid this conclu- 
sion despite the fact that appellant stresses the fact that the prefixes RITE 
and SURE have the same number of letters and syllables. The fact of the 
matter is that RITE and suRE do not look alike or sound alike, factors which 
we feel, at least in this case, militate against appellant’s position. Hillyard 
Chemical Co. v. Vestal Laboratories, Inc., 41 C.C.P.A. (Patents) 701, 206 
F.2d 926, 99 USPQ 117, 118 (44 TMR 297), is peculiarly applicable to 
the instant case. In that case this court quoted with approval the following 
language of the examiner: 


Aside from the question of laches, however, it is the opinion of 
the Examiner that the cancellation should be dismissed because of 
lack of confusing similarity between the notations SHINE-ALL and 
BRITEN-ALL. The notation SHINE-ALL manifestly is highly suggestive 
of the nature of the goods here involved, and while the notation 
BRITEN-ALL is similarly suggestive thereof, it differs substantially from 
SHINE-ALL in both appearance and sound. The applicant having 
adopted a notation of such character as a trademark for its goods 
may not prevent others from using similarly suggestive but otherwise 
distinguishable notations as trademarks for their goods. * * * (Em- 
phasis added.) 


It is unnecessary to cite the numerous other cases of this court wherein 
the scope to be given to weak trademarks was discussed. It seems both 
logical and obvious to us that where a party chooses a trademark which 
is inherently weak, he will not enjoy the wide latitude of protection afforded 
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the owners of strong trademarks. Where a party uses a weak mark, his 
competitors may come closer to his mark than would be the case with a 
strong mark without violating his rights. The essence of all we have said 
is that in the former case there is not the possibility of confusion that exists 
in the latter case. 

Appellant further argues that the two marks are similar in meaning 
and that similarity as to any one of three types of similarity, sound, mean- 
ing or appearance, may be sufficient to indicate likelihood of confusion, 
citing Brown Shoe Company, Inc. v. Sons Shoe Company, 79 USPQ 306 
(38 TMR 1149) (Commr. Pats.) ; Cluett, Peabody & Co., Inc. v. Denver M. 
Wright, 18 C.C.P.A. (Patents) 937, 46 F.2d 711, 8 USPQ 344 (21 TMR 
130). While we do not dispute the correctness of this rule, it must be 
emphasized that any one of the three factors may be sufficient to indicate 
likelihood of confusion, but does not necessarily do so. See Holiday Casuals 
v. M. Beckerman & Sons, Inc., 43 C.C.P.A. (Patents) 731, 228 F.2d 224, 
108 USPQ 140 (46 TMR 341). Clearly, all three factors must be examined 
to reach a sound conclusion in a given case. Coty, Inc. v. Perfumes Habana, 
S.A., 38 C.C.P.A. (Patents) 1180, 190 F.2d 91, 90 USPQ 224 (41 TMR 
944). Assuming arguendo that the marks RITE-FIT and SURE-FIT are similar 
in meaning, we are of the opinion that they are so distinct in sound and 
appearance as to overcome such similarity in meaning. 

For the foregoing reasons, the decision of the Assistant Commissioner 
is affirmed. 


O’CONNELL, Judge, was present at the hearing of this appeal, but, 
because of illness, did not participate in the decision. 


JACKSON, Judge, retired, recalled to participate was present at the 
hearing of this appeal but did not participate in the decision. 


SCHUTTER CANDY COMPANY v. ROGERS 
CANNING COMPANY 


No. 35,403 — Commissioner of Patents — March 3, 1958 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
No likelihood of confusion found between registrant’s BIT-O-HONEY for candy 
bars and applicant’s ROGERS BITS 0’ HONEY for canned peas, and canned peas and 
carrots. 


Opposition proceeding by Schutter Candy Company v. Rogers Can- 
ning Company, application Serial No. 663,516 filed March 29, 1954. 
opposer appeals from decision of Examiner of Interferences dismissing 
opposition. Affirmed. 


Alfred W. Petchaft, of St. Louis, Missouri, for opposer-appellant. 
Melvin A. Brandt, of Chicago, Illinois, for applicant-appellee. 
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LEEDS, Assistant Commissioner. 
An application has been filed by Rogers Canning Company to register 
as a trademark for canned vegetables the following. 


“Reger 
BITS 0’ HONEY 


Use since March of 1947 is asserted. 

Registration has been opposed by Schutter Candy Company, regis- 
trant of BIT-O-HONEY for candy.’ 

The Examiner of Interferences dismissed the opposition, and opposer 
has appealed. 

The record shows that since 1924 opposer and its predecessors have 
used the trademark BIT-0-HONEY for candy bars which are sold to con- 
sumers through grocery stores and through vending machines located in 
various types of outlets. The sales value of BIT-o-HONEY candy bars during 
the period 1942-1955 approximated thirty-three million dollars, and op- 
poser presently spends about a quarter million dollars annually in adver- 
tising its BIT-O-HONEY candy bars. 

The record indicates that applicant uses the mark sought to be regis- 


tered only on canned peas and canned peas and carrots. The question pre- 
sented is whether or not purchasers familiar with BIT-o-HONEY candy bars 
would be likely, upon seeing ROGERS BITS 0’ HONEY peas or peas and carrots, 
to assume that the products of the parties emanate from a common source, 
or to think that the producer of the canned peas and peas and carrots is 
in some way associated or connected with the producer of the candy bars. 
In answering this question the Examiner of Interferences said: 


“Tt is apparent * * * from a consideration of the respective goods 
that although the opposer’s product, a manufactured confectionery or 
snack item, and the applicant’s canned staple grocery products may 
be related in that they pertain to the broad class of foods, they are 
nevertheless essentially unrelated products resulting from distinctly 
different production processes which have nothing in common as to 
composition, physical characteristics, methods of packaging, [or] 
uses, and do not possess the same trade appeal. And while goods of 
both types are to some extent sold in the same retail establishments, 
considering the unlimited variety of products to be found therein, this 
is believed not to be of importance. * * * It has not been made to 
appear, moreover, that it is customary for a single trader to engage 
in or sponsor the manufacture and sale of both type of the goods here 
involved; and considering their nature, it is not believed that the 
purchasing public is likely to assume, merely because of the use 





1. Reg. No. 201,022, issued to a predecessor on July 14, 1925; renewed by a 
predecessor; and published in accordance with Sec. 12(c) by a predecessor on Jan. 11, 
1949. 
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thereon of the marks here involved, that they come from the same 
sources © © 9” 


To this may be added the fact that opposer’s mark is BIT-O-HONEY and 
applicant’s is ROGERS BITS 0’ HONEY—BITs 0’ HONEY being used in the nature 
of a “synonym” for “tender, young sugar peas” in one case and “sweet peas 
& carrots” in the other—with substantial differences in the marks resulting. 

The record leads to the conclusion that applicant’s mark, when 
applied to its goods, does not so resemble opposer’s mark as to be likely 
to cause confusion of purchasers. 

The decision of the Examiner of Interferences dismissing the opposi- 
tion is affirmed. 

As stated above, the record indicates that applicant’s mark is used 
on canned peas and canned peas and carrots. The nature of the Bits 0’ 
HONEY portion of applicant’s mark and the nature of applicant’s use of 
it are such that it seems unlikely that the mark presented for registration 
is used on a full line of canned vegetables as the application suggests. In 
the event applicant finally prevails, therefore, registration will be withheld 
pending (a) a showing that applicant uses its mark on a line of canned 
vegetables, or (b) submission of an amendment identifying the goods as 
canned peas and canned peas and carrots. Such showing or amendment 
should be submitted within thirty days after termination of this proceeding. 


VENUS FOUNDATION GARMENTS, INC. 
v. CHAPMAN & SONS 


No. 5,049 — Commissioner of Patents — March 3, 1958 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS—CLASS OF GOODS 
In view of the fact that foundation garments are commonly advertised by use 
of a house mark in conjunction with a model designation and the average purchaser 
is likely to know that such items are not ordinarily made by hosiery manufacturers, 
no likelihood of confusion was found in an interference proceeding involving ENVY 
for men’s, women’s and children’s hosiery and ENVY BY VENUS for girdles. 


Interference proceeding between Venus Foundation Garments, Inc., 
application Serial No. 642,185 filed February 12, 1953 and Chapman & 
Sons, application Serial No. 631,720 filed June 25, 1952. Venus Founda- 
tion Garments, Inc. appeals from decision of Examiner of Interferences 
refusing registration. Reversed. 


Davis, Lindsey, Hibben & Noyes, of Chicago, Illinois, for Venus Founda- 
tion Garments, Inc. 
Jacobi & Jacobi, of Washington, D. C., for Chapman & Sons. 


LEEDs, Assistant Commissioner. 

On June 25, 1952, Chapman & Sons (hereinafter called Chapman) 
filed an application to register ENvy for men’s, women’s and children’s 
hosiery, asserting use since March 15, 1949. 
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On February 12, 1953, Venus Foundation Garments, Inc. (herein- 
after called Venus), filed an application to register ENvy for girdles and 
panty girdles, asserting use since August of 1951. After institution of an 
interference, Venus filed, and the examiner accepted, a new drawing 
showing ENVY BY VENUS. 

On the records presented by the parties the Examiner of Interferences 
refused registration to Venus and held that Chapman was entitled to the 
registration sought. Venus has appealed. 

The decision of the Examiner of Interferences was rendered prior 
to the decision of the Assistant Commissioner in Ex parte Poirette Corsets, 
Inc., 115 USPQ 356 (48 TMR 520) (December 3, 1957), in which it was 
stated : 


“It is common practice in the foundation garment industry to 
adopt and use model designations, and these model designations are 
ordinarily advertised in conjunction with the house mark. * * * As 
a result of the common practice in the industry, as outlined and illus- 
trated above, purchasers of foundation garments are likely to purchase 
by house mark, and to use the secondary mark or model name to iden- 
tify the specific design of a given manufacturer’s garment. 

“Ordinarily, manufacturers of hosiery do not manufacture foun- 
dation garments, and the average purchasers of the items are likely 
to know this.” 


(See also: Ex parte Even-Pul Foundations, Inc., 114 USPQ 507 (48 TMR 
98) [Com’r., 1957] ). 

The record made by Venus in this case fully supports the findings 
made in the Poirette decision, and Chapman’s record contains nothing 
contrary to such findings. 

In the Powrette case it was concluded that there was no likelihood of 
confusion between FIREFLY girdles and FIREFLY hosiery (See also: Ex parte 
Vanity Corset Company, Inc., 69 USPQ 56 (36 TMR 101) [Com’r., 1946} ) ; 
and it is here concluded that there is no likelihood of confusion between 
ENVY BY VENUS girdles and panty girdles and ENvy hosiery for men, women 
and children. 

The interference should have been dissolved upon the motion filed by 
Venus. The decision of the Examiner of Interferences refusing registration 
to Venus is reversed, and it is held that both parties are entitled to the 
registrations sought. 
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BLUE BELL, INC. v. BELLE POINT 
MANUFACTURING COMPANY 


No. 35,040 — Commissioner of Patents — March 5, 1958 





REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
Although no confusing similarity was found between the word portion of the 

parties’ marks BLUE BELL and BELLE POINT, a likelihood of confusion was found to 
exist in the bell design which formed a part of each mark, the proofs showing that 
purchasers relied upon the bell design in buying registrant’s clothing products. 









Opposition proceeding by Blue Bell, Inc. v. Belle Point Manufacturing 
Company, application Serial No. 669,168 filed June 30, 1954. Applicant 
appeals from decision of Examiner of Interferences sustaining opposition. 
Affirmed. t 

See also 48 TMR 1015. # 
Victor D. Borst, of New York, N. Y., for applicant-appellant. 
Aaron R. Townshend, Jr., of Washington, D. C., for opposer-appellee. 


























LEEDs, Assistant Commissioner. 

An application has been filed by Belle Point Manufacturing Company 
to register BELLE POINT, with an illustration of a bell and an arrow,' for 
infants’, toddlers’ and children’s panties, sunsuits, overalls, and playsuits; 
men’s and boys’ (outer or under) shirts, pants, and jackets; and ladies’ 
blouses, skirts, shorts, slacks, jackets and playsuits, use since April 17, 1950 
being asserted. 

Registration has been opposed by Blue Bell, Inc., registrant of BLUE 
BELL, alone,” associated with an illustration of a bell,* and superimposed 
upon an illustration of a bell,* for overalls, jumpers, jackets, shirts, dun- 
garees, shorts and other work and play clothes. Opposer’s mark as used 
generally appears as: 


BLUE 
BELL 
a 





The Examiner of Interferences sustained the opposition, and appli- 
cant has appealed. 

The record shows that for many years prior to applicant’s first use 
of its mark, opposer and its predecessors have manufactured work clothes, 
play clothes, sport clothes and western type garments sold under the trade- 
marks BIG BEN, CASEY JONES and BLUE BELL, the last named being used on 


1. Applicant’s mark is reproduced in the decision in Cluett, Peabody § Co., Inc. v. 
Belle Point Manufacturing Company, decided concurrently herewith, 116 USPQ 454 
(48 TMR 1015). 

2. Reg. No. 429,770, issued May 20, 1947. 
3. Reg. No. 429,760, issued May 20, 1947. 
4. Reg. No. 530,349, issued Sept. 5, 1950. 
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approximately eighty-five percent of opposer’s products. Opposer initiated 
its national advertising program in 1950, and since that time, it has spent 
some three million dollars in advertising and popularizing its BLUE BELL 
merchandise. Opposer’s total sales of all products under the various brand 
names increased from a value of forty-seven million dollars in 1950 to 
fifty-seven million dollars in 1955. 

Applicant was organized in 1950 to serve as an outlet for surplus 
production of its parent company which is engaged in manufacturing 
certain items of clothing under contract with other manufacturers. Appli- 
cant advertises and sells its products only by direct mail, and its sales 
under the BELLE POINT mark have, since April 17, 1950, amounted to some 
two hundred thousand dollars in value. 

The question presented is whether or not applicant’s mark so resembles 
opposer’s mark as to be likely, when used on its products to cause confu- 
sion, mistake or deception of purchasers. 

The word portions of the marks, BELLE POINT, and BLUE POINT, do not 
look alike; they do not sound alike; and they do not stimulate similar asso- 
ciations or mental reactions. The first word of applicant’s mark and the 
last word of opposer’s are pronounced the same, but their spelling—BELLE 
and BELL—results in different impressions. 

The marks, however, do not consist only of words. Each contains an 
illustration of a bell, and the effect of the long use of the illustration by 
opposer and its predecessors, and of opposer’s extensive advertising must 
be considered. The record is helpful in that it indicates that many pur- 
chasers of work and play clothes such as those manufactured and sold by 
the parties are immigrants from non-English speaking countries and others 
are illiterate; and in making purchases of opposer’s garments, such pur- 
chasers rely upon the “picture” or illustration of the bell. The record 
further indicates that as a result of opposer’s use and advertising of the 
illustration of a bell on garments made and sold by it, the trade is likely 
to associate competitive garments bearing a label showing an illustration 
of a bell with opposer. Moreover, it appears that it is not unusual for both 
the trade and the buying public in purchasing opposer’s garments, to 
identify them as those “with the bell on them.” 

The Examiner of Interferences stated: 


“* * * a representation of a bell is an arbitrary designation for 
goods of the character here involved, and would alone be capable of 
indicating the origin thereof. * * * As to the applicant’s mark, it 
seems apparent that the representation of a bell is of such nature and 
prominence that purchasers well might exclusively rely thereon in 
identifying the products sold thereunder as to source.” 


He then concluded that “the similarities between the respective marks are 
such that their contemporaneous use for the competitive goods here involved 
would be reasonably likely to cause confusion or mistake or deception of 
purchasers.” 
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It is not unreasonable to ask why applicant chose to use an illustration 
of a bell in connection with its word mark, particularly when it cannot be 
successfully contended that a bell illustrates the BELLE portion of the word 
mark. It seems unlikely that applicant would not know of opposer’s use 
and advertising of garments under its BLUE BELL mark. 

The conclusion of the Examiner of Interferences that the resemblance 
of applicant’s composite mark to opposer’s composite mark is such that 
confusion, mistake or deception of purchasers is reasonably likely is sup- 
ported by the record, and his decision is affirmed. 


CLUETT, PEABODY & CO., INC. v. BELLE POINT 
MANUFACTURING COMPANY 


No. 35,005 — Commissioner of Patents — March 5, 1958 





REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 

No likelihood of confusion found between applicant’s mark consisting of an 
arrow design and the word ARROW, for men’s wear, and applicant’s mark consisting 
of the words BELLE POINT and the design of an arrow, for children’s, boys’, men’s 
and ladies’ clothing. 



















Opposition proceeding by Cluett, Peabody & Co., Inc. v. Belle Point 
Manufacturing Company, application Serial No. 669,168 filed June 30, 
1954. Applicant appeals from decision of Examiner of Interferences sus- 
taining opposition. Reversed. 

See also 48 TMR 1013. 


Dudley B. Smith, of New York, N. Y., for opposer-appellee. 
Aaron R. Townshend, Jr., of Washington, D. C., for applicant-appellant. 









LEEDs, Assistant Commissioner. 

An application has been filed by Belle Point Manufacturing Company 
to register as a trademark for infants’, toddlers’ and children’s panties, 
sunsuits, overalls and playsuits; men’s and boys’ (outer or under) shirts, 
pants, and jackets; ladies’ blouses, skirts, shorts, slacks, jackets and play- 


suits, the following: 
Belle 
Boirt 





Use since April 17, 1950 is asserted. 

Registration has been opposed by Cluett, Peabody & Co., Inc., regis- 
trant of ARROW, with an illustration of an arrow,’ for menswear. As regis- 
tered, opposer’s mark appears generally as 


1. Reg. No. 34,645, issued May 15, 1900, for collars and cuffs renewed twice; Reg. 
No. 45,695, issued Aug. 29, 1905, for collars and cuffs, renewed twice; Reg. No. 75,369, 
issued Sept. 28, 1909, for outershirts of all kinds, renewed twice; Reg. No. 90,793, issued 
Mar. 25, 1913, for collars and cuffs, renewed twice; Reg. No. 107,962, issued Jan. 4, 1916, 
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The Examiner of Interferences sustained the opposition, and appli- 
cant has appealed. 

The record consists of the pleadings, copies of opposer’s registrations, 
applicant’s application, and copies of some fifty-one registrations of marks 
which consist of or comprise illustrations of arrows for various products, 
including menswear, other apparel, and shoes. 

It is obvious that an illustration of an arrow is all that is common to 
the marks of the parties. Opposer’s word mark is arrow, and the word 
mark is illustrated by the design of an arrow. Applicant’s word mark is 
BELLE POINT, and the word mark is accompanied by a design of a bell and 
an arrow. The products of the parties are of a type ordinarily called for 
by word mark, and even though the products may be sold in the same 
stores to the same purchasers, it is not believed that purchasers would be 
led by the presence of the arrow in applicant’s mark to think that BELLE 
POINT apparel emanates from the same source as ARROW menswear. 

The record fails to show any facts from which it can be concluded 
that applicant’s mark is likely to cause confusion, mistake or deception of 
purchasers, and it fails to show any other facts from which damage to 
opposer can be inferred. 

The decision of the Examiner of Interferences is reversed, and the 


opposition is dismissed. 





































CENTRAL SCIENTIFIC CO. v. CENTRAL STATES 
PAPER & BAG CO. 


No. 34,419 — Commissioner of Patents — March 7, 1958 










REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
No likelihood of confusion found to exist between registrant’s CENCO, for scien- 

tific instruments and laboratory apparatus, equipment and supplies, including chem- 
icals and applicant’s use of the same mark for paper and plastic bags. 









Opposition proceeding by Central Scientific Co. v. Central States 
Paper & Bag Co., application Serial No. 652,836 filed September 8, 1953. 














for shirts, collars, and cuffs, renewed twice; Reg. No. 114,337, issued Dec. 12, 1916, for 
nightshirts, pajamas, undershirts, underdrawers and unionsuits, renewed twice; Reg. 
No. 127,011, issued Oct. 21, 1919, for collars and cuffs, renewed; Reg. No. 147,966, 
issued Nov. 8, 1921, for handkerchiefs, renewed; Reg. No. 195.369, issued Feb. 24, 
1925, for neckties, renewed; Reg. No. 200,111, issued June 23, 1925, for dress and neg- 
ligee shirts, renewed; Reg. No. 285,120, issued July 14, 1931, for belts for outside 
wear, renewed; Reg. No. 340,809, issued Nov. 24, 1936, for collars, cuffs, shirts, hand- 
kerchiefs, underwear for men, and neckties, renewed; Reg. No. 413,968, issued May 22, 
1945, for garters and suspenders; Reg. No. 427,755, issued Apr. 30, 1946, for sweaters; 
and Reg. No. 429,183, issued Apr. 22, 1947, for piece goods and shirtings of cotton and 


rayon and combinations thereof. 
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Opposer appeals from decision of Examiner of Interferences dismissing 
opposition. Affirmed. 


Mann, Brown & McWilliams, of Chicago, Illinois, for opposer-appellant. 
Alfred W. Petchaft, of St. Louis, Missouri, for applicant-appellee. 


LEEDS, Assistant Commissioner. 

Central States Paper & Bag Co. has filed an application to register 
cENCO for bags made of cellophane, cellulose acetate, polythene, and paper, 
use since January 15, 1944 being asserted. 

Central Scientific Co., registrant of ceENco for a wide variety of labora- 
tory and scientific apparatus and supplies,’ chemicals,? and catalogs and 
bulletins,* has opposed registration on the ground that applicant’s mark, 
being identical with opposer’s, so resembles opposer’s registered mark as 
to be likely, when applied to applicant’s goods, to cause confusion of 
purchasers. 

The Examiner of Interferences dismissed the opposition, and opposer 
has appealed. 

The same mark is used by both parties; and opposer’s earlier use is 
undisputed. The only question is whether or not applicant’s use of the 
mark on paper and plastic bags is likely to cause purchaser confusion. 

Both parties took rather extensive testimony, much of which is merely 
cumulative. So far as we are here concerned, the record shows that op- 
poser has for many years conducted an extensive business under the trade- 
mark cENCO, manufacturing and selling scientific instruments, laboratory 
apparatus and equipment, and laboratory supplies, including chemicals. 
Opposer sells its products under the mark to school and college laboratories, 
private research laboratories, industrial research laboratories, and product 
analysis laboratories maintained by various industries. Opposer’s products 
are the “tools” of chemists, biologists, psychologists, physicists, and other 
laboratory and scientific technicians. 

Applicant is engaged in the business of manufacturing packaging 
materials, including bags made of kraft paper, waxed paper and plastic. 
It sells such bags under the trademark cENco to industrial and commercial 
concerns for packaging purposes. Typifying applicant’s purchasers are 
packing houses and poultry slaughterers, representatives of which testified 
in the proceeding. 

The products of the parties are ordinarily sold through different trade 
channels to different “average” purchasers for entirely different purposes. 


1. Reg. No. 178,274, issued Jan. 8, 1924, renewed; Reg. No. 178,560, issued Jan. 
15, 1924, renewed; Reg. No. 194,630, issued Feb. 3, 1925, renewed; Reg. No. 195,557, 
issued Feb. 24, 1925, renewed; Reg. No. 229,408, issued June 28, 1927, renewed; Reg. 
No. 230,203, issued July 19, 1927, renewed; Reg. No. 442,569, issued Apr. 26, 1949; 
Reg. No. 443,079, issued July 12, 1949; Reg. No. 443,124, issued July 19, 1949; Reg. 
No. 443,291, issued Aug. 23, 1949; Reg. No. 444,544, issued Aug. 14, 1951; Reg. No. 
600,340, issued Jan. 4, 1955; and Reg. No. 607,884, issued June 28, 1955. 

2. Reg. No. 180,498, issued Mar. 4, 1924, renewed; Reg. No. 226,615, issued Apr. 
12, 1927, renewed ; Reg. No. 442,067, issued Feb. 8, 1949. 

3. Reg. No. 442,396, issued Apr. 5, 1949. 
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Although it is true that the same industrial concern may purchase the 
products of both parties, so far as the record shows, it is equally true that 
the actual purchasers, i.e., the research department—the laboratory director 
or procurement agent—on the one hand, and the production department— 
the packaging director or general purchasing agent on the other—are not 
the same. In so far as the record shows, the probability of the research 
department coming into contact with applicant’s commercial packaging 
materials or of the production department coming into contact with op- 
poser’s scientific and laboratory equipment and supplies, or even of one 


department knowing about the products purchased by or for the other, 


is practically non-existent. 

The facts of this case lead to the conclusion that there is no likelihood 
of purchaser confusion within the recognized meaning of the term. 

The decision of the Examiner of Interferences dismissing the opposi- 


tion is affirmed. 


THE BORDEN COMPANY v. G. P. GUNDLACH & CO., INC. 
No. 34,768 — Commissioner of Patents — April 3, 1958 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
REGISTRABILITY—DESCRIPTIVE TERMS 
Applicant seeks to register DUTCH APPLE and a design for ice cream, and is 
opposed by The Borden Company as prior user of the term DUTCH APPLE to describe 
a flavor of ice cream pies. The evidence shows that applicant’s business is that of 
selling ingredients of ice cream and promotional material. Applicant sold its sliced 
apples to many manufacturers who sold DUTCH APPLE ICE CREAM under their own 
trademarks. While applicant does, from time to time, test the finished product, 
there is no evidence of supervision or control by applicant. Opposer has used the 
term DUTCH APPLE to describe its ice cream pies since 1941. Evidence shows DUTCH 
APPLE to be descriptive rather than indicating a single product coming from a 
single source. 
REGISTRATION PROCEDURE—OPPOSITION—DAMAGE 
Applicant’s registration of the term would interfere with its freedom to use 
DUTCH APPLE descriptively, and therefore opposition is sustained. 


Opposition proceeding by The Borden Company v. G. P. Gundlach & 
Co., Inc., application Serial No. 660,803 filed February 9, 1954. Opposer 
appeals from decision of Examiner of Interferences dismissing opposition. 
Reversed. 


Arthur C. MacMahon and J. Spencer Daly, of New York, N. Y., for 
opposer-appellant. 
Wood, Herron & Evans, of Cincinnati, Ohio, for applicant-appellee. 


LEEDs, Assistant Commissioner. 

An application has been filed by G. P. Gundlach & Co., Inc., to register 
DUTCH APPLE, with a line drawing of an apple in the background, for ice 
cream, use since February 6, 1954 being asserted. 
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Registration has been opposed by The Borden Company, a competitor 
in the sale of ice cream, which asserts that it has used the term DUTCH APPLE 
to describe a flavor of ice cream pies; that the term DUTCH APPLE is merely 
descriptive when applied to applicant’s goods and has not become distine- 
tive; and registration of the term to applicant would prejudice opposer’s 
right to continue to use DUTCH APPLE in the sale and advertising of its ice 
cream pies of that flavor. 

The Examiner of Interferences dismissed the opposition, and opposer 
has appealed. 

The nature of the issues created by the pleadings requires first an 
analysis of applicant’s record. Applicant neither makes nor sells ice 
cream. It is, and for many years has been, engaged in the processing and 
sale of fruits, nuts and flavors for use as ingredients of ice cream; it designs 
cartons, point of sale advertisements and advertising mats, and plans 
promotion campaigns to increase the sale of ice cream, all of which are 
available to ice cream manufacturers; since 1933 it has operated a Dairy 
Manufacture and Research Bureau offering technical services to the ice 
cream industry; and since 1946 it has conducted a national clinie for ice 
eream manufacturers. Applicant asserts that its right to register DUTCH 
APPLE for ice cream results from related company uses which inure to its 
benefit. 

In 1950, applicant commenced research in the use of apples as a flavor 
for ice cream, and experiments were conducted with apple juices, apple 
extracts, apple sauce and sliced apples. Early in 1954 applicant made 
available to the ice cream industry spiced, sliced, sweetened and otherwise 
processed apples in syrup for use as fruit ingredients imparting flavor to 
ice cream in which they were used. The fruits were called DUTCH APPLES. 
Simultaneously, applicant made available to all ice cream manufacturers 
the recipe for using the apples in ice cream; cartons showing DUTCH APPLE 
ICE CREAM, upon which the name of ice cream manufacturers who purchased 
the “program” were printed; dominations, posters, streamers and other 
point of sale displays showing DUTCH APPLE ICE CREAM; and newspaper 
mats and radio and television announcements and scripts advertising DUTCH 
APPLE ICE CREAM. In other words applicant offered for sale to ice cream 
manufacturers a “package program” for promoting the sale of ice cream 
containing its spiced, sliced, sweetened and otherwise processed apples. 

At the time testimony was taken in 1956, applicant was selling its 
apples, both with and without the entire “package,” to some 1500 ice cream 
manufacturers located throughout the country, all of whom were selling, 
many in the same territory, their own DUTCH APPLE ICE CREAM under their 
own trademarks or brand names. Applicant has no written agreement 
with the ice cream manufacturers as to their use of the term DUTCH APPLE, 
as to manufacture in strict conformity with a formula, as to submission 
of samples to applicant, as to control by applicant of the nature and 
quality of DUTCH APPLE ICE CREAM, as to territory, as to recognition of any 
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trademark rights owned by applicant in pUTCH APPLE for ice cream, or as 
to anything else which would indicate that there is any relationship be- 
tween applicant and the 1500 ice cream manufacturers, other than the 
relationship of buyer and seller. In fact, applicant’s president testified 
in response to a question as to the relation of his company to the ice cream 
manufacturers who purchase his products, “Well, it’s the usual relation 
of supplier and buyer.” 

The record shows that an ice cream manufacturer, which became a 
division of opposer on October 1, 1955, purchased apples from applicant 
and used them in ice cream packaged in its own cartons upon which it 
stamped DUTCH APPLE to indicate the flavor; and in 1956, as a division of 
opposer it purchased DUTCH APPLE cartons from applicant and later pur- 
chased the apples which were used to make DUTCH APPLE ICE CREAM. 

The record shows that from time to time representatives of applicant 
call upon ice cream manufacturers to sell applicant’s line of products and 
to give advice in connection with production, packaging and promotion 
of sales, but these calls are all in the course of applicant’s business gener- 
ally, irrespective of whether or not its apples are purchased. The record 
also shows that those ice cream manufacturers who “subscribe” or “‘belong 
to” applicant’s research bureau voluntarily send to applicant samples of 
all flavors of ice cream from time to time for testing and grading according 
to applicant’s program. Such testing and grading, however, do not amount 
to the exercise of any control by applicant over the finished products of 
such manufacturers. 

The record fails to show that the apple ingredients sold by applicant 
are handled in any manner different from the butter pecan, banana nut, 
lemon chiffon, Caracas chocolate, pineapple nut or other flavoring ingre- 
dients. Indeed, it appears that they are all handled in the same way. 

The advertisements supplied by applicant in connection with its 
apples contain such statements as “Better ’n Pie—Give it a Try”; “Tastes 
like pie a la mode”’; “Imagine a luscious DUTCH APPLE Pie taste * * * im- 
parted by generous portions of the finest apples, delicately spiced and 
prepared according to an old and treasured recipe * * *”; “Here is 
wonderful, new DUTCH APPLE ICE CREAM, the first new ice cream flavor in 
years. Delicious baked golden slices of spiced apple in pure vanilla ice 
cream”; “New DUTCH APPLE ICE CREAM * * * tastes like good ole homemade 
Apple Pie with vanilla ice cream on top. DUTCH APPLE ICE CREAM * * * the 
newest ice cream flavor sensation”; “Real, juicy apple slices accent every 
inviting scoop of ‘spiced-just-right’ DUTCH APPLE ICE CREAM. Zimt [genuine, 
imported cinnamon] adds that wonderful home-baked pie flavor.” 

Applicant presented as witnesses ten ice cream manufacturers who 
purchase ice cream ingredients and “package programs” from applicant, 
each of whom had featured DUTCH APPLE ICE CREAM in one or more “flavor 
of the month” campaigns. Each witness stated that he considered putcH 
APPLE to be a “flavor” or “type” or “kind” of ice cream. 
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Opposer is engaged in the manufacture and sale of dairy products, 
including ice cream and ice cream products. The record shows that in the 
fall of 1941 it made some ice cream pies with apples, and these pies were 
described by the term DUTCH APPLE stamped on the boxes containing them. 
Wartime restrictions caused discontinuance of the product, and there was 
no resumption of production until the fall of 1952. During October and 
November of 1952, opposer’s Midwestern District marketed ice cream 
pies made with ice cream, sliced apples prepared with pectin, sucrose, and 
corn syrup solids, apple sauce, and water. These ice cream pies were de- 
scribed on the boxes as DUTCH APPLE ice cream pies. 

In June of 1955, the managers of opposer’s ice cream operations in 
its Midwestern District were asked by questionnaire to choose from ten 
listed flavors or types of ice cream pies those which they would like to 
feature for sale during the months of October, 1955 to April, 1956. Included 
in the list was DUTCH APPLE, along with banana, blueberry, cherry, choco- 
late fudge, date pecan, lemon, peach, pineapple, and raspberry. In Sep- 
tember of 1955, four of opposer’s plants manufactured DUTCH APPLE ICE 
CREAM PIES, and in October of that year, nine plants manufactured them. 

During each of these promotions in 1941, 1952 and 1955 opposer 
purchased point of sale streamers and posters advertising the pies, but 
the record is not too clear as to their distribution and use. 

It appears from the record that the “standard” flavors of ice cream 
are regularly produced the year round, but the production of special 
flavors and specialty items runs in cycles. This is true of opposer’s busi- 
ness as well as the business of those manufacturers who appeared as wit- 
nesses on behalf of applicant. The record shows that many of those who 
purchase apples from applicant make and sell the DUTCH APPLE ICE CREAM 
during only one month in the year, featuring it as the flavor-of-the-month. 
The record also shows that opposer produces and sells specialty items and 
special flavors only from time to time. 

The question presented is whether or not the facts, as disclosed by the 
record, are such as will support an inference of damage to opposer if the 
registration, with the presumptions flowing therefrom, issues to applicant. 

In view of the fact that opposer has used the term DUTCH APPLE from 
time to time to designate a particular “type” or “flavor” of its ice cream 
pies, and in view of the industry practice of producing specialty items and 
special flavors only from time to time, and in view of the further fact that 
some 1500 ice cream manufacturers other than opposer have used puTCH 
APPLE from time to time to designate a particular “flavor” or “type” or 
“kind” of ice cream, the term DUTCH APPLE probably means to the purchas- 
ing public a “kind” or “flavor” of ice cream rather than a single product 
coming from a single source. In any event, it does not identify and dis- 
tinguish ice cream made or sold by applicant. Under these circumstances, 
registration of the term for ice cream is likely to damage opposer by inter- 
fering with its freedom to continue to use DUTCH APPLE in the manner in 





1022 THE TRADEMARK REPORTER Vol. 48 T. M.R. 





which and for the purpose for which it used it both prior to and after 
applicant’s commercial use of the term to designate its sliced, spiced, 
sweetened and otherwise processed apples. The decision of the Examiner 
of Interferences is reversed, and the opposition is sustained. 


TROPIC-AIRE, INCORPORATED (McGRAW-EDISON 
COMPANY, assignee, substituted) v. APPROVED 
PRODUCTS, INC., doing business as WINDSOR 

CHEMICAL LABORATORIES 


No. 34,852 — Commissioner of Patents — April 3, 1958 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS—CLASS OF GOODS 

Applicant seeks to register TROPIC-AIR for chemical room deodorizing compound, 
and registration is opposed by registrant of TROPIC-AIRE, used for heaters and ven- 
tilating units for motor vehicles. Evidence shows that while opposer had previously 
made window type air conditioners it does not now do so, and therefore confusion of 
source is not deemed likely since the two products are sold through different chan- 
nels of trade, and room deodorizers are not believed to fall within the area of 
normal expansion of a manufacturer of air conditioners. Opposition dismissed. 


Opposition proceeding by Tropic-Aire, Incorporated (McGraw-Edison 
Company, assignee, substituted) v. Approved Products, Inc., doing busi- 


ness as Windsor Chemical Laboratories, application Serial No. 661,683 
filed February 26, 1954. Applicant appeals from decision of Examiner of 
Interferences sustaining opposition. Reversed. 


Olson & Trexler, of Chicago, Illinois, for opposer-appellee. 
Kimmel & Crowell, of Washington, D. C., for applicant-appellant. 


LEEps, Assistant Commissioner. 

An application has been filed by Approved Products, Inc., to register 
TROPIC AIR for a chemical room deodorizing compound, use since February 
of 1952 being asserted. 

Registration has been opposed by Tropic-Aire, Incorporated, assignor 
to McGraw-Edison Company, registrant of TRoPIc-AIRE for automotive 
heaters? and for heating, cooling and ventilating units for motor vehicles.” 

The Examiner of Interferences sustained the opposition, and applicant 
has appealed. 

The record shows that since 1951, opposer and its predecessors have 
manufactured air-conditioning units for motor vehicles and trailers, elec- 
tric water heaters, electric blankets, electric sheets, electric heaters (includ- 
ing radiant and fan types), electric roasters and hot plates, all of which 
have been sold under the trademark TROPIC-AIRE. At various times prior 





1. Reg. No. 237,236, issued Jan. 3, 1928, renewed and published in accordance with 
Sec. 12(c) on December 28, 1948. 
2. Reg. No. 363,646, issued Jan. 3, 1939, published in accordance with Sec. 12(c) 


on Feb. 1, 1949. 
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to 1951 opposer’s predecessors used the mark in connection with the sale 
of automotive vehicle heaters, bus seats, sewing machines and baby car- 
riages, but the sale of such items has long since been discontinued. 

Opposer’s products have been extensively advertised under the mark 
TROPIC-AIRE in consumer and trade magazines, and sales of the various 
products manufactured and sold under the mark from time to time by 
opposer and its predecessors have been rather extensive both as to volume 
and territory. 

Prior to the time McGraw-Edison Company succeeded to the business 
symbolized by the TROPIC-AIRE trademark (July of 1951), Tropic-Aire, 
Incorporated, had made window type air conditioners which it sold under 
the TROPIC-AIRE mark, but manufacture of the unit was discontinued and 
the inventory was sold. McGraw-Edison Company subsequently re-tooled 
for a new window unit, and according to testimony taken in 1956, the unit 
was then being produced “for quite a few customers under their respective 
trade names.” An official of opposer testified that he did not know whether 
or not the TROPIC-AIRE mark had been used on such units, but “it is on the 
agenda” to sell window type air conditioners under such mark. 

Opposer has presented the testimony of the advertising and sales pro- 
motion manager of a manufacturer of room deodorants, and he testified 
that his company makes and sells a unit for dispensing its deodorants 
through central plant air conditioning systems, as well as a fan unit which 
forces the volatile properties through the existing air currents and into 
the atmosphere of the room. The witness also testified that while the home 
market was not his company’s primary market, some of its equipment was 
sold for home use, and that his company has “a jell unit which is made 
part of at least one well-known air conditioning, window type air condi- 
tioning system, for the purpose of deodorizing the air within the home.” 

Certain exhibits in the record indicate that some other sellers of air 
deodorants sell equipment for dispensing them through central air condi- 
tioning systems and otherwise. 

The Examiner of Interferences stated: 


“Opposer’s record further establishes that chemical deodorizers 
are commonly used in connection with air conditioners or ventilating 
devices and fans, and that air conditioning or ventilating equipment 
are [sic] sold by the same sources through the same channels of trade 
as chemical deodorizers. 

7 ~ 7 
“Opposer’s evidence * * * adequately establishes that air conditioning 
and ventilating apparatus and fans are frequently used together with 
chemical deodorizers, and that the equipment and deodorizer are sold 
by the same source through the same trade outlets to the same pur- 
chasers.” 


He then concluded : 


“Under the foregoing circumstances, it appears to be clear that 
a purchaser familiar with the TROPIC-AIRE mark on air conditioning 
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and ventilating equipment and fans on seeing the TROPIC-AIRE mark on 
a chemical deodorizer, would normally assume that the products ema- 
nate from the same source * * *.” 


The decision of the Examiner of Interferences presupposes that op- 
poser has used the mark TROPIC-AIRE on “‘ventilating apparatus [equipment | 
and fans,” but there is nothing in the record to support such a finding. 

At the time applicant adopted TRoPic air for use on a room deodorant 
in February of 1952, opposer was not making window type air conditioners, 
but it was using the TROPIC-AIRE mark on bus, truck and trailer air condi- 
tioners. Some four years later, opposer commenced the manufacture of 
window type air conditioners which have been marked with the customers’ 
marks but opposer plans in the future to use the TROPIC-AIRE mark on such 
units. 

While it is true that the record shows that room deodorants are used 
in conjunction with central air conditioning systems, and a deodorizer 
unit is made part of at least one well-known window type air conditioner, 
there is nothing in the record which would support a finding that it is 
common practice to utilize room deodorizers in conjunction with window 
type air conditioners, or that manufacturers of window type or any other 
type of air conditioners also sell room deodorants, or that room deodorizers 


and air conditioning units are sold to the same average purchasers through 


the same trade channels under the same or similar circumstances and 


conditions of purchase. Room deodorants are not believed to fall within 
the area of “normal expansion of business” of a manufacturer of air condi- 
tioners. 

In view of the differences in products, the differences in markets, 
and the differences in circumstances and conditions surrounding the pur- 
chase of the respective goods, it is concluded that there is no likelihood of 
confusion within the purview of the statute. 

The decision of the Examiner of Interferences is reversed and the 
opposition is dismissed. 


LIEBERMAN v. LUC-TON CORPORATION 
No. 5341 — Commissioner of Patents — April 4, 1958 


REGISTRABILITY—ABANDONMENT 
Lue-Ton Corporation applied to register STRATEGY and design for a “board 
game,” and three months later application was made by Lieberman to register 
STRATEGY and a design for a “board game” involving military strategy. In the 
interference proceeding Luc-Ton was held entitled to the registration. On appeal by 
Lieberman the Patent Office was advised that Luc-Ton Corporation had been dis 
solved, and therefore registration to Luc-Ton Corporation is denied. 
REGISTRABILITY—IN GENERAL 
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REGISTRABILITY—EVIDENCE 
Evidence shows series of unsuccessful attempts by applicant Lieberman to 
manufacture STRATEGY game. Mailing of rules to prospective customers insufficient 
to constitute trademark use. Since record fails to show any sales of the game 
under the mark, registration is refused. 


Interference proceeding between J. Ben Lieberman, application 
Serial No. 675,293 filed October 22, 1954 and Luc-Ton Corporation, appli- 
eation Serial No. 670,589 filed July 26, 1954. Lieberman appeals from 
decision of Examiner of Interferences refusing registration. Affirmed. 


Henry Gifford Hardy, of San Francisco, California, for Lieberman. 
Hamilton & Hamilton, of Kansas City, Missouri, for Luc-Ton Corporation. 


LEEDs, Assistant Commissioner. 

On July 26, 1954 Lue-Ton Corporation filed an application to register 
STRATEGY, displayed upon a representation of a globe showing the map of 
the western hemisphere and portions of Europe and Africa, for a “board 
game constituting a modern adaptation of chess.’”’ Use since December 1, 
1953 is asserted. 

On October 22, 1954, J. Ben Lieberman filed an application to register 
STRATEGY, displayed upon an inverted triangle within which are displayed 
substantial reproductions of certain insignia of the U. 8S. Air Force, the 
Navy and the armored divisions of the Army, for a “board game with 
movable pieces involving simulated opposing armed services.” Use of the 
word STRATEGY since December 15, 1944 and of the word and design since 
September 23, 1954 is asserted. 

An interference was instituted, and on consideration of the record, 
the Examiner of Interferences found adversely to J. Ben Lieberman and 
held that Luec-Ton Corporation was entitled to the registration sought. 
J. Ben Lieberman has appealed. 

Luc-Ton Corporation filed no brief on appeal; and a few days prior to 
the hearing date set for argument on the appeal, counsel representing the 
company advised the Patent Office that Luc-Ton Corporation “has by 
operation of law ceased to exist” and that “the application for registration 
of [by] said corporation Serial No. 670,589 may also be regarded as aban- 
doned and no longer of any force or effect.”” Under these circumstances, 
registration to Luc-Ton Corporation will not issue. 

There remains for consideration the question of the right of J. Ben 
Lieberman to registration. The testimony and exhibits tell the following 
story of his activities: 


1942. While this applicant was serving in the Navy, he conceived the 
game and obtained a patent for it. After having inquired of Indian 
Archery and Toy Corporation whether or not that company would be 
interested in manufacturing the game and having received a negative 
answer, applicant submitted a “working sample” and a copy of the rules 
to Milton Bradley & Co., a game manufacturer, with the suggestion that 
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the game be manufactured by that company. If a reply was received, it 


apparently was a negative one. 


1944. Applicant inserted an advertisement in the “Personals” section 
of “The Saturday Review of Literature.” The advertisement read as 
follows: 


“You'll have to make it yourself, and the rules aren’t exactly 
simple—but if you’re an armchair strategist interested in a game 
which really simulates war, send $1 for rules and description of 
STRATEGY.” 


Four orders were received in response to the advertisement, and applicant 
mailed a copy of the rules and instructions for making the board and 
playing pieces to each person who sent an order. 


1945. Applicant filed an application to register STRATEGY, and regis- 
tration was refused on the ground that the mark had not been used on 
a board game sold in interstate commerce. The San Diego Gas & Electric 
Company published in a periodical which it printed and mailed to all 
of its employes who were serving in the armed forces the rules for playing 
applicant’s game and instructions for making the board and playing 
pieces. 


1947. Applicant’s brother submitted a description of the sTRATEGY 
game to a representative of Kusan, Inc., with a view to having the board 
game manufactured. Apparently, there was a negative response. 


1950. A description of the game and a “working model” were sub- 
mitted to Parker Brothers, Inc., a game manufacturer. The company ad- 
vised applicant that it was not interested in manufacturing the game. 


1953. The game was submitted to R. H. Macy & Co., but there was no 
disposition on its part to have the game manufactured for it. National 
distribution rights in the game were discussed with Chester Schiff, but 
nothing developed. 


1954. Cost estimates for manufacture of the game were received from 
Fleishhacker Paper Box Company and from American Colortype Com- 
pany. The game was submitted to M-K Enterprises, Inc., with a view to 
having that company manufacture it, but applicant was advised that such 
manufacture did not fit in with the company’s plans, and the sample 
of the game was returned. 


1955. A Hong Kong correspondent of an associate of applicant looked 
into the possibility of manufacture in Hong Kong of the playing pieces, 
but apparently nothing developed. The game was submitted to the China 
Refugee Development Organization in Hong Kong, and following some 
correspondence between applicant’s associate and the Hong Kong organi- 
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zation, three sample game boards and playing pieces were made up and 
sent to the said associate in February of 1956. 


1956. Applicant’s associate was in the Orient at the time applicant 
gave his testimony in July, and according to the testimony, “His plan is 
to formalize an understanding with this organization [China Refugee 
Development Organization] to actually produce sets in small quantities by 
hand at our order, so that we can then sell them.” 


It is obvious from the foregoing that there is, and has been, no trade 
under the mark. In 1944, J. Ben Lieberman sold four copies of the rules 
and instructions for making the board and playing pieces. So far as 
the record shows, nothing else has been sold. Without trade, that is, 
without a product to carry the mark into the marketplace, there is no 
trademark. The Examiner of Interferences properly held that this appli- 
cant failed to discharge its burden of establishing use of the mark on the 
goods, and his decision refusing registration is affirmed. 


EX PARTE AVEDIS ZILDJIAN CO. 


Commissioner of Patents — April 18, 1958 


TRADEMARK ACT OF 1946—CONSTRUCTION—SECTION 2(d) 
REGISTRABILITY—SURNAMES 
Application to register the photographs of four men each with the surname 
ZILDJIAN is refused on basis of prior ruling that some public confusion is inevitable 
in use of identical surnames, and therefore registration is precluded by Section 2(d). 


Application for trademark registration by Avedis Zildjian Co., Serial 
No. 557,574 filed May 21, 1948. Applicant appeals from decision of Exam- 
iner of Trademarks refusing registration. Affirmed. 

See also 43 TMR 641, 47 TMR 598, 48 TMR 258, 48 TMR 694. 


Harold E. Cole, of Boston, Massachusetts, for applicant. 


LeEEps, Assistant Commissioner. 

The Court, in Avedis Zildjian v. Fred Gretsch Mfg. Co., 116 USPQ 216 
(48 TMR 694), found that a certain amount of confusion is inevitable on 
the part of the purchasing public as a result of use by applicant and by 
the Fred Gretsch Mfg. Co. of the family name ZILDJIAN. 

Since applicant seeks registration of the photographs of four men with 
their respective names beneath the photographs, each of the surnames 
being ZILDJIAN, and since the Court has found that a certain amount of 
purchaser confusion is inevitable as a result of use by applicant and regis- 
trant of the name ZILDJIAN, registration is precluded by the provisions of 
Section 2(d) of the statute. 

The examiner’s refusal to register is affirmed. 
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EX PARTE C. B. DONALD COMPANY 


Commissioner of Patents — June 19, 1958 


COMMON LAW TRADEMARKS—NATURE OF RIGHTS 
Rights in a trademark grow out of use and it is the user, the person whose 
goods the mark identifies in the marketplace, who acquires the rights. 
REGISTRABILITY—LICENSES 
REGISTRABILITY—RELATED COMPANY USE 
In all cases where it is asserted that use by a related company inures to the 
benefit of the applicant, it must appear that the applicant controls the nature and 
quality of the goods and that the goods are so marketed that purchasers are advised 
as to the proprietorship of the goods. Purchasers must be informed of the appli- 
cant’s connection with the goods, else the applicant may not claim that the use 
inures to his benefit, irrespective of the terms of any agreement which may exist 
between him and another. 
TRADEMARK ACT OF 1946—CONSTRUCTION—SECTION 5 
REGISTRABILITY—LICENSES 
REGISTRABILITY—RELATED COMPANY USE 
Section 5 of the Lanham Act did not change the law concerning use as estab- 
lished by court decisions, or the concept of trademarks, nor was it intended to 
establish a system of unlimited or franchising of trademarks comparable to patents. 
In each case it must be determined whether or not a mark is used by the applicant, 
or one subject to his control with respect to the goods, to identify the applicant’s 
goods and to distinguish them from the goods of others. 


Applications for trademark registrations by C. B. Donald Company, 
Serial Nos. 34,929-31. Applicant petitions that Examiner be required. to 
withdraw actions refusing registrations. Petitions denied. 


Mark W. Gehan, of St. Paul, Minnesota, for applicant. 


LEEDS, Assistant Commissioner. 

Applicant has filed, in connection with three applications, petitions 
under Rule 2.146 requesting that the examiner be required to withdraw 
from the records his actions refusing registration. The basis for the peti- 


‘ 


tions is stated to be that each action “comprises an entirely unwarranted 
and completely injudicious attack upon the integrity of counsel and 
applicant” and that “each of the Actions insinuates at least that applicant 
has done something to ‘deceive the public’.” 

A reading of the actions complained of and an examination of the 
applications and the specimens lead to the conclusion that the basic differ- 
ence between applicant’s Counsel and the examiner lies in the interpreta- 
tion of Section 5 of the statute as indicated by the following statement 


in the petitions. 


“The examiner’s statement that the record does not show that 
applicant is the owner of the marks sought to be registered is appar- 
ently predicated on the proposition that Happy Hour, Inc., rather than 
applicant, has used the marks. The examiner completely overlooks the 
fact that Section 1 of the Trademark Act is covered by Section 5 which 
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provides that use by related companies inures to the benefit of appli- 
eant. See Ex parte Jongleux and Lundquist, Inc., 101 USPQ 77 (44 
TMR 835).” 





It is well-established—too well to require citation of authorities—that 
rights in a trademark grow out of its use—and it is the user who acquires 
the rights. The statement in Ex parte Alexander, 114 USPQ 547, 548 (48 
TMR 113) (Com’r., 1957), is appropriate here: 


“Tt appears that this applicant is also of the opinion that Section 
5 of the statute creates some right of ownership for purposes of regis- 
tration, whereas the fact is that Section 5 merely provides that when 
the owner controls the nature and quality of goods sold under his 
mark, i.e., has the goods made for him and is responsible, legally and 
otherwise, for the nature and quality of such goods, the use of the 
mark shall inure to his benefit and shall not affect the validity of the 
mark. Section 5 merely recognizes the rights of the owner of a mark 
under such circumstances, but it does not, and was not intended to, 
create any right of ownership which did not theretofore exist.” 


The Jongleux and Lundquist case cited by applicant’s counsel includes, 
101 USPQ at 78 (44 TMR at 837) : 


“Section 1 of the Trademark Act provides that the ‘owner of a 
trademark * * * may register his trademark’; and other requirements 
in section 1 indicate that the trademark must be in actual use by the 


owner.” 
= a 7 


“In order to be entitled to registration applicant corporation must 
be the owner of the mark, and, since this applicant admittedly is not 
using the mark, the use by the company which is using it must be such 
that, under the conditions specified in the Act, it inures to applicant’s 
benefit.” 


Section 5 of the statute does not, as contended by applicant’s counsel, 
provide merely that use by related companies inures to the benefit of 
applicant. Section 5 provides, so far as we are here concerned, that where 
a mark sought to be registered is used legitimately by a person who is 
legitimately controlled by the applicant with respect to the nature and 
quality of the goods in connection with which the mark is used, such use 
shall inure to the benefit of the applicant for registration, and such use 
shall not affect the validity of the mark, provided such mark is not used 
in a manner to deceive the public. (Emphasis added.) 

The specimens submitted show only the name of the manufacturer, 
and the public is not in any way informed that applicant is in any way 
associated or connected with the manufactured product. So far as the 
specimens show, the mark presented for registration identifies the product 
as the product of the manufacturer whose name appears on the specimens 
and distinguishes its product from those of others. The fact that applicant 
has entered into an agreement with the manufacturer under the terms of 
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which the manufacturer agreed that any trademarks “which may be used 
by Licensee on games manufactured under this agreement, shall inure to 
the benefit of Licensor pursuant to the terms of this agreement” is not a 
fact upon which a conclusion of law can be based. 

In all of these cases where it is asserted that use by a related company 
inures to the benefit of the applicant—or registrant—there arise two ques- 
tions: (1) does the applicant in fact control the nature and quality of 
the goods, and (2) are the goods so marketed that purchasers are advised 
as to the “proprietorship” of the goods bearing the mark, that is, whose 
goods does the mark identify and distinguish? Only if the answers to 
both questions are in the affirmative can it be concluded that use of a mark 
by another inures to the benefit of an applicant or registrant. To illustrate, 
a product manufactured by ABC Company in accordance with specifica- 
tions and instructions of John Doe and marketed under labels setting forth 
“Manufactured for John Doe by ABC Company” or “Manufactured by 
ABC Company under authority of John Doe” or some similar phraseology 
would clearly support a conclusion that the use of the mark by ABC 
Company inures to the benefit of John Doe. 

Unless a mark is used openly, however, in such manner as to identify 
the product on which it is used as a product of the applicant, the applicant 
may not, for purposes of registration, claim that the use inures to his 
benefit, irrespective of the terms of any agreement which may exist between 
him and someone else. 

A trademark is a mark adopted and used in trade by a manufacturer 
or merchant to identify his goods and distinguish them from those of 
others. Rights in trademarks grow out of their use. The user of a trade- 
mark acquires the rights in it; and the user is the person whose goods the 
trademark identifies in the marketplace. 

Section 5 of the statute did not, and was not intended to, change the 
decisional law concerning use as established in such cases as B. B. & R. 
Knight, Inc. v. W. L. Milner & Co., 283 F. 816 (13 TMR 8) (N.D. Ohio, 
1922) ; Coca-Cola Co. v. Bennett, 238 F. 513 (7 TMR 159) (C.A. 8, 1916) ; 
and Keebler Weyl Baking Co. v. J. 8. Ivins’ Son, Inc., 23 USPQ 21 (24 
TMR 161) (E.D. Pa., 1934). It did, and was intended to, change the 
decisional law concerning registration as established in Ex parte United 
States Steel Corporation, 23 USPQ 145 (24 TMR 598) (Com’r., 1934). 
It did not, and was not intended to, change the concept of trademarks, 
nor was it intended to establish a system of unlimited “licensing” or “fran- 
chising” of trademarks comparable to patents. See House Hearings on HR 
9041, 75 Cong., 3d Sess. [1938], pp. 134-137; House Hearings on HR 4744, 
76th Cong., 1st Sess. [1939], pp. 57-60; Senate Hearings on HR 82, 78th 
Cong., 1st Sess. [1944], pp. 27, 92-98, 147-151. In each case a determination 
must be made as to whether or not a mark is used by the applicant—or by 
someone controlled by the applicant as to the nature and quality of the 
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goods—to identify his (the applicant’s) goods and distinguish them from 
those of others. 

The actions complained of appear to be based upon a sound inter- 
pretation of the law and the charges in the petitions are without merit. 
The petitions are denied. 


EX PARTE HAIG & HAIG, LIMITED 


Commissioner of Patents — July 14, 1958 






REGISTRABILITY—PACKAGES AND CONFIGURATIONS 

Bottle held registrable on Principal Register. 

Fundamental question of registrability of container on Principal Register is 
question of fact, whether container is a trademark—a symbol or device—identifying 
applicant’s goods and distinguishing them from those of others. 

Where a container of distinctive appearance is adopted to identify and dis- 
tinguish applicant’s brand, and there is no other way of identifying such brand 
and where the public for many years used the description of the container to order 
applicant’s product, the container may be a trademark and may be registrable on 
the Principal Register. 





Application for trademark registration by Haig & Haig, Limited, 
Serial No. 14,450 filed August 23, 1956. Applicant appeals from decision 
of Examiner of Trademarks refusing registration. Reversed. 


Watson, Leavenworth, Kelton & Taggart, of New York, N. Y., for applicant. 


LEEDS, Assistant Commissioner. 

An application has been filed to register on the Principal Register’ 
as a trademark for whisky the conformation of the well-known bottle known 
as the PINCH BOTTLE. (In United Kingdom countries it is known as the 
DIMPLE BOTTLE.) Use since January of 1901 is asserted. 

The Examiner of Trademarks has refused registration on the ground 
that applicant seeks registration of a container on the Principal Register, 
and containers are registrable, if at all, only on the Supplemental Register, 
citing Ex parte The Boye Needle Company, 100 USPQ 124 (44 TMR 603) 
(Com’r, 1953) and Ex parte Minnesota Mining and Manufacturing Co., 
92 USPQ 74 (42 TMR 164) (Com’r, 1952).? 

Applicant has appealed. 

Section 2 of the statute provides that “No trademark by which the 
goods of the applicant may be distinguished from the goods of others 
shall be refused registration on account of its nature” unless it is pro- 
hibited by the terms of the subsection. There is no suggestion that what 
applicant has presented is prohibited registration by any of the subsections 
of Section 2. The fundamental question, then, is not whether or not con- 


1. Applicant has a Supplemental Registration of the matter presented here, Reg. 
No. 576,542, issued June 23, 1953. 

2. Certain broad language in the cited cases appears to have been unnecessary to 
the conclusions reached therein. 
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tainers are registrable on the Principal Register, but it is whether or not 
what is presented is a trademark—a symbol or device—identifying appli- 
eant’s goods and distinguishing them from those of others. This is really 
a question of fact and not of law*—and in each case the legal conclusion 
of registrability or unregistrability is determined on the basis of the facts 
peculiar to the case. Unfortunately, from the standpoint of prosecution, 
both the applicant and the Examiner seem to have treated this case as 
involving only a question of law. 

Turning to the facts of this case, it is seen that the subject of the 
application—being the conformation of a distinctively shaped bottle—has 
been used by applicant for more than a half century. 

Other facts are set out in a decree of injunction entered in 1912 by 
the Superior Court of Cook County, Illinois. It appears therefrom that 
around the turn of the century this applicant originated and conceived the 
idea of placing its best quality and most expensive variety of whisky in 
“a certain package of original, distinctive and peculiar appearance, or 
dress, in order that the said brand of whisky might be easily identified and 
distinguished by the appearance of the package from other brands of 
whisky sold and handled by it and from the whisky sold and handled by 
any other person, firm or corporation whatever; that in order to carry out 
its purpose, the said Haig & Haig Limited adopted and proceeded to pro- 
cure and to have manufactured a bottle of peculiar and original appear- 
ance, and different in shape from any theretofore used by any person or 
corporation for the bottling of Scotch whisky; that the bottle so adopted 
by said Haig & Haig Limited, as aforesaid, was triangular in shape, about 
eight inches in height, with each of the three sides of the bottle pinched 
in, or indented toward the center of the same, and so indented and pinched 
in that indentation occupied the greater part of each of the sides of the 
bottle.” 

The decree set forth facts concerning distribution of applicant’s brand 
of whisky in such bottles in the United States, both prior to 1910 and on 
down to the trial date in 1912; it recited that because of the original, dis- 
tinctive and peculiar appearance of the PINCHED DECANTER the brand of 
whisky in such bottles had come to be known and recognized by the public, 
by dealers and by consumers; and that the whisky contained in such bottles 
had come to be identified with the PINCHED DECANTER in the minds of the 
public generally. 

The Court further found that consumers had known applicant’s 
whisky as, and had been accustomed to ordering it by the name of, 
PINCHED DECANTER Or PINCHED BOTTLE; and that when individual customers 
requested from retailers PINCHED DECANTER whisky, or PINCHED BOTTLE 
whisky they intended to purchase the applicant’s whisky put up in such 
bottles. 


See: Marcalus Manufacturing Company v. Watson, 118 USPQ 7 (C.A. D.C., 


1958). 
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It is common knowledge that customers of today order applicant’s 
whisky as PINCH and PINCH BOTTLE. 

The records of the Patent Office show that in 1952 applicant com- 
menced using the word PINCH on its PINCHED bottles and in 1955 it ob- 
tained a registration of the word pincH. (Reg. No. 608,451.) 

Thus, it is apparent that applicant adopted a bottle of “original, 
distinctive and peculiar appearance” to identify its whisky and distinguish 
it from the whisky of others; the bottle became known to the trade, to 
consumers and to the public generally as the PINCHED BOTTLE at least as 
early as 1912; the whisky put up in such bottles became known to the 
trade, to consumers and to the public generally as PINCHED DECANTER or 
PINCHED BOTTLE whisky ; purchasers ordered PINCHED DECANTER Or PINCHED 
BOTTLE whisky expecting to receive applicant’s whisky; and from about 
the turn of the century until 1952, there was no way of identifying or 
ordering applicant’s PINCHED DECANTER or PINCHED BOTTLE whisky other 
than by describing the conformation of the bottle. The public for 
many years used the description of the conformation or contour of the 
bottle to ask for the particular brand of applicant’s whisky. This descrip- 
tion—PINCHED or PINCH—furnished applicant with a word which was 
formally adopted and used as a word trademark in 1952. 

Where the record shows that a container of distinctive appearance 
is adopted for the purpose of identifying an applicant’s brand of product 
and distinguishing it from other brands, and there is no way of identifying 
or asking for such brand of product other than by describing the contour 
or conformation of the container, and both the trade and public, for many 
years, use the description of the contour or conformation of the container 
in ordering the applicant’s brand of product, the contour or conformation 
of the container may be a trademark—a symbol or device—which dis- 
tinguishes the applicant’s goods, and it may be registrable on the Principal 
Register. 

The peculiar facts of this case lead to the conclusion that what appli- 
eant has presented is a trademark which identifies applicant’s whisky and 
distinguishes it from whiskies of others. 

The decision of the Examiner of Trademarks is reversed, and the 
mark should be published in accordance with Section 12(a). 
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MIDWEST FUR PRODUCERS ASSOCIATION v. MUTATION 
MINK BREEDERS ASSOCIATION 


Nos. 34,992-5 — Commissioner of Patents — August 6, 1958 


REGISTRABILITY—COLLECTIVE MARKS 
Applicant, a marketing association, is entitled to registration of its marks as 
collective marks where it authorizes five auction houses which sell mink pelts to tag 
with the appropriate mark the pelts of certain designated producers, applicant’s 
members and others who pay applicant its established fees, which pelts meet appli 
cant’s established standards of quality, color and texture. 
REGISTRATION PROCEDURE—OPPOSITION—IN GENERAL 
Opposer, a rival marketing association, is not entitled to any relief in an oppo 
sition proceeding where its members have no right to use applicant’s marks unless 
they meet applicant’s standards and requirements established for such use of the 
marks, since registration will not change the existing situation. 
REGISTRABILITY—SUGGESTIVE MARKS 
Applicant is entitled to registration and opposition is dismissed, where, although 
applicant’s trademarks AUTUMN HAZE, ARGENTA and DESERT GOLD are suggestive of 
color designations for mink pelts, there is nothing in the record to show they are 
generic, and proofs show the marks identify and distinguish the mink pelts of 
applicant’s members and other authorized users of the marks. 
REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 
Opposer is not damaged by registration of AZURENE, a misspelling of “azurine,” 
meaning “azure” or “sky-blue,” since mink pelts are not sky-blue, and therefore 
opposer could not properly use “azurine” in its primary sense truly to describe a 
color of mink pelts. Examiner’s decision sustaining opposition is reversed. 


Opposition proceedings by Midwest Fur Producers Association v. 
Mutation Mink Breeders Association. Opposer appeals from decisions of 
Examiner of Interferences dismissing oppositions against applications, 
Serial Nos. 682,372, 682,374, 682,375, filed March 8, 1955. Affirmed. Appli- 
cant appeals from decision of Examiner of Interferences sustaining oppo- 
sition against application, Serial No. 684,991, filed April 6, 1955. Reversed. 


Lee Loevinger, of Minneapolis, Minnesota, for Midwest Fur Producers 
Association. 

Wallace H. Martin, Oliver P. Howes, Jr. (Nims, Martin, Halliday, Whit- 
man & Williamson, of New York, N. Y., for Mutation Mink Breeders 
Association. 


LEeEps, Assistant Commissioner. 

Mutation Mink Breeders Association has filed four applications to 
register as collective marks ARGENTA,’ AUTUMN HAZE,’ DESERT GOLD,*® and 
AZURENE‘ for mink fur pelts. In the first three applications filed, the date 
of first use is asserted to be February 14, 1955; and in the last filed applica- 
tion, the date of first use is asserted to be March 15, 1955. 


. 682,372, filed Mar. 8, 1955, involved in Opp. No. 34,992. 
. 682,374, filed Mar. 8, 1955, involved in Opp. No. 34,993. 
.N. 682,375, filed Mar. 8, 1955, involved in Opp. No. 34,994. 
.N. 684,991, filed Apr. 6, 1955, involved in Opp. No. 34,995. 
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Registration has been opposed by Midwest Fur Producers Association, 
a rival cooperative composed of mink breeders who are not members of 
applicant’s association, on the somewhat elusive ground that the marks 
presented for registration are names which applicant has promoted and 
popularized for varieties of mutation mink pelts produced by its members 
and others who produce pelts which meet applicant’s established standards 
and who pay applicant’s prescribed fee for using the marks; and opposer 
and its members are not able to use such names without paying to applicant 
fees such as applicant’s members and other authorized users pay. Opposer 
seems to allege that the marks are “generic” and free for use by its own 
members without any restriction whatsoever. 

The Examiner of Interferences dismissed the oppositions against 
ARGENTA, AUTUMN HAZE, and DESERT GOLD; he sustained the opposition 
against AZURENE; and he recommended, in the event applicant ultimately 
prevails in the proceedings, reexamination (a) to determine the correct 
dates of use and (b) to determine whether or not the marks are collective 
marks within the meaning of the statute. Opposer has appealed the dis- 
missed oppositions, and applicant has appealed the sustained opposition. 

Applicant is a marketing association. It adopted the marks in ques- 
tion, and it authorizes the five U. 8S. auction houses which sell mink pelts to 
tag with the appropriate mark the pelts of certain designated producers 
whose pelts meet applicant’s established standards of quality, color and 
texture. The pelts so tagged are sold to furriers by the auction houses. 
The “designated producers” are members and others who pay to applicant 
its established fees for use of the marks on pelts which meet applicant’s 
standards, which fees are used by applicant to advertise and promote the 
sale of garments made from mink pelts produced by applicant’s members 
and other authorized users of the marks. 

Opposer, a rival association of mink breeders, complains that appli- 
cant has, through its advertising and promotion of mink garments made 
from pelts identified by the marks, made it difficult for opposer and its 
members to compete because the major demand is for garments made of 
pelts identified by the marks sought here to be registered; and opposer 
complains further that its members may not, in the event the marks are 
registered, use the marks unless they pay applicant the fees established 
for such use of the marks. It is not seen how registration of the marks 
will change the existing situation, since it does not appear that opposer 
or its members presently have any right to use applicant’s marks. 

Opposer apparently seeks to obtain a preferred position for its mem- 
bers. It beseeches this tribunal to hold that applicant has no exclusive 
rights in the marks presented for registration in order that opposer’s 
members may freely use them in competition with applicant’s producers 
and receive the advantages of the demand created by the advertising and 
promotion carried on by applicant and financed with the fees paid to 
applicant by its authorized users. So to hold would be unconscionable. 
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Opposer will not be permitted thus “to reap where another has sown, nor 
gather where another has strewn.” ° 

There is nothing in the record to support opposer’s allegation that the 
marks are “generic.” Indeed, the record shows that the marks, although 
suggestive of color designations, identify and distinguish the mink pelts 
of applicant’s members and other authorized users of the marks. 

Opposer has neither stated a claim upon which relief can be granted 
nor proved facts which entitle it to relief in any of the oppositions. 

The decision of the Examiner of Interferences dismissing the opposi- 
tions against ARGENTA, AUTUMN HAZE and DESERT GOLD (Nos. 34,992; 34,993; 
34,994, respectively) is affirmed, but for the reasons stated herein. 

The Examiner of Interferences held AzURENE to be a descriptive term— 
a misspelling of “azurine,” meaning “azure.” The word “azure,” however, 
means “sky-blue,” and not only is it common knowledge that mink pelts 
are not sky-blue, but there is nothing in the record to support a finding 
that they are. Opposer could not properly use ‘“azurine” in its primary 
sense truly to describe a color of mink pelts, and it therefore cannot be 
damaged by registration of AZURENE to applicant. 

The decision of the Examiner of Interferences sustaining Opposition 
No. 34,995 is reversed, and the opposition is dismissed. 

The facts of this case clearly support applicant’s assertion that its 
marks are collective marks. They are marks which identify the products 
of applicant’s members and its other authorized users and distinguish them 
from those of others. The recommendation of the Examiner of Interferences 
that the applications be reexamined to determine whether or not the marks 
are collective marks is overruled. 

The Examiner of Interferences found that “The facts surrounding 
the alleged first use of these marks lead to a strong supposition that the 
marks were not first used as of the dates alleged in the applications, how- 
ever, the proofs in this regard .. . are not conclusive.” The proofs are 
considered sufficient to support the alleged dates in making an ex parte 
determination. The recommendation of the Examiner of Interferences 
that the applications be reexamined to determine the correct dates of first 
use is overruled. 








5. J. I. Case Plow Works v. J. I. Case Threshing Machine Co., 162 Wis. 185, 155 
N.W. 128, 1384 (6 TMR 118) (S.Ct. Wis., 1915). 








CBS prs > 


